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the solitary exception that those who resided in foreign countries which extended no such 
privileges to us were excluded from them here. 

. . . . 
[16] While we have, in our references in this opinion to the trade-mark legislation of 

Congress, had mainly in view the act of 1870, and the civil remedy which that act provides, it 
was because the criminal offences described in the act of 1876 are, by their express terms, 
solely referable to frauds, counterfeits, and unlawful use of trade-marks which were 
registered under the provisions of the former act. If that act is unconstitutional, so that the 
registration under it confers no lawful right, then the criminal enactment intended to protect 
that right falls with it.  

[17] The questions in each of these cases being an inquiry whether these statutes can be 
upheld in whole or in part as valid and constitutional, must be answered in the negative; and 
it will be  

[18] So certified to the proper circuit courts. 

3. The Statutory Development of U.S. Trademark Law 

 

 
Rep. Fritz Lanham, 1880-1965 

(D-Texas, 1919-1947) 
 

Excerpt from Restatement (Third) of Unfair Competition § 9 (1995)  

[1] e. Trademark legislation. The federal government and each of the states have enacted 
legislation protecting trademarks. The statutes generally provide a mechanism for the 
registration of trademarks, describe the types of marks that may be registered, and specify 
the procedural and substantive advantages afforded to the owner of a trademark registration. 
The statutes, however, do not ordinarily preempt the protection of trademarks at common 
law.  

[2] Although several states had earlier enacted legislation to prevent the fraudulent use 
of trademarks, the first federal trademark statute was not enacted until 1870. This initial 
attempt at federal protection proved short-lived, however, when in 1879 the Supreme Court 
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dead, institutions, beliefs, or national symbols, or bring them into contempt, or 
disrepute; or a geographical indication which, when used on or in connection 
with wines or spirits, identifies a place other than the origin of the goods and is 
first used on or in connection with wines or spirits by the applicant on or after 
one year after the date on which the WTO Agreement (as defined in section 
3501(9) of Title 19) enters into force with respect to the United States. 
(b) Consists of or comprises the flag or coat of arms or other insignia of the 
United States, or of any State or municipality, or of any foreign nation, or any 
simulation thereof. 
(c) Consists of or comprises a name, portrait, or signature identifying a particular 
living individual except by his written consent, or the name, signature, or portrait 
of a deceased President of the United States during the life of his widow, if any, 
except by the written consent of the widow. 
(d) Consists of or comprises a mark which so resembles a mark registered in the 
Patent and Trademark Office, or a mark or trade name previously used in the 
United States by another and not abandoned, as to be likely, when used on or in 
connection with the goods of the applicant, to cause confusion, or to cause 
mistake, or to deceive: Provided, That if the Director determines that confusion, 
mistake, or deception is not likely to result from the continued use by more than 
one person of the same or similar marks under conditions and limitations as to 
the mode or place of use of the marks or the goods on or in connection with which 
such marks are used, concurrent registrations may be issued to such persons 
when they have become entitled to use such marks as a result of their concurrent 
lawful use in commerce prior to (1) the earliest of the filing dates of the 
applications pending or of any registration issued under this chapter; (2) July 5, 
1947, in the case of registrations previously issued under the Act of March 3, 
1881, or February 20, 1905, and continuing in full force and effect on that date; 
or (3) July 5, 1947, in the case of applications filed under the Act of February 20, 
1905, and registered after July 5, 1947. Use prior to the filing date of any pending 
application or a registration shall not be required when the owner of such 
application or registration consents to the grant of a concurrent registration to 
the applicant. Concurrent registrations may also be issued by the Director when 
a court of competent jurisdiction has finally determined that more than one 
person is entitled to use the same or similar marks in commerce. In issuing 
concurrent registrations, the Director shall prescribe conditions and limitations 
as to the mode or place of use of the mark or the goods on or in connection with 
which such mark is registered to the respective persons. 
(e) Consists of a mark which (1) when used on or in connection with the goods 
of the applicant is merely descriptive or deceptively misdescriptive of them, (2) 
when used on or in connection with the goods of the applicant is primarily 
geographically descriptive of them, except as indications of regional origin may 
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reason. See Lanham Act § 14(1), 15 U.S.C. § 1064(1). After five years have passed from the 
date of registration, a third party may petition to cancel a registration for only a limited 
number of reasons expressly enumerated in Lanham Act § 14(3), 15 U.S.C. § 1064(3). Here is 
the relevant statutory language: 

A petition to cancel a registration of a mark, stating the grounds relied upon, may, 
upon payment of the prescribed fee, be filed as follows by any person who 
believes that he is or will be damaged, including as a result of a likelihood of 
dilution by blur ring or dilution by tarnishment under section 1125(c) of this title, 
by the registration of a mark on the principal register established by this chapter, 
or under the Act of March 3, 1881, or the Act of February 20, 1905: 
(1) Within five years from the date of the registration of the mark under this 
chapter. 
. . . . 
(3) At any time if the registered mark becomes the generic name for the goods or 
services, or a portion thereof, for which it is registered, or is functional, or has 
been abandoned, or its registration was obtained fraudulently or contrary to the 
provisions of section 1054 of this title or of subsection (a), (b), or (c) of section 
1052 of this title for a registration under this chapter, or contrary to similar 
prohibitory provisions of such prior Acts for a registration under such Acts, or if 
the registered mark is being used by, or with the permission of, the registrant so 
as to misrepresent the source of the goods or services on or in connection with 
which the mark is used. If the registered mark becomes the generic name for less 
than all of the goods or services for which it is registered, a petition to cancel the 
registration for only those goods or services may be filed. A registered mark shall 
not be deemed to be the generic name of goods or services solely because such 
mark is also used as a name of or to identify a unique product or service. The 
primary significance of the registered mark to the relevant public rather than 
purchaser motivation shall be the test for determining whether the registered 
mark has become the generic name of goods or services on or in connection with 
which it has been used. 

Lanham Act § 14, 15 U.S.C. § 1064. Note what is missing from § 14(3). Most significantly, after 
five years have passed since the date of registration, a third party cannot petition to cancel 
the registration on the ground that the mark is merely descriptive without secondary 
meaning (this ground is not included in § 14(3)) or on the ground that the registered mark is 
confusingly similar with a previously used mark (§ 2(d) is not included in § 14(3)). Nor can 
the registration be cancelled on the ground that the mark fails to function as a mark. This five-
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