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Significant Changes from Version 5.0 to Version 6.0
5 July 2019
Listed here are the major changes from Version 5.0 to Version 6.0.  New excerpted opinions and other very significant changes are given in bold. This is a highly schematic list. Its purpose is just to protect past users of the book from any major surprises when teaching the book again.

Refer to the redline posted on the casebook website for less significant changes (correction of typos, grammar, etc.).

Global change: All footnotes from excerpted opinions and other material are now numbered according to their number in the original texts.
Introduction

· Added a definition of “public goods”
Part I

· Added reference to recent Federal Circuit case setting out secondary meaning factors
· Added discussion of effort to register #COVFEFE

· Pared down the Pretzel Thins opinion a bit
· Added a note about marks that are source-denotative in American English but generic elsewhere

· Added example of EAST END for vodka as example of mark that is not geographically descriptive

· Deleted two paragraphs from Two Pesos
· Deleted two paragraphs from Qualitex
· Added note about copyright infringement in Samara Bros.

· Deleted two old examples of difference between product configuration and product packaging

· Added squib about In re SnoWizard, Inc. as example of case distinguishing between product configuration and product packaging

· Added squib about In re Frankish Enterprises as example of case distinguishing between product configuration and product packaging

· Added additional squib from In re Frankish Enterprises as example of case analyzing inherent distinctiveness of trade dress

· Added paragraph on concept of “limping trademarks”

· Pared down In re Morton-Norwich a bit by deleting various citations

· Pared down Louboutin a bit

· Added Iancu v. Brunetti.  Note that this is a fairly lengthy version of the case, including substantially all of Justice Kagan’s opinion for the Court and substantially all of Justice Sotomayor’s dissent (as well as Alito’s, Robert’s, and parts of Breyer’s opinions).  You may want to assign only parts of what’s there.

· I rewrote the introductory text at Part I.C on the use in commerce prerequisite for trademark rights to try to make it clearer.

· A brief version of Couture v. Playdom has been added on the use in commerce requirement

· Added a note on analogous use

· Updated the discussion of the fee-shifting issue at NantKwest
· Added brief discussion of the standing requirement to file oppositions
· Reworked the discussion of post-registration maintenance to try to make it easier to understand
· Added note about secondary meaning in only one part of the U.S.

· Added note about internet use of the mark and geographic priority

· Pared down the Second Circuit opinion in ITC v. Punchini a bit

· Added note about the ongoing saga of Belmora
Part II
· Added note on consumer standing to sue for confusion

· Deleted two paragraphs from Polaroid
· Added note on laches

· Added squib from Spangler Candy v. Tootsie Roll as example of LOC analysis

· Added squib from Alliance for Good Gov’t v. Coalition for Better Gov’t as example of LOC analysis

· Added note on when courts find initial interest confusion

· Added note on Gilliam case and difference between non-attribution and misattribution

· Added note on unauthorized parodic uses of marks as possible evidence of mark fame

· Significantly pared down Lamparello v. Falwell
Part III

· Dropped note on why the New Kids factors should replace the Sleekcraft factors

· Deleted two paragraphs from the Mattel v. Walking Mountains excerpt

· Deleted substantially all of the previous case law on Rogers v. Grimaldi and replaced it with Gordon v. Drape (if you still want to teach ESS, Brown v. EA, or VIRAG, they are available as a separate file)

· Added note on concept of badwill

· Deleted all of Nitro Leisure v. Acushnet
Part IV

· By popular demand, restored false advertising chapter to main book

· Tried to improve the introductory discussion of false advertising

· Added discussion of Coca-Cola v. Tropicana, Warner-Lambert v. BreathAsure, and a few other literal falsity cases

Part V

· Added discussion of whether non-celebrities qualify for right of publicity

· Tried to pare down the Keller case, failed

Part VI

· Added note on lower courts’ unawareness of eBay
· Added reference to cert being granted in Romag
· Added brief discussion of enhanced damages

· Added brief discussion of notice requirement for registered marks in connection with remedies

· Tried to improve the discussion of counterfeiting remedies a bit

2

