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[l.  Trademark Infringement

In this Part, we consider the infrigement of trademark rights under certain sections of
the Lanham Act:

T 832,15 U.S.8 1114 (likelihood of confusion with respect to registered marks)

1 8&43(a), 15 U.S.C81125(a) (likelihood of confusion with respect to registered or
unregistered marks)

1 843(c), 15 U.S.C81125(c) (likelihood of dilution with respect to registered or
unregistered marks)
 8§43(d),15US.Gppcuj AQqQ | OAUAAOONOAOOETI Co6 1T £ OACEOOAOA!
Note that the test for likelihood of confusion under§ 32 is now essetially the same as
the test for likelihood of confusion under§ 43(a), and courts often cite to case law under one
section interchangeably with case law under the other. When owners of registered marks
plead likelihood of confusion, they typically do so nder both §32 and §43(a) in the event
that some defect is discovered in their registration. Such plaintiffs may also plead under
both sections in order to avail themselves of the slightly broader language 8#3(a), though,
again, courts typically trea § 32 and§ 43(a) as essentially interchangeable.

Courts have set forth the elements of a trademark infringement claim in a variety of
ways. For example, with respect to a claim based on a likelihood of confusion under either
or both of § 32 and § 43(a), courts have stated:
T Or4yvYi OOAAAAA ET A ,ATEAI ' A0 OOGEO &I O OOAAAI A
obstacles to overcome: the plaintiff must prove that its mark is entitled to
protection and, even more important, that the defendar® use of its own mak will
likely cause confusion with plaintif® | AGrénérér Jahr USA Pulplv. Meredith
Corp, 991 F.2d 1072, 1074 (2cCir. 1993).
T 041 BDOAOGAEI 11 A Al AEI 1T &£ OOAAAI AOE EIT £OEIT CAI A
81114, a party must prove: (1) that ithas a protectible ownership interest in the
mark; and (2) that the defendan® use of the mark is likely to cause consumer
AT 1 £O ONEtivdrksAditomation, Inc. v. Advanced Systems Concepts, 638 F.3d
1137, 1144 (9th Cir. 2011) (citations omitted).

T O4d establish trademark infringement under the Lanham Act, a plaintiff must
prove: (1) that it owns a valid mark; (2) that the defendant used the markin
commercedand without plaintiff & authorization; (3) that the defendant used the
mark (or an imitation of it) @ connection with the sale, offering for sale,
distribution, or advertising 6of goods or services; and (4) that the defendagt use of
OEA 1 AOE EO 1 EEAI URoSdita Shohd v/AE0dQIA Rdsétth Sténe A O 8 6
v. Google, Inc676 F.3d 84, 152 (4th Cir. 2012) (citations omitted).
T O0"1 OE ET £ZOET CAI AT O AT A EAI OA AAOGECT AGEIT T &£ 10
under either cause of action, the trademark holder must prove: (1) that it possesses
a mark; (2) that the [opposing party] used he mark; (3) that the [opposing party&]
use of the mark occurred@h commerced (4) that the [opposing party] used the
mark @ connection with the sale, offering for sale, distribution, or advertisin§of
goods or services; and (5) that the [opposing p#y] used the mark in a manner
I EEAT U O AT1T £ZO0O0A A1 1001 AOOG8d , Al BPAOAT 1T 0©O8 &A
2005) (citations omitted).
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Though the enumerations vary in their level of detail, these statements of the elements of a
likelihood of confusion claim are all essentially the same. The plaintiff must prove that (1) it
possesses exclusive rights in a mark and (2) the defendant has infringed those exclusive
rights. Our focus in Part | was on the first of these two basic elementsvhether there is a
property right. Our focus in this Part is on the second of these elementsvhether that right
has been infringed.

We begin in Part 1lLA by reviewing the requirement that, in order to be liable for
OOAAAI AOE EIT £OET GAI AT Oh A AAmEIpAKTED I SO OBIOA EIT
AT TTAAOET 1T xEOE OEA OAI A8T £ Al WarQiBitdAf@msiod OAOOEAAOS
infringement that are based on the likelihood of consumer confusion as to the source or
sponsorship of the defendan® goods. InPart 11.C,we consider forms of infringement that
are not based on consumer confusion, most notably trademark dilution. Fart 11.D, we turn
to forms of relief for cybersquatting. Finally, inPart I.E, we review the doctrine of
secondary liability in trademark law.

A. The Actionable Use Requirement

YT 0AO0O )8# AAT OAh xA AAAOAOOAA OEA OANOEOAI Al C
Aiii AOAAd OEA 1 AOE ET 1 OAAO 061 AOOAAI EOE OECEOO EI
Al 11 AOAAG OANOEOAI AT O Ablt tolubebtholiz&d\usersi @&ve @oiso T xT AOOh

because of the statutory language, shown in italics, in Lanham A82 and§ 43(a):

Lanham Act§ 32, 15 U.S.G 1114

(1) Any person who shall, without the consent of the registrant (a) use in

commerce any reproduction, counterfeit, copy, or colorable imitation of a

registered mark in connection with the sale, offering for sale, distribution, or

advertising of any goods or services or in connection with which such use is

likely to cause confusion, or to cause mi&tEAh 1T O O AAAAEOABOEAI T AA 1E
civil action by the registrant for the remedies hereinafter provided.

Lanham Act§ 43(a), 15 U.S.(8 1125(a)

(1) Any person who, on or in connection with any goods or services, or any

container for goods, uses irommerceany word, term, name, symbol, or device,

or any combination thereof, or any false designation of origin, false or

misleading description of fact, or false or misleading representation of fact,

which--(A) is likely to cause confusion, orto cause OAEAh T O O AAAAEOAB8OEAI
be liable in a civil action by any person who believes that he or she is or is

likely to be damaged by such act.

Thus, for a defendant to be found liable§ 32 requires a showing that the defendant made a

OOO0A ET Al idphotk®do | AGEOBET AT 11 AAOEIT xEOE OEA OAI
distribution, or advertising of any goods or servicefiand § 43(a) requires that the defendant

OO0O0Ar Y ET AT I 1 &OAAGOESEXE T withAy 1§ddddArSdrvices, or any

cd 1T OAET AO A&I O CI §4%©, addressing, traderiai idilutlor €milarly requires

A OEI xET ¢ OEAO OEA AAEAT AAT O 1T AAA A OOOA T &£ A 1 AOE
§1125(c)(1). See Comment 2 at the conclusion dPart 11.A.2 for a discusion of this

language).
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#1 6O0OO0 EAOA AT Al UUAA OEA OOOA EIT Al iwé AOAAs 1 AT C
AT AT UUAA OEA OET AiI1T1TAAOGEI1T xEOE6 | AT DOAOHA 7A 006
ET Ailii AOAAS8SH

1. Defendant® O50A EI #iii AOAAG

It is clear enough that the various infringement sections of the Lanham Act all require a

OET xET ¢ OEAO OEA AAZEAT AAT O EAO [T AAA A OOOGA EI
Al 1 OOEOOOETTAT 1 EIEOAOQGEIT 11 #1711 COAOGOGETTAI bBIxAO
commerced e 10 xA AEOAOOOAA &b, 19U RCE11p78 6ffars g AT EAT 1 A
definition of this phrase:

4EA OAOI OOOA ET Ai i1 AOAAG 1T AAT O OEA AT T A EEAA (

course of trade, and not made merely to reserve a right in a mark. For purpes

of this Act, a mark shall be deemed to be in use in commesce

(1) on goods when-

A

h
o]

(A) it is placed in any manner on the goods or their containers or the
displays associated therewith or on the tags or labels affixed thereto, or if
the nature of the gmds makes such placement impracticable, then on
documents associated with the goods or their sale, and

(B)the goods are sold or transported in commerce, and

(2) on services when it is used or displayed in the sale or advertising of
services and the servies are rendered in commerce, or the services are
rendered in more than one State or in the United States and a foreign country
and the person rendering the services is engaged in commerce in connection
with the services.

The obvious problem, however, is tht this definition appears to describe the kind of
OO0O0A ET AT 11 AOARSbishDAAAAOAOE OECEOO OAOEAO OEAT OEA
AT T 1T AOAAG 1 AifingetoaelrightsO iin the opinion below,Rescuecom Corp. v.
Google Ing 562 F.3d 123 2d Cir. 2009), the Second Circuit went to great lengths to arrive at
this rather straightforward understanding ofthe§t v AAZET EQET T 1T &£ OOOA ET AT 11
the need thoroughly to consider the issue because in a previous opiniatg800 Contacts, la.
v. WhenU.Com, In@l14 F.3d 400 (2dCir. 2005), it had somehow failed to recognize tha§ 45
was designed to address only the conduct of trademark owners rather than that of
trademark infringers. Rescueconbecame one long, extended effort in trying tanaintain

appearances. In reading througiiRescuecomconsider the following questions:

I What is the underlying policy concern that is animating this technical, even rather
DAAAT OEA AAAAOA AAI 6O OEA T AATETC 1T &£ OOOA ET Al
1 Has the Second Circuit exgitly overruled its previous decision in1-800 Contact8
What is the status ofRescueco® Appendix? What does it mean that, as the
Rescuecomi DPET EI 1T  A@bi AET Oh 1z2800pahel haveE @alighlsO 1T £ OEA
Appendix and have authoized us to state thatO EAU ACOAA xEOE EOQde
T )& A OAAOAE AT GCET A OOAO AT OAOO OEA x1 OA O! pbi 4
'TAOT EA PETTAOh EAO OEA OAAOAE AT CE&A EOOAI E 1
mark? Askedperhapsanother way, ifa restaurant has given written instructions to
its employees to respond to a consum@ | OAAO &£ O 0APOE xEO
A

= OEA O«
1171 AOAAG

I £FEAO #DVEAGOABAAOOAT O 1 AAA A Pepdraek thatl
could be the basis for an infringement cause of action?
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Rescuecom Corp. v. Google Inc.
562 F.3d 123 (2d Cir. 2009)

LEVAL, Circuit Judge:

[1] Appeal by Plaintiff Rescuecom Corp. from a judgment of the United States District
Court for the Northern District of New York (Mordue,Chief Judgedismissing its action
aganst Google, Inc., under Rule 12(b)(6) for failure to state a claimpan which relief may be
granted. Rescuecor® Complaint alleges that Google is liable under§®2 and 43 of the
Lanham Act, 15 U.S.C88114 & 1125, for infringement, false designation oforigin, and
dilution of Rescuecon® eponymous tracemark. The district court believed the dismissal of
the action was compelled by our holding irnlz800 Contacts, Inc. v. WhenU.Com, l4t4 F.3d
400 (2dCir. 2nmuv 8Goadqh AAAAOOAR A Ahcbuti® Ehtlettaring oftktah AE OO O
opinion, Rescuecom failed to allege that Goog®@ OOA 1T £ EOO | AOE xAO A OOOA
within the meaning of §45 of the Lanham Act, 15 U.S.&1127. We believe this
misunderstood the holding of 1z800. While we expressno view as to whether Rescuecom
can prove a Lanham Act violation, an actionable claim is adequately alleged in its pleas.
Accordingly, we vacate the judgment dismissing the action and remand for further
proceedings.

BACKGROUND

[2] As this appeal follows the grant of a motion to dismiss, we must take as true the
facts alleged in the Complaint and draw all reasonable inferences in favor of Rescuecom.
Lentell v. Merrill Lynch & Co., In@96 F.3d 161, 165 (2dCir. 2005). Rescueom is a national
computer service franchising company that offers orsite camputer services and sales.
Rescuecom conducts a substantial amount of business over the Internet and receives
between 17,000 to 30,000 visitors to its website each month. It alsadvertises over the
Internet, using many webbased services, inclding those offered by Google. Since 1998,
O02A0A0AAT T 6 EAO AAAT A OACEOOAOAA EAAAOAT OOAAAT A
validity.

[3] Google operates a poular Internet search engine, which users access bysiting
www.google.com. Using Googe website, a person searching for the website of a particular
entity in trade (or simply for information about it) can enter that entity® name or trademark
into Goode® search engine and launch a search. Gpe® proprietary system responds to
such a search request in two ways. First, Google provides a list of links to websites, ordered
in what Google deems to be of descding relevance to the use® search terms basd on its
proprietary algorithms 8 8

[4] The second way Google responds to a search request is by showing contaexsed
advertising. When a searcher uses Good@esearch engine by submitting a search term,
Google may place adversements on the use® screen. Google will do so if an advertiser,
having determined that its ad is likely to be of interest to a searcher who enters the
particular term, has purchased from Google the placement of its ad on the screen of the
searcher who enered that search term. What Google places on the searci@screen is more
than simply an advertisement. It is also a link to the advertis& website, so that in response
to such an ad, if the searcher clicks on the link, he will open the advertigemebsite, which
offers not only addtional information about the advertiser, but also perhaps the option to
purchase the goods and services of the advertiser over the Internet. Google uses at least two
programs to offer such contextbased links: AdWords and Kyword Suggestion Tool.

[5] AdWords is Googl& program through which advertisers purchase terms (or
keywords). When entered as a search term, the keyword triggers the appearance of the

6
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advertiser® ad and link. An advertise® purchase of a particular term causes the advertis@
ad and link to be displayed on the usé screen whenever a seaher launches a Google
search based on the purchased search terirAdvertisers pay Google based on the number of
OEIi A0 )1 OAOEAOIT DO A bdmentd foia& B (nE © the advertise® website.
For example, using Googi AdWords, Compny Y, a company engaged in the business of
furnace repair, can cause Google to gfilay its advertisement and link whenever a user of

Google launch O A OAAOAE AAOAA 11 OEA OAAOAE OAOI N

OEDOIT £

cause its ad and link to pPAAO xEAT AOAO A OOAO OAAOAEAO A1 O OEA

competitor of Company Y in the furnace repair business. Thus, whenever a searcher
interested in purchasing furnace repair services from Company X launches a search of the
term X (Company X trademark), an ad and link would appear on the searchér screen,
inviting the searcher to the furnace repair services of & competitor, Company Y. And if the
searcher clicked on Company & link, Company & website would open on the searche&s
screen, and the searcher might be able to order or purchase i@pany Y& furnace repair
services.

[6] In addition to AdWords, Google also emplayKeyword Suggestion Tool, a program
that recommends keywords to advertisers to be purchased. The program is designed to
improve the effectiveness of advertising by helping advertisers ideifly keywords related to
their area of commerce, resulting in the f[acement of their ads before users who are likely to
be responsive to it. Thus, continuing the example given above, if Company Y employed
Googlgs Keyword Suggestion Tool, the Tool might suggest to Company Y that it purchase not

iT1TU OEA OAOIEOOAGDIOA AN OOABIAE A @GAbtahd nén@ehadd E OO

trademark, so that Y& ad would appear on the screen of a searcher who searched Company
X& trademark, seeking Company & website.

[7] Once an advertiser buys a particar keyword, Google links the keyword to that
advertiser® advertisement. The advertisements consist of a combination of content and a
link to the advertiser® webpage. Google displays these adveriments on the search result
page either in the right margh or in a horizontal band immediately above the column of
relevance-based search results. These adverements are generally associated with a label,

Al 1 PA

xEEAE OAUO OODPITO1 OAA 1 ETE86 2A0A0AATI Al 1T ACAOR EIT>

to believe tha the advertisements which appear on the screen are in fact part of the
relevance-based search result and that the appearance of a competi®rad and link in
response to a searche® search for Rescuecom is likely to cause trademark confusion as to
affiliation, origin, sponsorship, or approval of service. This can occur, according to the
Complaint, because Google fails to label the ads in a manner which would clearly identify
them as purchased ads rather than search results. The Complaint alleges that whée
sponsored links appear in a horizontal bar at the top of the search results, they may appear
to the searcher to be the first, and therefore the most relant, entries responding to the
search, as opposed to paid advertisements.

[8] Googles objective in its AdWords and Keyword Suggestion Tool programs is to sell
keywords to advertisers. Rescuecom alleges that Google makes 97% of its revenue from
selling advertisements through its AdWords program. Google thefore has an econmic
incentive to increase the number of advertisements and links that appear for every term
entered into its search engine.

1 Although we generally refer to a single advertiser, there is no limit on the number of
advertisers who can purchase a particular keyword to trigger the gpearance of their ads.
7
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[9] Many of Rescuecor® competitors advertise on the Internet. Through its Keyword
Suggestion Tool, Googl has recommended the Rescuecom trademark to Rescue@®m
competitors as a search term to be purchased. Rescuec@mompettors, some responding to
Googlés recommendation, have purchased Rescuecdrirademark as a keyword in Googl®
AdWords program, so tR O x EAT AOAO A OOAO 1 AOT AEAO A OAAOAE A
seeking to be connected to Reuecon website, the competitor®advertisement and link
will appear on the searchef screen. This practice allegedly allows Rescuec@tompetitors
to deceive and divert users searching for Rescuecof website. According to Recuecont
Al 1T ACAGET T Oh xEAT A "1T1ClI A OOKDOA MO AEADA AO N ADRA
searcher wishes to purchase Rescuecdamservices, links to websites of its competitors will
appear on the searche® screen in a manner likely to cause the searcher to believe
mistakenly that a competitor® advertisement (and website link) is sponsored by, endorsed
by, approved by, or affiliated with Recuecom.

[10] The Dstrict Court granted Googlé& 12(b)(6) motion and dismissed Recuecont
claims. The court believed that ourlz800 decision compels the conclusion that Googie
allegedly infringing activity does not involve use of Rescuecammark in commerce, which is
an essential element of an action under the Lanham Act. The district court explained its
decision saying that even if Google employed Bmuecon® mark in a manner likely to cause
confusion or deceive searchers into believing that competitors are affiliated ith Rescuecom
and its mark, so that they believe the services of Rescuec@competitors are those of
Rescuecom, GoogleacOET T O AOA 11 06 A OOBOA ET Aiii AOAASG O1 AADO ¢
competitor® advertisements triggered by Goog® programs did nd exhibit Rescuecon®
tradel AOE8 4EA Ai OO0 OAEAAOAA OEA AO&GaAInO OEAO ' 11
recommending and selling it as a keyword to trigger competitd® advertisements kecause
the court read 17800 to compel the conclusion that this was annternal use and therefore
AATTT O AA A OOOA ET Aii i AOAA6 O1I AAO OEA , AT EAT |

DISCUSSION

[11]04EEO #1 Odedova AighriEt Aour@s grant of a motion to dismiss pursuant
Oi &AAAOAT 2061 A0 1 A RaibetivEdber BadV. ByAyRIOFCBA 1193 519§ ¢ 48 6
(2dCir. mweq8 7EAT OAOEAxEIT C A 1T O0EIT O AEOI EOOh A Al
factual allegations set out in plaintifs complaint, draw inferences from those allegations in
the light most favorable b plaintiff, and cnOOODOA OEA Al | Biedoiyiv.alyl, EAAOAT 1 U886
243 F.3d 687, 691 (2dCir. 2001) (citations omitted).
l. Googl& Use of Rescuecdn - AOE 7A0 A O50A ET #1111 AOAAG

[12] Our court ruled in 17800 that a complaintfails to state a claim under the Lanham
I'AO O1T1 A0GO EO Al 1 ACAO OEAO OEA AAEAT AN O EAO |1 AA/
OOAAAI AOCE AO OEA OAOI OOOA EB11&IThd dsttdd doart EO AAEET AA
believed that this case was on all fag with 17800, and that its dismissal was required for
the same reasons as given in1z800. We believe the cases are materially different. The
allegations of Rescuecoi@ complaint adequately plead a use in commerce.

[13] In 1z800,the plaintiff alleged that the defendant infringed the plaintifts trademark
through its proprietary software, which the defendant freely distributed to computer users
who would download and install the program on their computer. The program provided
contextually relevant advertising to the user by generating popip advertisements to the
user depending on the website or search term theser entered in his browser.ld. at 404z05.
&1 O AgAi Pl Anh EE A OOAO OUDAA OA®AocgAA @Al ET O EEO
randomly display a popup advertisement of a company engaged in the field of eye care.
Similarly, if the searcher launched a search for a particular company engaged in eye care, the

8

b
O
o
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defendant® program would display the popup ad of a company assmated with eye care.
See idat 412. The popup ad appeared in a separate browser window from the website the
user accessed, and the defendaltbrand was displayed in the window frame strounding
the ad, so that there was no confusion as to the nature tife pop-up as an advertisement,
nor as to the fact that the defendant, not the trademark owner, was responsible for
displaying the ad, in response to the particular term searchedd. at 405.

[14] Sections 32 and 43 of the Act, ich we also refer to by their codified dsignations,
15 U.S.C. §1114 & 1125,inter alia, E1 DT OA 1 EAAEI EOU &£ O O1 pAOI E
another® | AOE xEEAE EO OI EEAI U OI AAOOA Al 1 EOOEI
gpppth OAfiflatichli.. orGa&td thehosgin, sponsoship or approval of his or her goods
1 OY OAOOEAAO 88 8&1155@)(1)M). ITeEZA800 orfod Ddkédstd the
AREET EOQOET T 1 £ ERO AR I b B MdAhdE t, TNU.S.G.1127. That
AAEET EGEIT bDPOI OEAAO ET PAOO OEAO OA 1 AOE OEAIT AA
services when it is used or displayed in the sale or advertising of services and the services
AOA OAT AAOAA EIT Asiizr2io0rAcdus doung that theSphaidtiff dailed to
OEIl x OEAO OEA AAEAT AAT O 1 AAA As na@OnkhinBHat AT I 1T AOAAS
definition.

[15] At the outset, we note two significant aspects of our holding i1z800, which
distinguish it from the present case. A key element of our coust decision in1z800 was that
under the plaintiff@ allegations, the defendant did not use, repduce, or display the
plaintiff @ mark at all. The search term that was alleged to trigger the pepp ad was the
plainti ff& website address. ZB0OO noted, notwithstanding the similarities between the
website address and the mark, that the website address was not used or claimed by the
plaintiff as a trademark. Thus, the transetions alleged to be infringing were not transations
involving use of the plaintiff® trademark. Id. at 408z09.2 17800 suggested in dictum that is
highly relevant to our case that had the defendant used the plaint@ trademark as the
trigger to pop-up an advertisement, such conduct might, dependingnoother elements, have
been actimable. 414 F.3d at 409 & n. 11.

[16] Second, as an alternate basis for its decisiohg800 explained why the defendant®
program, which might randomly trigger pop-up advertisements upon a searchds input of
the plaintiff® x AAOEOA AAAOAOOh AERI ADDAMRI 1 OOBLODERAT AA OBIOA
Id. at 408209. In explaining whythe plaintifﬁl') i A O E xAO T (e} GOOA A 1TO0 AEODPI AU/

could not request or purchase keywords to trigger their adsld. at 409, 412. Even if an
advertiser wanted to display its advertisement to a searcher using the plainti#f trademark

2 The Appertix to this opinion discusses the applicabiltyof  p ¢ x 6 0 AAAZET EQET 1 1T £
ET Aii 1l AOAAd O OAAOGEITO 1T &£ OEA , ATEAT 1 AO DOl OAOEA

3 We did not imply in 1z800 that a website can never be a trademark. In fact, the
opposite is true. SeeTrademark Manual of Examining Procedures §209.03(m) (5th ed.
cmmxq jO! [ AOE Aii DOEOAA T &£ AT )1 OhOdddd AT 1 AET 1A
OAOOEAA 1 AOCE 1110 EZA EO A&£O01 AOET T O AO sdeialscEAAT OEEAEAO
Two Pesos, In v. Taco Cabana, In&p5 U.S. 763, 768, 112 S.Ct. 2753, 120 L.Ed.2d 615
(1992) (Section 43(a) of the Lanham Act protects unregtered trademarks as long as the
mark could qualify for registration under the Lanham Act.); Thompson Med. Co., Inc. v. Pfize
Inc., 753 F.2d 208, 215¢ p¢@ j ¢A #EO8 pwyuq | OAi Agqs 4EA NOAOOEITI
website address was an unregistered trademark was never properly before thiz800 court
because the plaintiff did not claim that it used its website address as a trachark.

9
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as a search term, the defendaft program did not offer this possibility. In fact, the defendant

OAEA sAT DOAEOEA DPOI POEAOAOU A1 1 OAT OO0 1 matEOOY AEOAA
409. In addition to not selling trademarks of others to its customers to trigger these adhe

ARZEAT AAT O AEA 11 06 O OEAOxteladd adveitisetnenOvillpGphip x EEAE AAOA
ET OAODPITOA O AT U DPAOOGEAOI Adoat f1A GtieQisplay of HEA ET OAOT A
particular advertisement was controlled by the category associated witithe website or

keyword, rather than the website or keyword itself. The defendar® program relied upon

AAOACT OEAAT AOOI AEAOGEIT 1 O -@pGdrEndon® franfalpradefhddOA 6 O1T OAIT /
list of ads appropriate to that caegory. To the extent tha an advertisement for a competitor

of the plaintiff was displayed when a user opened the plaintifs website, the trigger to

display the ad was not based on the defendatsale or recommendtion of a particular

trademark.

[17] The present case contrasts starkly with those important aspects of th#z800

decision. First, in contrast to1z800, where we emphasized that the defendant made no use

whatsoever of the plaintiff® trademark, here what Google is recamending and selling to is

advertisers is Rescuecor® trademark. Second, in contrast with the facts dfz800 where the

AAEAT AAT 6 AEA 110 OOOA 1O AEOPI AUhs 1 OAE 1 AOGO OA]

advertisers, here Google displays, offers, and sells Rescue@mark to Gogle® advertising

customers when selling its advertising services. In addition, Google encourages the purchase

of Rescuecor® mark through its Keyword Suggestion Tool. Googee utilization of

Rescuecon® mark fits literally within the terms specified by 15 U.S.C§1127. According to

the Complaint, Google uses and sells Rescueddbm | AOE OET OEA &AI A 888 1.

AAOAOOEOET ¢y OAOOEAAG1®B8 OAT AAOAA ET Al ii AOAAS8O
[18] Google, supported by amici, argues thatz800 suggeststhat the inclusion of a

trademark in an internal computer directory cannot constitute trademark use. Several

district court decisions in this Circuit appear to have reached this congsion. See e.g., S & L

Vitamins, Inc. v. Australian Gold, In&21 F.Sypp.2d 188, 19%202 (E.D.N.Y.2007) (holding

that use of a trademark in metadata did not constitute trademark use within the meaning of

OEA , ATEAI ' A0 AAAAOOA OEA OOA OEO OOOEAOI U EIT OAOI

Merck & Co., Inc. v. Mediplare&édth Consulting, Inc425 F.Supp.2d 402, 415 (S.D.N.Y.2006)

(holding that the internal use of a keyword to trigger advertisements did not qualify as

trademark use). This overreads the 17800 decision. First, regardless of whether Googie

use of Rescueam® mark in its internal search algorithm could constitute an actionable

trademark use, Googl& recommendation and sale of Rescuecdmmark to its advertising

customers are not internal uses. Furthermore1z800did not imply that use of a trademark in

a ftware program@ internal directory precludes a finding of trademark use. Rather,

influenced by the fact that the defendant was not using the plainti trademark at all, much

less using it as the basis of a commercial transaction, the coudsarted that the particular

use before it did not constitute a use in commercesee 800,414 F.3d at 40912. We did

not imply in 1z800 that an alleged infringe® use of a trademark in an internal software

program insulates the alleged infringer from a charge of finingement, no matter how likely

the use is to cause confusion in the marketplace. If we were to adopt Google and its a@ici

argument, the operators of search engines would be free to use trademarks in ways designed

to deceive and cause consumer confusidnThis is surely neither within the intention nor the

letter of the Lanham Act.

+&1 0 Ag@Ai Pl Ah ET OOAAA 1T £ EAOET ¢ ArtisddebtAOAOA OODIT |
OAAOET T h OAAOAE AT GCETAO AiIOI A AllTx AAOAOOEOAOO OI
10
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[19] Google and its amici contend further that its use of the Rescuecom teadark is no
AEEEAOAT O &£O01 I OEAO T £ A OADAEVOODT AADT ¥ k1 1 DAAOADA
benefit from a competitorsdname recognition. An example of product placement occurs
when a storebrand generic product is placed next to a trademarked product to induce a
customer who specifically sought out the traémarked product to consider the typically less
expensive, generic brand as an alteative. See £800, 414 F.3d at 411. Googi® argument
misses the point. From the fact that proper, nowleceptive product placement does not
result in liability under the Lanham ActEO AT AO 110 A 111 x OEAO OEA 1 AAAI
is a magic shield against liability, so that even a deceptive plan of product placement
designed to confuse consumers would similarly escape liability. It is not by reason of
absence of a use of a marik commerce that benign product placement escapes liability; it
escapes liability because it is a benign practice which does not cause a likelihood of
consumer confusion. In contrast, if a retail seller were to be paid by an dffand purveyor to
arrange product display and delivery in such a way that customers seeking to purchase a
famous brand would receive the offbrand, believing they had gotten the brand they were
seeking, we see no reason to believe the practice would escape liability merely because i
AT 601 A Al AEiI OEA T ATOIA T &£ OPOI AOAO DPiI AAAT A1 686 4 E£
Complaint, which at this stage we must accept as true, are significantly different from benign
product placement that does not violate the Act.

[20] Unlike the practices discussed irz800,the practices here attributed to Google by
Rescuecon® complaint are that Google has made use in commerce of RescueGmark.
Needless to say, a defendant must do more than use anotemark in commerceto violate
OEA , ATEAI 1 AO8 4EA CEOO T &# A ,ATEAI 'AO OEITI1 AOQETI
cause confusion, or to cause mistake, or to deceive as to the affiliation, ... or as to the origin,
sponsorship, or approval of ... goods [or] servic@ &6éel5 U.S.C§ 1125(a); Estee Lauder Inc.

v. The Gap, Inc108 F.3d 1503, 150809 (2d Cir. 1997). We have no idea whether Rescuecom
can prove that Googl& use of Rescuecof trademark in its AdWords program causes
likelihood of confusion or mistake. Rescuecom has alleged that it does, in that woulsk
purchasers (or explorers) of its services who search for its website on Google are
misleadingly directed to the ads and websites of its competitors in a manner which leads
them to believe mistakenly tha these ads or websites are sponsored by, or affiliated with
Rescuecom. This is particularly so, Rescuecom alleges, when the adverfistink appears in

a horizontal band at the top of the list of search results in a manner which makes it appear to
be themost relevant search result and not an advertiement. What Rescuecom alleges is that
by the manner of Googl& display of spmsored links of competing brands in response to a
search for Rescueco® brand name (which fails adequately to identify the sponsed link as

an advertisement, rather than a relevant search result), Google creates a likelihood of
consumer confision as to trademarks. If the searcher sees a different brand name as the top
AT OOU ET OAOPI T OA OI OEA OAAlRelE beitvOmisiekehipAOAAT I ho Ol
that the different name which appears is affiliated with the brand name sought in the search
and will not suspect, because the fact is not adequately signaled by @e@® presentation,
that this is not the most relevant respoise to the search. Whether Googleactual practice is

1 EOO0 AAOGAA 11T A OOAO Al 6AdQiioglitthadvwolldbd Aighpi 05 O OOAAAI
likely to cause consumer confusion. Alternatively, sellers of products or services could pay to
have the operators of search engines automatically divert users to their website when the
OOAOO AT OAO A ehdrkiap & e&rdiién®d.&Bach édauAchis surely not beyond
judicial review merely because it is engineered through the internal workings of a computer
program.
11
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in fact benign or confusing is not for us to judge at this time. We consider at the 12(b)(6)
stage only what is alleged in the Complaint.

[21] We conclude that the district cout was mistaken in believing that our precedent in
1z800requires dismissal.

CONCLUSION

[22] The judgment of the district court is vacated and the case is remanded for further
proceedings.
APPENDIX
/T OEA -AATET C AAME GIORBARIOCEAINIAO A sAT A yx 1T &£ OEA |
[23] In 1800 Contacts, Inc. v. WhenU.Com, 14&4 F.3d 400 (2dCir. 2rt 1 v Q28906 Qh
our court followed the reasoning of two district court opinions from other circuits, UzHaul
Intd, Inc. v. WhenU.com, In@79 F.Supp.2d 723 (E.D.Va.2003) and/ells Fargo & Co., V.
WhenU.com, Inc293 F.Supp.2d 734 (E.D.Mich.2003), which dismissed suits on virtually
identical claims against the same defendant. Those two district courts ruled thahe
defendant® conduct was not actionable under 32 & 43(a) of the Lanham Act, 15 U.S.C.
881114 & 1125(a), even assuming that conduct caused likelihood of trademark confusion,
AAAAOOA OEA AAEAT AAT O EAA 11 0 I Bhkk withdBeOA ET AT T 1 A
definition of that phrase set forth in §45 of the Lanham Act, 15 U.S.€1127. In quoting
definitional language of§ 1127 that is crucial to their holdings, howeverUzHaul and Wells
Fargo overlooked and omitted portions of the statutory text which make clear that the
definition provided in § 1127 was not intended by Congress to apply in the manner that the
dedsions assumed.

[24] Our court® ruling in 17800 that the Plaintiff had failed to plead a viable claim
under 881114 & 1125(a) was justified by numerous good reasons and was undoubtedly the
correct result. In addition to the questionable ground derived from the district court
opinions, which had overlooked key statutory text, our cou opinion cited other higly
persuasive reasons for dismissing the action among them that the plaintiff did not claim a
trademark in the term that served as the basis for the claim of infringement; nor did the
defendant® actions cause any likelihood of confusion, as is crucial fsuch a claim.

[25] We proceed to explain how the district courts inUzHaul and Wells Fargoadopted
reasoning which overlooked crucial statutory text that was incompatible with their ultimate
AT 1T Al OOET 188

[Deleted here is the com@® 1 AT CO i £ OEA EEOOI OU

C'
>
m
O
)>
O
O

Aiii AOAAs ET OEA | Al EAI ! AO Al Aﬁ EI§11o7/E00EAOI AOh |
AAEET EOGEIT 1T &£ OOOGA ET Ai i1 AOAAG
The Interpretation of §1127® $AZET EOQET T 1 & é A ElAlegedi | AOAA & x
Infringers

[26] In light of the preceding discussion, how should courts today interpret the
AREET EOETT 1 &£ OOOA ET Al i8L1870 With drespbck © acBIoOOE ET  pu

infringement prescribed by 81114 and 1125(a)? The foregoing review of the eslution of
the Act seems to us to make clear that Congress did not intend that thisfiddtion apply to
the sections of the Lanham Act which define infringing conduct. The definition was rather

51T OEEO AEOADOOOEITh All EOAOAOQGEITO 1 £ OEA DPEOAO!
iT£ A 1101 j AACAOBAQhETA AGAGA | 001 G&XFAOAET] ODICIAIAA EAASG Q
Al i 1T AOAA6ogqh AOA ET OAT AAA xEOEI 6O AEOOET AOGEIT AO EIC
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intended to apply to the ®ctions which used the phrase in prescribing eligibility for
registration and for the Act® protections. However, Cogress does not enact intentions. It
enacts statutes. And the process of enacting lshition is of such complexity that
understandably the words of statutes do not always conform perfectly to the motivating
intentions. This can create for courts difficult problems of interpretation. Because pertinent
amendments were passed in 1962 and in 1988, and because the 1988 amendment did not
change thepre-existing parts of the definition in § 1127, but merely added a sentence, it
seems useful to approach the question of the current meaning in two steps. First, what did
this definition mean between 1962 and 1988 prior to the 1988 amendment? Then, how
was the meaning changed by the 1988 amendment?

[27] Between 1962 and 1988, notwithstanding the likelihood shown by the lgislative
history that Congressintendedthe definition to apply only to registration and qualification
for benefits and not to infringement, a court addressing the issue nonetheless would
probably have concluded that the section applied to alleged infringement, as well. Section
ppcx OOAOAO OEAO EOO AAAmYy & Oarlylappardnbfidin the OO1T 1 AOO OE
Al 1 OAgbsse /1T A xeEil AT T OEAAOAA OEA NOAOOETIT AO OEA
Congress would have provided this restitive definition for acts of trademark infringement
with the consequence that decptive and confusing uses of anothé& mark with respect to
goods would escape liabity if the conduct did not include the placement of the mark on
goods or their cantainers, displays, or sale documents, and with respect to services if the
conduct did not include the use or display of the mark in the sal or advertising of the
services. It is easy to imagine perniciously confusing conduct involving anott®mark which
does not involve placement of the mark in the manner specified in the definition.
Nonetheless, in spite of those doubts, one could nothdv OAEA EO x Aedtfréndl AET 1 U ADPD.
OEA Al 1 OAp0O6 OEAO OET OA OAOOOEAdrhdgenédt. ABIA 110 ADPDI L
probability, therefore, a court construing the provision between 1962 and 1988 would have
concluded that in order to be actiomble under 81114 or 1125(a) the allegedly infringing
conduct needed to include placement of the mark in the manner specified in the definition of
OO0O0A ET AlglieAOAAS EI
[28] The next question is how the meaning of th€ 1127 definition was changed by the
1988 amendment, which, as noted, left the preexisting language about placement of the
i AOE O1 AEAT CAAR AOO AAAAA A DPOET O OAT OAT AA OANOEOE]
fide use in the ordinary course of trade, and ® | AAA [ AOAT U OI OAOGAOOA A OEC
7EEIA EO EO OPI AETT U APPAOAT O &EOI I OEA Ail1 OAgOs OE/
apply to statutory sections defining infringing conduct, the question remains whether the
addition of this new senterce changed the meaning of the second sentence of the definition
without changing its words.

[29] We see at least two possible answers to the question, neither of which is entirely
satisfactory. One interpretation would be that, byadding the new first seitence, Congress
changed the meaning of the second sentence of the definition to conform to the new first
sentence, without altering the words. The language of the definition, which, prior to the
addition of the new first sentence,would have been construed to apply both to sections
defining infringement, and to sections specifying eligibility for registration, would change its
meaning, despite the absence of any change in its words, so that the entire definition now no
longer applied to the sections defining infringement. Change of meaning without change of
words is obviously problematic.

[30] The alternative solution would be to interpret the two sentences of the statutory
definition as of different scope.The second sentence of the definition, which survived the

13
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1988 amendment unchanged, would retain its prior meaning and continue to apply as before

the amendment to sections defining infringement, as well as to sections relating to a mark

owner eligibility for registration and for enjoyment of the protections of the Act. The new

first sentence, which plainly was not intended to apply to infringements, would apply only to

sections in the latter category those relating to an owne eligibility to register its mark

and enjoy the Ac protection. Under this interpretation, liability for infringement under

881114 and 1125(a) would continue, as before 1988, to require a showing of the infring@r

placement of anothe® mark in the manner specified in the secah sentence of the§ 1127

AAZET EQET 18 )OO x1T 01 A 110 OANOEOA dnafdelsedii ¢ OEAO
OEA 1 AOE ET OEA 1 OAET AOU Al OOOA 1T &£ OGOAAAR AT A 11
the other hand, eligibility of mark owners fa registration and for the protections of the Act

would depend on their showing compliance with the requirements of both sentences of the

definition.

[31] We recognize that neither of the two available solutions is altogether satactory.
Each has advantages and disadvantages. At least for this Circuit, especially given our gtior
800 precedent, which applied the second sentence of the deiffion to infringement, the
latter solution, according a different scope of application tothe two sentences of the
definition, seems to be preferablé.

[32] The judges of thelz800 panel have read this Appendix and have authzed us to
state that they agree with it. At the same time we note that the discussion in thigopendix
does not affect the result of this case. We assumed in the body of the opinion, in accordance
with the holding of 1z800, that the requirements of the second sentence of the definition of
OOO0A ET Al §112% &ppl &o irfringing conduct and found that such use in
commerce was adequately pleaded. The disssion in this Appendix is therefore dictum and
not a binding opinion of the court. It would be helpful for Congress to study and clear up this
ambiguity.

Questions and Comments

1. ThetamastA OOOOI 01 AET ¢ OEA NOAOOEIT 1 &£ OEA [ AATETC
applied to the defendan® conduct, particularly in the search engine context, appears now to
have ended. InNetwork Automation Inc. v. Advanced Systems Concepts B&8 F.3d 1137
(9th Cir. 2011), the plaintiff sought a declaration of nofinfringement for its purchase of
search engine keywords, among them the defendaBttrademark, that triggered sponsored
links advertising the plaintiff& services. The Ninth Circuit devoted one shortapagraph to
OEA EOOOA 1T &£ OOOA ET AT 11 AOAMebtworldAutordaiiohcoktA Al AOAOT OU
OEi PI U EAI Agq O7A 11 x ACOAA xEOE OEA 3AATTA #EOAOQEC
under the Lanham ActSee Rescuecom Corp. v. Google B&2 F.8l 123, 127 (2dCir. 2009)
(holding that Googl®® OAT A T £ OOAAAI AOCEO AO OAAOAE AT GCET A EAU>
Id. at 1145.

2. Defendant® 5 OA OET #111AAOEIT xEOE OEA 3A1IA8I £ Al U

We now turn to what has proven to be a far more sigficant threshold requirement for
Il EAAEI EOU ET 5838 OOAAAI AOE 1 Axh T £Z0AT AAI 1T AA OEA
requirement that, to be found liable, the defendant must make a use of the plain@&fmark

6 We express no view which of the alternative available solutions would seem
preferable if our Circuit had not previously applied the second sentence to sections of the Act
defining infringement.
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OET AT 11T AAOQGEIT ABOET IOEAT OAAAGAGEOOOIEC T £ AT U CiiTAO
Act832(1)(a), 15US.C8pppT1i pQETAQAT TIOADOET T xEOE AT U CiTAO 10 C
Act§43(a)(1), 15 U.S.C8 1125(a)(1).

As the following opinion explains, previous courts had expandedetA OAAAE 1 £ OEA OEI
AT TTAAGEI 1T xEOE OEA OAlI A6 OANOGEOAI AT O ET 1 OAAOh EO
the right result> x EEAE ET O1T 1 OAA AT ET ET ET ¢ AAmPAdpA#l 060 ODPAAAE
Ethical Treatment of Animals, Inc. v. Doughne363 F3d 359 (4th Cir. 2001), the defendant
I xT AA A xEAA OAOEAOU 1 &£ Ai i AET 1 AT AOGh ETAI OAET C 1 A
(A OACEOOAOAA DPAOA8B8T O¢C AT A AOAAOGAA A xAAOEOA AT OEC
organization People for the Ethical Tratment of Animals sued for trademark infringement.
AEA AAEAT AAT O Al AETAA 11 OOA 1T &£ OEA 1 AOE OET AITTTA,
because he sold no goods or services on his website. The Fourth Circuit found such a
connection because the d&1T AAT 06 0 OOA ET OAOZEAOAA xEOE ET OAOT AO
0%4!1 860 WKAAABPOA®HUL S8 &OOOEAOI T OAh OEA AAEAT AAT 680 xA
AT T 1T AOAEAT T PAOAOGET T O I 1&mB66EkeClsCHIahn&dPar&rithdod OAOOEAA O8 «
Federation & America, Inc. v. BuccNo. 97 Civ. 0629, 1997 WL 133313 (S.D.N.Y. 1997), aff'd
without opinion, 152 F.3d 920 (2d Cir. 1998) (reasoning similarly with respect to
ARAEAT AAT 080 AT 1T AET 1 Al AlJedsi FArlJésds A EBfoGslg3 @ BSudp A8 AT 1 QN
282, 46 U.S.P.Q.2d 1652 (D.N.J. 1998), judgment aff'd, 159 F.3d 1351 (3d Cir. 1998)
i OAAOGI T ET ¢ OEI EI AOI U xEOE OAOBPAAO O1 AAZEAT AAT 060 A
for-jesus.org).

Radiance Foundation, Inc. v. National Association for the Advanceme@otdred People
786 F.3d 316 (4th Cir. 2015), finally presented circumstances that forced a retreat from this
previous case law.

Radiance Foundation, Inc. v.National Association for the Advancement of Colored People
786 F.3d 316 (4th Cir. 2015)

WILKINSON, Circuit Judge:

[114EA 2AAEAT AA &1 O1 AAGET T DOAI EOEAA AT AOOGEAIT A 1
1 OOT AEAOGEIT A& O OEA ' ATOOEIT 1 &£ #8& btdné@foA O0AT P1 Ao C
abortion. In response to a ceasand-desist letter from the NAACP, Radiance sought a
declaratory judgment that it had not infringed any NAACP trademarks. The NAACP then filed
counterclaims alleging trademark infringement and dilution.

[2] The Lanham Act protects against consumer confusion about the source or
sponsorship of goods or services. Persons may not misappropriate trademarks to the
detriment of consumers or of the marks themselves. However, the Agtreachis not
unlimited. To find Lanham Act violations under these facts risks a different form of
infringement? that of Radianc& expressive right to comment on social issues under the
First Amendment. Courts have taken care to avoid Lanham Act interpretationthat
gratuitously court grave constitutional concerns, and we shall do so here. We hold that
Radiance is not liable for trademark infringement or dilution of defendar® marks by
tarnishment. We vacate the injunction against Radiance entered by the districourt and
remand with instructions that defendant® counterclaims likewise be dismissed.

l.
[3] The National Association for the Advancement of Colored People, better known by
EOO AAOT T Udthiskountty@® 0 661 AAOO AT A 1 AOCAORadidEeOETI OEGCEOO
Found., Inc. v. NAACPS F.Supp.3d 865, 872 (E.D.Va.2014), and one that holds a place of
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EIT1T O EI 1060 EEOOI OU8 )OO AEAIPEIT O ObitaiOEAAI h AAODZ
AEOEUAT 66 xEEI A x1 OEET ¢ OI AIEIi ET AOGA OAAEAT AT A 160
States.Id. Since its formation, it has pursued these objectives not only through litigation but
also through community outreach, informational services, and ducational activities on
issues of significance to the African American communitysee idThe NAACP owns several
OOAAAI AOCEOR AiTTc¢c OEAI O.!'1#006 j ZAARAOAI T U OAGCEOOAO
I AOAT AAT AT O T &£ #1171 OAA 0AT Pl A8o

[4] The Radiance Foundation, established by Ryan Bomberger, is also a 4poofit
organization focused on educating and influencing the public about issues impacting the
African American community. Radiance addresses sotiasues from a Christian perspective.
It uses as its platform two websites, TheRadianceFoundation.org and TooManyAborted.com,
where it posts articles on topics such as race relations, diversity, fatherlessness, and the
impact of abortion on the black community. Id. at 873. Radiance also runs a billboard
campaign for TooManyAborted.com; individuals may sponsor these billboards, licensing the
artwork from Radiance. In addition to its billboard campaign, Radiance funds its endeavors
through donations from visE 01T 00 01 EOO xAAOEOAOh xEEAE AOA EAAEI E
the webpages that link to a PayPal site.

[5] In January 2013, Bomberger authored an article criticizing the NAA@Pannual
Image AWDAORh AT OEOI AA O. 11 #0d . AOGETTAI ! OO1 AEAGEIT T A
The piece lambasted the NAACP for sponsoring an awards event to recognize Hollywood
figures and products that Radiance alleged defied Christian values and perpetuated racist
stereotypes. The article then criticized other of the NAAG® public stances and actions. It
particularly targeted the NAACK ties to Planned Parenthood and its position on abortion.
Though the NAACP has often claimed to be neutral on abortion, Radiance mtains that the
NAACHS actions actually demonstrate support for the practice.

[6] The article appeared on three websites: the two owned by Radiance
TheRadianceFoundation.com and TooManyAborted.camand a third-party site called
LifeNews.com. Though the text of the article was identical across the sites, the headlines and
presentation varied slightly. On TheRadianceFoundation.com, directly below the headline

was an image of a TooManyAborted billboard ® OE OEA EAAAI ET A O. ! 1 #0qd .
1 00T AEAOBEIT 1 i lNe) OEA I AT OOGEIT 1 T£ #1117 OAA 0AT DI £
477 -AT U AT OOAABAT I OEOA bPi OOAA OEA EAAAI ET A O4EA /
#1171 OAA 0AT PI A6 xEOE A COADEERO AGH )iex) | A 28 .ORA ATid 1

by the modified NAACP name. Adjacent to the article on both pages was an orange button
xEQE O#,)#+ (%X%%) 4% " )&% 4. %4 (% 2! $)! . #% &/ 5. $! 4)
AOT OT A OEA xT OA O$/ .! 4%806 &E Ipdty kitd, the NAACE EA. Ax O8AT | |
Scales of Justice appeared as a graphic underneath the headline.

[7] The NAACP sent Radiance a ceamed-desist letter on January 28, 2013, after a
"TTCcl A Al AOO ik Gneditiied thelLifeNéws.6ot arficke. Radiance thereupon
brought a declaratory action seeking a ruling that it had not infringed or diluted any of the
NAACKs marks and that its use of the marks, or similar ones, was protected under the First
Amendment. The NAACP counterclaimed for trademark infringement under 15 U.S.C.
881114(1) and 1125(a) and Virginia state law, and trademark dilution under 15 U.S.C.
§1125(c).

[8] After a bench trial, the distrid court found for the NAACP on all counterclaims and
AAT EAA AAAI AOAOI OU OAIT EAZE O1 2AAEAT AA8 ) O
AT TTAAGEI1T xEOE6 CiTAO AT A OAOOGEAAO AT A O

m
> m
O
m
O
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Association for the Advancement of doi OAA 0AT Bl A6 1 AOEOh 10 A AT 11T OAAI
a likelihood of confusion among consumersfkadiance Found25 F.Supp.3d at 87879.
8
~ [994EA AEOOOEAO Ai 00O EOOOAdanp us®ByRadiancklioD E
@lational Association for the Abortion of Colored Peopfethat creates a likelihood of
Al 1 £AOOEI | Id.@t 982E Ho®eavet, lit IdeXlined to award any damages or attornéy
fees, as it found the NAACP had failed to makeetbase that they were warrantedld. at 899z
901.
[10]2 AAEAT AA 11 x ADPPAAI 088
Il.
8
B.

[11] The first element of trademark infringement atissueE O 8 xEAOE®&WBe 2 AAEAT AA

of the NAACBD | AOEO xAO OET Ai1T1AAOGEIT xEOE OEA OAIlI Ah 1
AAOAOOGEOGET ¢ T &£ AT U CI i8A04(1)(d@ st aBOEFIA26@8)E) puv 5838#38

i OANOGEOET ¢ 1 AOE AA OORARI ABI 1 A OCRDDEERDIQBOBEAT U! | #(
CEOA OEEO OANOEOAI AT O A OAOI AA Ai T OOOOAOGEIThe AOO ¢
a wide array of noncommercial expressive and charitable activities. Such an interpretation

would push the Lanham Act @dse against a First Amendment wall, which is incompatible

with the statute® purpose and stretches the text beyond its breaking point. We decline to

reach so far.

—_
m
(@}
—_
b1
O
m

[12] At least five of our sister cicuits have interpreted this element as protecting from
liability all noncommercial uses of marksFarah v. Esquire Magazing36 F.3d 528, 541 (D.C.
Cir. 2013); Utah Lighthouse Ministry v. Found. for Apologetic Info. & Reseds@f, F.3d 1045,
1052754 (10th Cir. 2008); Bosley Med. Inst., Inc. v. Kreméf3 F.3d 672, 67§77 (9th Cir.
2005); Taubman Co. v. Webfeat319 F.3d 770, 774 (6th Cir. 2003)Porous Media Corp. v. Pall
Corp.,173 F.3d 1109, 1120 (8th Cir. 1999)But see United We Stand Am., Inc. nited We
Stand, Am. New York, 1nd28 F.3d 86, 8290 (2d Cir. 1997) We have not taken a position on

xEAOEAO OET Ai 11 AAGEI 1T xEOES& CI 1 AQampaeloAOOEAAO EIT A
Falwell, 420 F.3d 309, 31314 (4th Cir. 2005).

[13]1 6 OEA OAOU 1 AAOOh OAAAET ¢ OEA OET AiI1T1TAAOQEI1
T£ TTTATT 1T AOAEAT OPAAAE x1 Ol A A A& rdath thatiwGukiOA BOAT OET T ¢
OET OOOAA 11 &E OOCORwerk A Gritrialdi 876 F.20 A94 (oA Bddir. 1989);
seealso Taubmagpw &8cA AO xxt1 | OOAOEI ¢ OEAO OEA O, AT EAI
ITTU OAcOl AGAOG AT i1 AOAEAT OPAAAEGS G#ifringgmerE O OOOA OEA

provisions explicitty mentions commerciality. Lamparello, 420 F.3d at 314. Still, this
provision must mean something more than that the mark is being used in commerce in the
constitutional sense, because the infringement provisions i8 1114(1)(a) and § 1125(a)(1)
include a separate Commerce Clause hoolBosley,403 F.3d at 677;Int® Bancorp, LLC v.
Societe des Bains de Mer et du Cercle des Estrangers a M@2&6.,.3d 359, 36364 (4th Cir.
2003); United We Stand]28 F.3d at 9293.

[14] Although this case does not require us to hold that the commercial speech doctrine

EO ET All OAOPAAOO OUTTITUITOO xEOE OEA OET ATT1AAO
DOl OEAAO I OAE OEA AAOO COERARART EAROCRPPI WEDEO OBRAT A
AAAO OAAAO OAOU | OAE TEEA A AAOGAOEDPOEIT 1T A& AEAEAA

connection with the sale, offering for sale, distributionpr advertising of any goods or
OAOOEAA O 8b11461)(a) EBpBais @lded)
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[15)50A T &£ A DpOI OAAOGAA 1 AOE AO PAOO T £ OOPAAAE OE
AT i i AOAEAT OOAT OAAOET T 06 OEOO G&breadBUnited)StaBAV.1 O x EOQEET
United Foods, Inc533 U.S. 405, 409 (2001). Courts also look to the factors outlined Bolger
v. Youngs Drug Products Corpi63 U.S. 60, 6867 (1983): whether the speech is an
advertisement; whether the speech references a particular good or service; and whether the
speaker (the alleged infringer) has a demonstrated economic motivation for his speech.

Greater Balt. Ctr. for Pregnancy Concerns, Inc. v. Mayor of Bai,F.3d 264, 285 (4thCir.
2013) (en banc). These are not exclusive factors, and the presence or absence of@rtirem
does not necessitate a particular result.

[16] In the context of trademark infringement, the Aok purpose 8 is to protect
consumers from misleading uses of marks by competitors. Thus if itné context of a sale,
distribution, or advertisement, a mark is used as a source identifier, we can confidently state

OEAO OEA OOA EO OEI AiiT1AAOGEI1T xEOE6 OEA AAOEOEOU
noncommerciality as an invariable defenseto laE Ai ! AO 1 EAAE]I EOQUh AT T AAAAA (
AAAOI O EO OEAO OEA EI £ZOET CAO OOO0r AAY OEA -AOE 110 A
A O OOAA EnkliVeBEMAOHO &80A AO w¢8 4EA AATCAO 1T &£ A
ATTTAAOGET T xE @ékadn spekch oA poldicalGahd s@ial issues through some

strained or tangential association with a commercial or transactional activity should thus be
evident. Courts have uniformly understood that imposing liability under the Lanham Act for
such speechs rife with the First Amendment problems.

[177&ET AT T UR ET 1 OAAO O1 AAOAOIETA xEAOEAO OEA 00,
services, we must consider what qualifies as a good or service. The Lamh@ct does not
directly define either term, but we can deduce their meaning from other defined terms and
AiiiiTi OOCAcCAs ! Ocii Ao EO AAOCO O1 AAOOGOIT A AO A OAI
that the consumer may herself employSeel5 U.S.C§ 1127 (noting that a mark may be used
in commerce in relation to a good when placed on a good, its container, its tag, or its
associated documents); Blad® , Ax $EAOEI T AOU ynw jpnOE AA8¢mnptQq
Or OYEET CO OEAO EAOA OAiAGdnice is & AotetahdaphdddAdorgepid 1 A 1T O T 1T O«
OAAT T Or ETCY AT ET OATCEAI A AiTiiTTAEOU EIT OEA & Of 1/
A A OE A A 8 baw Dictidnark 1576. Because Congress intended the Lanham Act to protect
consumers from confusion in the marképlace, it is probable that the Act is meant to cover a
xEAA OATCA 1T &£ PpOI AODAOOh Se&cValdfHAbitedRdtebziz®q 1k 0 OOAOOEA/
zh pouv 38#08 prnxth pmnyc &jusagepaocards jwith/ itd didiondnOET Uh A x T
definition. In law as in life, however, the same words, placed in different contexts, sometimes
i AAT AEAEAOAT O OEET ¢c0O86(Q8

[18] It is clear, therefore, that despite the need to reconcile the reach of the Lanham Act
witE &EOOO ! AT Ai AT O OA1I OAOh OCITAO 1O OAOOGEAAOGG OA
AiTAAPO8 4EAO EO UAO AT T OEAO OAAOGIT xEU OEA OET AI
real nexus with goods or services if the Act is not to fatally collide with First Aemdment
principles.

8
A.
[19] In finding that Radiancé use of the NAAC® | AOEO xAO OET Ai 11 AAQEIT I
goods or services, the district court erred in several respects. To begin, the court tiehat
AAAAOOA OEA 2AAEAT AR AOOEAI A APPAAOAA ET A '"ITT1TcClIA
0) 1 OAOT AO 0OOB& artixle & opppskdite he MAMA@ x AAOEOAORG xEEAE OEAC

created a connection to the NAAG® goods and servicesRadiance Foud., Inc. v. NAACR5
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F.Supp.3d 865, 884 (E.D.Va.2014). But typically the use of the mark has to be in connection

with the infringer 8 goods or services, not the trademark hold&. See Utah Lighthouse

Ministry v. Found. for Apologetic Info. & Researby F.3d 1045, 105354 (10th Cir. 2008)

i OOACETI ¢ OEAO OOEA AAZEAT AAT O ET A OOAAAI AOE EIT EOE
connection with the goods or services of a competing producer, not merely to make a

comment on the trademark owne® goods or senA A O 6 Q8

[20] If the general rule was that the use of the mark merely had to be in connection with
the trademark holder® goods or services, then even the most offhand mention of a
trademark holder& meODE AT O1 A b1 OAT OEAI 1T U OAOEOAU OEA OET Al
That interpretation would expand the requirement to the point that it would equal or
surpass the scope of the Lanham A& OET Ai i i AOAAS EOOEOAEAOEI T AI A
only make theEOOEOAEAOQET T Al A1 Ai AT O OOPAOA&EI OI 6Oh AOO «x
Ai1T1TAAOET 1T xEOE® OANOEOAI AT O OF ETTA |, AT EAI !
limits.

[21] In People for the EthicalTreatment of Animals v. Doughnewe stated that an
ET £#0ET1 CAO OT AAA 111U EAOA DPOAOGAT OAA OOADO AOITT 1 AO,
goods or services, or need only have connected the [infringing] website to oth@rgoods or
OAOOEAAOOGOLEDEOEBBAOGENDT OET AT 11 AAGEIT xEG@iko OANOEOAI A
2001). But that rule applies specifically where the infringer has used the trademark holdar
mark in adomain name. ldat 365766. Neither of Radianc& websites used an NAACP mark
in its domain name. Rather, Radiance used the NAAERarks only in the title and body of
an article criticizing the NAACP. Nothing irPETAindicates that the use of a mark in the
course of disseminating such an idea is on that account sufficient to eslish the requisite
relationship to goods or servicesPETAOET B1 U AT AO 110 ci 6A01T OEA APDPIE
ATT1TAAQGETT xEOE6 AT AT AT O ET OEEO AAOAS

[22] The district court proceeded to find that Radiace® use of the NAAC® marks was
also in connection with Radiancés goods or servicesRadiance Found25 F.Supp.3d at 882
85. But the cours analysis failed to demonstrate a sufficient nexus between the specific use
of the marks and the sale, offer fosale, distribution, or advertisement of any of the goods or
OAOOEAAO OEAO OEA AT OO0 ET OI EAA8 4EA AI OO0 EAEOOO £

Radianc&® 1 x1 ET &£ Oi AOCET T OAOOEAAOS6 AAAAOOA 2AAEAT AA
website. Id. at 884. That ruling, however, neuters the First Amendment. The provision of
i AOA OET &£ Oi AGETT OAOOEAAOGG xEOEI OO AT U AiTii AOAE!/

speechr nothing more.

[23] In the alternative, the court held that Radiancé& use of the NAACE® marks was in
AT TTAAOETT xEOE CIiTAO 10 OAOOEAAOR AAAAOOA OEA OO
AOEOEAEOI &£ O xEEAE OEAU OIlld BHeENBACR ledhdeOtd 1 O AT A OD
district court, arguing that the transactional nature of the billboard campaign and Radian@e
fundraising efforts place Radianc® OOA 1T £ OEA | AOEO OAIT | £ OO6AAT U xEO
OET AT 1T1TAAOQGEI T xEXE&24%6.A1 AT 08 | PPAI T AA
[24] We need not address this point with absolute pronouncements. Suffice it to say
that the specific use of the marks at issue here was too attenuated from the donation
solicitation and the billboard campaign to support Lanham Act liaility. Although present on
the article page, the Donate button was off to the side and did not itself use the NAGCP
marks in any way. The billboard campaign was displayed on a different page altogether. A
visitor likely would not perceive the use of theNAACKS marks in the article as being in
connection with those transactional components of the website. It is important not to lose
perspective. The article was just one piece of each Radiance web&teontent, which was
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comprised of articles, videos, ad multimedia advocacy materials. That the protected marks

appear somewhere in the content of a website that includes transactional components is not

AlTTTA AT1O6CE OI OAOGEO&EU OEA OET AiITTAAOGEIT xEOE6 Al
to an absoluterule that any social issues commentary with any transactional component in

the neighborhood enhanced the commentatds risk of Lanham Act liability.

25 4EA 30POAT A #1 OO0 EAO appdal ifolfindsOOievale aAEAOEOAAIT A
OAOEAOU 1T £ OPAARAAE ET OAOAOOO 888 OEAO WOARA xEOEET OE
Schaumburg v. Citizens for a Better Epw44 U.S. 620, 632 (1980). Such solicitation, the
#1 000 OOAOGAAKh BOOAIT ® Al OIOAGEBI rebrEE WelfadyB e
to tread cautiously when a trademark holder invokes the Lanham Act against an alleged ron
profit infringer whose use of the trademark holde® marks may be only tenuously related to
requests formoney. Again, this is not to say that in all instances a solicitation by a ngnofit
EO EIiiT OTA mO1TiT ,ATEAI 1'AO 1 EAAEI EOU8 ! Oil EAEOAOQEI
element if the trademark holder demonstrates a sufficient nexus between the unautrized
use of the protected mark and clear transactional activity. Such a nexus may be present, for
example, where the protected mark seems to denote the recipient of the donation. However,
where, as here, the solicitations are not closely related to the&pecific uses of the protected
i AOEOh xA AOA AT i PAITAA O1 Ai1TAI OAA OEAO OEA AEOO
ATTTAAGETT AT AI AT 0o xAO i Ads

8

Questions and Comments

1. The Difference in the Language of Lanham AE82 and §43(a). You will have
noticed that the two likelihood of confusion sections formulate the commercial use
requirement slightly differently. CompareLanham Act8§32(1)(a), 15 U.S.C§1114(1)(a)
i AOOAAT EOEET ¢ 1 EAAEI EOU A1 O Ofr Ayl U ®AMXIE TOKIET OEAI
connection with the sale, offering for sale, distribution, or advertising of any goods or
serviced in a manner that is confusing)to Lanham Act§43(a)(1), 15 U.S.C§1125(a)(1)
i AOOAAI EOEET C 1 EAAEI EOU A& O WWith &y goods & Bedvidds] xET h 11 |
IO ATU AT TOAETAO A O Ci1T AOE m@IOIA A manher thai is | AOAAG OEA
confusing). In practice, courts have read both statements of the commercial use requirement
to mean the same thing.

2.  The Commercial Use Beirement and Trademark Dilution We will address the
issue of trademark dilution below in Part 1I.C  Note for the moment that the antidilution
section of the Lanham Act§43(c), 15 U.S.C§1125(c), does not include language akin to
what we find in Larham Act 832 and 43(a). Under a previous, novabrogated version of
§t1o0j AQ j xEEAE OOAAAI AOE 1 AxUAOO OOAAEOQEITTAIT U OAZEA
$EI OOEIT 1 AG6 1T 0O 0&4%$!'06qgh Al O06G@enmedaAuse DEA DEOAOA
AT 11 AOA A temebdtithe EomBercial use requirement. SeeBosley Medical Institute,
yT Ag 08 +0AI AOh 1tmnmo &80A o¢oxch o¢ox¢ j wOE #EO8 ¢mnmuQ
§43(c)(1)] to be roughly analogous to the@ connection withdsale of goods and services
reqOEOAI AT O | £ OEA ET EOE1sg3kd), difechve Es0RCOBO6s2006,8 4 EA 1 Ax
xEEAE OOAAAI AOE 1 AxUAOO 1 £ZO0AT OAEAO O AO OEA O40A¢#
ET OOAAA OANOEOAOG OEAO OEA AAEAT AAARION i1 AAEMIB 60O Okv T A&
U.S.C81125(c)(1). Courts have read this language to require a showing of defendamt
commercial use akin to what is required unde& 32 and § 43(a). More precisely, courts have
read the new8t oj AqQ 6AdKA i A1 COACA elaintitdh Prove that thé E
defendant is using its accused designation as a trademaile.,as a designation of source for
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its own good or services.See, e.g., National Business Forms & Printing, Inc. v. Ford Motor Co

671 F.3d 526,536 (5th Cir. 201, j O7A ACOAA xEOE OEA AMKSDHDOEAO
Ford® marks (as the TDRA contemplates that term) in identifying or distinguishing its own

goods or services merely by reproducing them for customers as part of its commercial
DOET OEIT C). Ade@IEMABAEEE4:122. We will return to this issue below in Part

I.C

i 600

B. Confusion-Based Infringement

The overriding question in most federal trademark infringement litigation is a simple
one: is the defendan® trademark, because of its simildty to the plaintiff & trademark,
causing or likely to cause consumer confusion as to the source or sponsorship of the
defendant® goods? Each of the circuits requires that, in answering this question, the district
court conduct a multifactor analysis ofthe likelihood of consumer confusion according to the
factors set out by that circuit. As the Seventh Circuit has explained, the multifactor test
I DPAOAOGAOG OAO A EAOOEOOEA AAOGEAA O /Msawéa®@d ET AAOAOI
CBS Corp 385 F.3d 772, 778 (7th Cir. 2004). In Part I1.B.1, we will briefly review the
DAAOI EAO EEOOT OU 1T &£ OEA [ 01l OEEAAOT O OAOO ADPDOI AAE
question. InPart 11.B.2, we will focus on one recent and particularly rich applicaon of the
multifactor test in Virgin Enterprises Ltd. v. NawalB35 F.3d 141 (2d Cir. 2003).Part 11.B.3
will address the use of survey evidence in the LOC contexParts [1IB.4 through 111.B.7 will
AAAOAOGO OAOQET OO 11T ARG 1T MBI T OOOBBLERT T GEOLEEET BOAET 1A
OET EOEAT ET OAOAGIGGAGATATAOBEGHIN hOPATPED IBBANDAOOASG AT T A
return briefly to the Lanham Act 8 2(d) bar to registration of a mark that is confusingly
similar to a previously registered mark.

1. The History of the Confusion -Based Cause of Action for Trademark
Infringement

a. The Early-Twentieth Century Approach to the Likelihood of Consumer
Confusion

In the following opinion, Borden Ice Cream Co. v. Bord@Condensed Milk Go201 F
510 (7th Cir. 1912), the appeke Borden Condensed Milk Co. was the wekinown
manufacturer of, among other things, milk products under the trademarlBORDEN Appellee
did not, however, manufacture ice creamindeed, its corporate charter did not allow i to do
so. The appelbnt Borden Ice Cream Co. commenced use of tReRDENMark for ice creamz
after finding someone named Borden to join its application for a corporate charter in lllinois
Under current trademark law, this would be a clear case of tdlemark infringement. As you
will see, theBorden Ice Creamourt saw things differently at the time.

Borden Ice Cream Co. v. Borde® Condensed Milk Co.
201 F. 510 (7th Cir. 1912)

[1] This is an gpeal from an interlocutory order of injunction entered in the Dgtrict
Court, restraining the appellants@om the use of the nameBordendin the manufacture or
sale of ice cream and like articles, and the manufacture or sale of milk products in any of
their forms, without plainly and in written or printed form attached to all cartons of such
commodities, and upon all wagons or other vehicles used in the delivery of such
commodities, and on all letter heads and other statiwery going out to customers ando the
public, and in all places where the nameBorden® Ice Cream Compargmay hereafter
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appear in the transaction of any business by the defendants, advising purchasers and the
public in an unmistakable manner that the product of the defendants is nothat of the
complainant, Borden® Codensed Milk Companyd 8

[2] The word Bordendin the corporate name of the appellee was taken from the name
of Gail Borden, who founded the business in the year 185and since that time it has been
and is now a tradename of great value, identified almost universally with the business of
milk and milk products of the appellee and its predecessors. The tradeame Bordendor the
word @ordenSconstitutes one of theprincipal assets of the appellee, and is widely known
and identified with the good will and public favor enjoyed by it throughout the United States.

[3] On May 31, 1899, the appellee was incorporatieunder the laws of the state of New
Jersey, with broad corporate powers, and specifically authorized manufacture, sell and
otherwise deal in condensed, preserved and evaporated milk and all other manufactured
forms of milk; to produce, purchase and dk fresh milk, and all products of milk; to
manufacture, purchase and sell all food products; to raise, pthase and sell all garden, farm
and dairy products; to raise, purchase and sell, and otherwise deal in, cattle and all other live
stock; to manufactue, lease, purchase and sell all machinery, tools, implements, apparatus
and all other articles and applances used in connection with all or any of the purposes
aforesaid, or with selling and transporting the manufactured or other products of the
company;and to do any and all things connected with or incidental to the carrying on of such
business, or any branch or part thereod

[4] It may be stated in this connection that the charter of the compangontains no
express authority to manufacture or sell what is known commercially as ice cream.

8

[5] Appellee has developed in the state of Illinois and the city of Chicago, andeglbere,
a large business in the sale of fresh milk and cream and evaporated milk to confectioners for
use by them in making commercial ice cream. It has expended large sums of money in
promoting and advertising its business, and particularly in extending the sale of the smlled
Borden& Peerless Brand Evaporated Milk, ®fectionersdSizefa high quality of evaporated
milk inclosed [sic] in cans, especially designed for use in the manufacture of ice cream.

[6] For more than two years prior to the filing of the bill in the District Court, the
appellee had been manufacturing a form of ice cream known @orden& Malted Milk Ice
Cream@which product is, as the name implies, an ice cream made with malted milk as its
basic element, and is especially adapted for use in hospitals. This malted milk ice cream,
which hitherto has been used only in hospitals, the appellee is about to place on the market
for general use in competition with commercial ice cream.

[7]1 On May 25, 1911, the appellants Charles F. Borden, George W. Brown, aiighEV.
Stanley applied to the Secretary of State of the state of lllinois for a license to incorporate
under the name of@orden Ice Crean Company80n July 31, 1911, the appellee notified the
individual appellants that the term Bordendhad become so firmly established in connection
with the products of the appellee the use of that word in connection with any company
dealing in milk products would lead to the presumption that they were the products of the
appellee, and demanded that the wordBordenbe eliminated from appellantsicompany
name.

[8] On the same day appellee protestedtthe Secretary of State of the state of lllinois
against the issuance of any charter under the name @&orden Ice Cream Qmpany 8but on
the 16th of August, 1911, a charter was duly issued to tiBorden Ice Cream Compangby
which it was authorized @ manufacture and sell ice cream, ices and similar producés.
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[9] The appellant Charles F. Borden had never before been engaged in the ice cream
business, or in buying or selling milk or milk products or in any similar bugness, and is not
the principal person connected with the appellant Borden Ice Cream Company. The
appellant Lawler is an ice cream manufacturer, and has bscribed to 47 out of a total of 50
shares of stock of the Borden Ice Cream @pany. Charles F. Borden has subscribed to one
share of stock, and has not paid for that.

[10] The bill charges, upon information and belief, that it is the intention of appkant
Borden Ice Cream Qmpany to use the word®ordendfor the purpose of trading upon the
reputation of appellee® goods and products, and for the purpose of deséig and
defrauding the public into the belief that such product is the product of the appellee; that
such @nproper, deceitful and fraudulent use of the nameBordendwill be a great and
irreparable injury to the complainant® (appellees) property right in its trade-name; and
that the reputation of the products of canplainant (appellee) will be greatly injured thereby;,
and that the business of complainant (appellee) will be injurediand that there will be great
confusion in the business carried on by the original company because of such improper use;
and that it will be impossible for present and prospective customergo know that the
product of the Borden Ice Cream Company is not the product of Bord&nCondensed Milk
Company.

[11] The bill and the affidavits on file do not show any facts tending to sustain the
allegation of irreparable injury to the old company or its business, or showing or teting to
show that the old company has been or will be injured in any way in the bireess which it is
now engaged in. Moreover, it does not appear that the malted milk ioceeam manufactured
by the old company will in any way come into comgtition with the commercial ice cream
proposed to be put on the market by the new aopany.

[12] The bill was filed before the defadant had started to do any business. Thenawer
admits most of the material allegations, but denies all fraudulent purpose.

CARPENTER, District Judge (after stating the facts as above).

[13] A personal name, such adordengis not susceptible of exclusive appropstion,
and even its registration in the Patent Office cannot make it a valid tradmark. Howe Scale
Co. v. Wyckoff198 U.S. 134Elgin Natl. Watch Co. v. lllinois Watch Case.,Cl/r9 US. 665;
Singer Mfg. Co. v. June Mfg.,d63 U.S. 16Brown Chemical Co. v. Meydr39 U.S. 540.

[14] There is no charge made in the bill that the appellants are infringing, or propose to
infringe, upon any technical trademark of the appellee, so we may dismiss any claim for
relief upon that score.

[15] The only theory upon which the injunction in this case can be sustained is upon
that known as unfair competition. Relief against unfair competition is granted solely upon
the ground that one who has built up a good will and reputation for his goods or business is
entitled to all of the resultant benefits. Good will or business populdty is property, and, like
other property, will be protected against fraudulent invasion.

8

[16] It has been said that the universal test question in cases of this class is whether the
public is likely to be de®ived as to the maker or seller of the goods. This, in our opinion, is
not the fundamental question. The deception of the public naturally tends to injure the
proprietor of a business by diverting his customers and depriving him of sales which
otherwise he might have made. This, rather than the protection of the public against
imposition, is the sound and true basis for the private remedy. That the public is deceived
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may be evidence of the fact that the original proprietos rights are being invaded. If,
however, the rights of the original proprietor are in no wise interfered with, the deception of

the public is no concern of a court of chancery. American Washboard Co. v. Saginaw Mfg. Co.,
103 Fed. 281.

[17] Doubtless it is morally wrong for a person to proclaim, or even intimate, that his
goods are manufactured by some other and weknown concern; but this does not give rise
to a private right of action, unless the property rights of that concern arenterfered with. The
use by the new company of the nam@ordendmay have been with fraudulent intent; and,
even assuming that it was, the trial court had no right to interfere, unless the property rights
of the old company were jeopardized. Nothing else Iy shown, a court of equity cannot
punish an unorthodox or immaal, or even dishonest, trader; it cannot enforce as such the
police power of the state.

[18] In the case now under our consideration tke old company (the appellee) never has
manufactured what is known as commercial ice cream. The new company (the appellant)
was incorporated for the sole purpose of manufacturing and putting on the market such an
article.

8

[19) TEA OAAT 1T AAOU | AAhdsing leghl AgnificanteA linlkss the two
persons make or deal in the same kind of goods. Clearly the appellants here could make
gloves, or plows, or cutlery, under the nam@ordendwithout inf ringing upon any property
right of the old company. If that is true, they can make anything under the nan®ordend
which the appellee has not already made and offered to the public. George v. Smith (C.C.) 52
Fed. 830.

[20] The name®orden duntil appellants came into the field, never had been assiated
with commercial ice cream. By making commercial ice cream the appellants do not come
into competition with the appellee. In the absence of competitio, the old company cannot
assert the rights accruing from what has been designated as the secondary meaning of the
word BordendThe phrase@nfair competition 8presupposes competition of some sort. In the
absence of competition the doctrine cannot be iraked.

[21] There being no competition between the appellants and appellee, we are
confronted with the proposition that the appellee, in order to succeed on this appeal, has and
can enforce a proprietay right to the name ®ordendin any kind of business, to the exclusion
of all the world.

[22] It is urged that appellee has power, under its charter, to make commercial ice
cream, and that it intendssome day to do so. If such intention can be protected at this time, it
might well be that appellee, having enjoined appellants from making commercial ice cream,
would rest content with selling its evaporated milk to ice cream dealers, and never itself
manufacture the finished product. But, as was well stated by Judge Coxe, in George v. Smith,
supra:

@ is the party who uses it first as a brand for his goods, and builds up a
business under it, who is entitled to protection, and not the one who first

thought of using it on similar goods, but did not use it. The law deals with acts
and not intentions.d

[23] Appellee also urges that it makes and sells large quantities of evaporated or
condensed milk to maufacturers of ice cream, and that if the appellants are peritied to
use the name®ordendin the ice cream business dealers probably will believe that its ice
cream is made by appellee, and will in consequence buy the finished product rather than the
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component parts, and that appelle@& sales of evaporated or condensed milk will fall off, to its
manifest damage. Such result would be too spelative and remote to form the basis of an
order restraining men from using in their business any personal name, espially their own.

[24] Appellee is in this position: If it bases its right to an injunction upon the doctrine of
unfair competition, no competition of any kind has been shown by the oerd. If it relies
upon some supposed damage which may result from appellardisse of the nameBordendin
connection with inferior goods, the action is premature, bcause the appellants, as yet, have
neither sold nor made anything.

[25] The order of the District Court must be reversed; and it is so ordered.

b. The Development of the Modern Multifactor Test

The idiosyncrasies of tradition rather than of reasondrove the development of the
multifactor tests across thecircuits. Each of the circuit®current multifactor tests originated
either directly or indirectly from the 1938 Restatement (First) of the Law of Torts The
Restatement (First)failed to set forth a single, unified multifactor test for trademark
infrin gement. Insteadijt proposed four factors that courts should considelin all casesand
nine more factors that courts should additionally consideonly when the parties goods were
noncompeting with each other, i.e., not substitutable for each other Secibn 729 of the
Restatement (Firstset out the four factors courts should always consider:

In determining whether the actor® designation is confusingly similar to the
other® trade-mark or trade name, the following factors are important:
(a) the degree ofsimilarity between the designation and the trademark or
trade name in
(i) appearance;
(i) pronunciation of the words used;
(i) verbal translation of the pictures or designs involved;
(iv) suggestion;
(b) the intent of the actor in adopting the designabn;

(c) the relation in use and manner of marketing between the goods or
services marketed by the actor and those marketed by the other;

(d) the degree of care likely to be exercised by purchasers.
RESTATEMENTFIRST OFTORTSE 729 (1939). Section 731 sebut the additional nine factors that
courts shouldadditionally consider only in cases involvingnoncompetitive goods:

In determining whether one® interest in a trademark or trade name is
protected, under the rules stated in88 717 and 730, with reference to the
goods, services or business in connection with which the actor uses his
designation, the following factors are important:

(a) the likelihood that the actor® goods, services or business will be
mistaken for those of the other;

(b) the likelihood that the other may expand his business so as to compete
with the actor;

(c) the extent to which the goods or services of the actor and those of the
other have common purchasers or users;

(d) the extent to which the goods or services of the actor and thos# the
other are marketed through the same channels;
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(e) the relation between the functions of the goods or services of the actor
and those of the other;

(f) the degree of distinctiveness of the trademark or trade name;

(g9) the degree of attention usuallygiven to trade symbols in the purchase of
goods or services of the actor and those of the other;

(h) the length of time during which the actor has used the designation;
(i) the intent of the actor in adopting and using the designation.
Id. at§ 731.

Through the course of the midtwentieth century, the federal courts lost track of the
distinction between the two sets of factors, and the circuits each began to use a single,
unified multifactor test regardless of whether the partie$goods were competng. Eah
circuit developed its own test, and for the most part, the peculiarities of the particular cases
in which the circuit® multifactor test first coalesced determined which factors are still
considered in that circuit today. A good example of this is foanin the following opinion,

Polaroid Corp. v. Polarad Electronics Car@87 F.2d 402 (2d Cir. 1961), which is the origin of

the Second Circui® Pdfaroid& AAOT 0086 $ A O & BdaristatenieAt dt higtéE AT Al U
xAO T AAT O £ 0 OBEAA®KIIAD AOOxidABDWEEASEdEAERIRMIT Oh o
courts routinely apply the Polaroid factors in competing goods cases. The opinion is
presented here primarily for its historical significance as one of the most influential opinions

in U.S. trademarklaw, but also to show, in the final paragraph of the opinion excerpt, how

much trademark infringement doctrine had evolved sinceBorderns Ice Cream

Polaroid Corp. v. Polarad Electronics Corp.
287 F.2d 492 (2d Cir. 1961)

FRIENDLY, Circuit Judge.

[1] Plaintiff, Polaroid Corporation, a Delaware corporation, owner of the trademark
Polaroid and holder of 22 United States registrations thereof granted between 1936 and
1956 and of a New York registrationgranted in 1950, brought this action in the Eastern
District of New York, alleging that defendar® use of the name Polarad as a trademark and as
part of defendant® corporate title infringed plaintiff& Federal and state trademarks and
constituted unfair competition. It sought a broad injunction and an accounting. Defendat
answer, in addition to denying the allegations of the complaint, sought a declaratory
judgment establishing defendan® right to use Polarad in the business in which defendant
was engaged, an injunction against plaitiff & use of Polaroid in the television and electronics
fields, and other relief. Judge Rayfiel, in an opinion reported in D.C.1960, 182 F.Supp. 350,
dismissed both the claim and the counterclaims, concluding that neitheplaintiff nor
defendant had made an adequate showing with respect to confusion and that both had been
guilty of laches. Both parties appealed but defendant has withdrawn its crosgppeal. We
find it unnecessary to pass upon Judge Rayf&lconclusion thatdefendant® use of Polarad
does not violate any of plaintiffs rights. For we agree that plaintifs delay in proceeding
against defendant bars plaintiff from relief so long as defendadt use of Polarad remains as
far removed from plaintiff& primary fields of activity as it has been and still is.

[2] The name Polaroid was first adopted by plaintifs predecessor in 1935. It has been
held to be a valid trademark as a coined or invented symbol and nti have lost its right to
protection by becoming generic or descriptiveMarks v. Polaroid Corp D.C.D.Mass.1955, 129
F.Supp. 243. Polaroid had become a well known name as applied to sheet polarizing material
and products made therefrom, as well as to optal desk lamps, stereoscopic viewers, etc.,
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long before defendant was organized in 1944. During World War I, plaint® business
greatly expanded, from $1,032,000 of gross sales in 1941 to $16,752,000 in 1945, due in
large part to government contracts. Included in this government business were three sorts
on which plaintiff particularly relies, the sale of Schmidt corrector plates, an optical lens
used in television; research and development contracts for guided missiles and a machine
gun trainer, both involving the application of electronics; and other research and
development contracts for what plaintiff characterizes asBlectro-optical devices employing
electronic circuitry in combination with optical apparatus.8ln 1947 and 1948 plaintiff® sales
dedined to little more than their pre-war level; the tremendous expansion of plaintiff
business, reaching sales of $65,271,000 in 1958, came after the development of the Land
camera in 1948.

[3] Deferdant was organized in December, 1944. Originally a partnership called
Polarad Electronics Co., it was converted in 1948 into a New York corporation bézg the
name Polarad Television Corp., which was changed a year later to Polarad Electronics Corp.
Its principal business has been the sale of microwave generating, receiving and measuring
devices and of television studio equipment. Defendant claimed it had arrived at the name
Polarad by taking the first letters of the first and last names of its founder, BROdessey, and
the first two letters of the first name of his friend and anticipated partner, Larry Jaffe, and
adding the suffix@d,gintended to signify radio; however, Odessey admitted that at the time
he had@ome knowledgeof plaintiff & use of thename Polaroid, although only as applied to
glasses and polarizing filters and not as to electronics. As early as November, 1945, ptdf
learned of defendant; it drew a credit report and had one of its attorneys visit defendagt
quarters, then two smal rooms; plaintiff made no protest. By June, 1946, defendant was
advertising television equipment in@&lectronics® a trade journal. These advertisements and
other notices with respect to defendant came to the attention of plainti® officers; still
plaintiff did nothing. In 1950, a New York #&orney who represented plaintiff in foreign
patent matters came upon a trade show display of defendafttelevision products under the
name Polarad andnformed plaintiff & house counsel; the latter advised plainti@ president,
Dr. Land, that@e time had come when he thought we ought to think seriously about the
problem.6However, nothing was done save to draw a further credit report on defendant,
although defendants sales had grown from a nominal amount to a ratef several huindred
thousand dollars a year, and the report related, as had the previous one, that defendant was
engaged@ developing and manufacturing equipment for radio, tedvision and electronic
manufacturers throughout the United Statesi In October, 1951, defendant, under its
letterhead, forwarded to plaintiff a letter addressed to ®olarad Electronics Cor at
defendant® Brooklyn address, inquiring in regard to@olaroid material designed for night
driving § there was no protest by plaintiff. In1953, defendant applied to the United States
Patent Office for registation of its trademark Polarad for radio and television units and
other electronic devices; in August, 1955, when this application was published in the Official
Gazette of the Patent Offe, plaintiff for the first time took action by filing a notice of
opposition, which was overruled by the Examiner in April, 1957. Still plaintiff delayed
bringing suit until late 1956. Through all this period defendant was expending considerable
sums foradvertising and its business was growing employees ncreasing from eight in the
calendar year 1945 to 530 in the year ended June 30, 1956, fixed assets from $2,300 to
$371,800, inventories from $3,000 to $1,547,400, and sales from $12,000 to $6,048,000.

[4] Conceding that the bulk of its business is in optics and photography, lines not
pursued by defendant, plaintiff nevertheless claims to be entitled to protection of its
distinctive mark in at leastcertain portions of the large field of electronics. Plaintiff relies on
its sales of Schmidt corrector plates, used in certain types of television systems, first under
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government contracts beginning in 1943 and to industry commencing in 1945; on its sale,
since 1946, of polarizing television filters, which serve the same function as the color filters
that defendant supplies as a part of the telégion apparatus sold by it; and, particularly, on
the research and development catracts with the government referred to above. Plaintiff
relies also on certain instamwes of confusion, predominantly communications intended for
defendant but directed to plaintiff. Against this, defendant asserts that its business is the sale
of complex electronics equipment to a relavely few customers; that this does not compete
in any significant way with plaintiff® business, the bulk of which is now in articles destined
for the ultimate consumer; that plaintiff& excursions into electraics are insignificant in the
light of the size of the field; that the instances of confusion are mimal; that there is no
evidence that plaintiff has suffered either through loss of catomers or injury to reputation,
since defendant has conducted its business with high standards; and that the vergture of
defendant® business, sales to exp&nced industrial users and the government, precludes
any substantial possibility of confision. Defendant also asserts plaintif laches to be a bar.

[5] The problem of determining how far a valid trademark shall be protected with
respect to goods other than those to which its owner has applied it, has long been vexing and
does not become easier of solution with the years. Neither of our recent decisions lseavily
relied upon by the parties,Harold F. Ritchie, Inc. v. Chesebrodgbnds, Inc, 2 Cir., 1960, 281
F.2d 755, by plaintiff, andAvon Shoe Co., Inc. v. David Crystal,, IBCir., 1960, 279 F.2d 607
by defendant, affords much assistance, since fhe Ritchie case there was confusion as to the
identical product and the defendant in the Avon case had adopted its mar@ithout
knowledge of the plaintiffsdprior use,6at page 611. Where the products are different, the
prior owner & chance of success & function of many variables: the strength of his mark, the
degree of similaity between the two marks, the proximity of the products, the likelihood
that the prior owner will bridge the gap, actual confusion, and the reciprocal of defeiant®
good faith in adopting its own mark, the quality of defendan® product, and the
sophistication of the buyers. Even this extensive catalogue does not exhaust the
posshbilities? the court may have to take still other variables into account. American Law
Institute, Restatement of Torts, § 729, 730, 731. Here plaintifs mark is a strong one and the
similarity between the two names is great, but the evidence of actual confusion, when
analyzed, is not impressive. The filter seems to be the only case where defendant halsl,so
but not manufactured, a product serving a function similar to any of plainti®, and plaintifi
sales of this item have been highly irreglar, varying, e.g., from $2,300 in 1953 to $303,000
in 1955, and $48,000 in 1956.

[6] If defendant® sole business were the manufacture and sale of microwave
equipment, we should have little difficulty in approving the District Cour® conclsion that
there was no such likelihood of confusion as to bring intolpy either the Lanham Act, 15
U.S.C.A8§1114(1), or New York General Business Lavg 368-b, or to make out a case of
unfair competition under New York decisional law, seéAvon Shoe Co. v. David Crystal,.Inc
supra, at page 614, footnote 11. What gives s®me pause is defenda® heavy involvement
in a phase of electronics that lies closer to plainti business, namely, television. Defendant
makes much of the testimony of plaintif executive vice president that plaintif normal
business is@he interaction of light and matter8Yet, although television lies predominantly in
the area of electronics, it begins and ends with light waves. The record tells us that certain
television uses were among the factors that first stimulated Dr. Lar interest in
polarization, seeMarks v. Polaroid Corporationsupra, 129 F.Supp. at page 246, plaintiff has
manufactured and sold at least two products for use in television systems, and defend@nt
second counterclaim itself asserts likelihood of confusion in the telésion field. We are thus
by no means sure that, under the views with respect to trademark prot#ion announced by
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this Court in such cases a¥ale Electric Corp. v. Robertsoa Cir., 1928, 26 F.2d 972 (locks vs.
flashlights [finding confusion]); L. E. Wé&rman Co. v. Gordgn2 Cir., 1934, 72 F.2d 272
(mechanical pens and pencils vs. razor bladggnding confusion]); Triangle Publications, Inc.
v. Rohrlich 2 Cir., 1948, 167 F.2d 969, 972 (magazines vs. gird[éisding confusion]); and
Admiral Corp. v. Bnco, Inc, 2 Cir.,, 1953, 203 F.2d 517 (radios, electric ranges and
refrigerators vs. sewing machines and vacuum cleanefinding confusion]), plaintiff would
not have been enitled to at least some injunctive relief if it had moved with reasonable
promptness. However, we are not required to decide this since we uphold the District
Court® conclusion with respect to laches.

{The court goes on to reject the plaintii® attempts to overcome the defendar®
defense of lacheg

Questions and Comments
1. O( EROE EO ( EO ubvGIE BlécOdor. v.3RALRISER® F.2d 972 (2d
Cir. 1928), which Judge Friendly cites in the final paragraph &folaroid, Judge Hand set forth

his oft-quoted description of the plaintiff@ interest in preventing the use of ts mark on
noncompeting goods:

However, it has of recent years been recognized that a merchant may have a

sufficient economic interest in the use of his mark outside the field of his own

exploitation to justify interposition by a court. His mark is his aubentic seal; by

it he vouches for the goods which bear it; it carries his name for good or ill. If

another uses it, he borrows the owne® reputation, whose quality no longer

lies within his own control. This is an injury, even though the borrower does

not tarnish it, or divert any sales by its use; for a reputation, like a face, is the

symbol of its possessor and creator, and another can use it only as a mask. And

so it has come to be recognized that, unless the borrow®ruse is so foreign to

the owner® as to insure against any identification of the two, it is unlawful.
Id. at 974. If the defendar® AT T AOAO OAT AO 1 1&0epdabicd]l &t dvert ¥ OEA Bl AET
AT U OAT A0 AU EOO OOAho OEAT xEAO AgAAOI U EO OEA EAC

2.  Contemporary App lications of the Multifactor Test for the Likelihood of
Confusion

Each circuit has developed its own formulation of the multifactor test for the likelihood
of consumer confusion. Neverthdd OOh A0 OEA AEAOO Al GEOI AA O&AAOQI 0O
suggests the circuitsdvarious tests are roughly similar. Notably absent from the Fourth,
Fifth, and Eleventh Circui tests, however, is any explicit call to consider the sophistication
of the relevant consumers.

In Virgin Enterprises Ltd. v. Nawgh335 F.3d #1 (2d Cir. 2003), the Second Circuit
applied its Polaroid test to determine if consumers would likely mistake the goods and
services of the defendant, operating under the markiRGIN WIRELESSfor the those of the
plaintiff, the owner of the viRGINmark for a wide variety of goods and services. The opinion
is exceptionalfor its thorough analysis of the factors. In reading througWirgin Enterprises
consider the following questions:

1 Which of the Polaroid factors are likely the most important to courtadjudication
of the likelihood of confusion question?

1 In practice, is intent likely as unimportant to court®determinations as theVirgin
Enterprisesopinion suggess?
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1  Why should strong marks receive a wider scope of protection than weak marks?

1 Why should inherent strength be more important to the multifactor inquiry than
acquired strength? Relatedly, why should fanciful marks receive a wider scope of
protection that arbitrary or suggestive marks?

1 Does the court make anybasic mistakes of doctrine in its discussion of the
Abercrombiespectrum?
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Int. Cls.: 35, 39, and 42

Prior U.S. Cls.: 100, 101, 104, and 105
United States Patent and Trademark Office

Reg. No. 1,851,817
Registered Aug, 30, 1994

SERVICE MARK
PRINCIPAL REGISTER

VIRGIN

VIRGIN ENTERPRISES LIMITED (UNITED
KINGDOM CORPORATION)

120, CAMPDEN HILL ROAD

LONDON, W8 7AR, ENGLAND

FOR: DIRECT MAIL ADVERTISING FOR
OTHERS; DISSEMINATION OF ADVERTISING
MATERIALS FOR OTHER; PREPARING AD-

VERTISING, PROMOTIONS, AND PUBLIC RE-

LATIONS MATERIALS FOR OTHERS; MAN-
AGEMENT OF PROMOTIONAL AND INCEN-
TIVE PLANS AND SERVICES FOR OTHERS;
BUSINESS ORGANIZATION PROMOTIONAL
CONSULTING FOR OTHERS; DEMONSTRA-
TION OF THE GOODS AND SERVICES OF
OTHERS AND THE PROMOTION THEREOF;
PROMOTING - AND ADVERTISING THE
GOODS AND SERVICES OF OTHERS BY AIR-
CRAFT, AIRSHIPS AND AIR BALLOONS; OUT-
DOOR ADVERTISING SUCH AS BY BILL-
BOARDS; AND DISTRIBUTION OF ADVER-
TISING, PROMOTIONAL MATERIALS AND
SAMPLE MATERIALS OF OTHERS, IN CLASS
35 (U.S. CLS. 101 AND 104).

FIRST USE 2-13-1993;
2-13-1993.

FOR: TRANSPORTATION OF GOODS AND
PASSENGERS BY ROAD, RAIL, AIR AND SEA;
FREIGHT TRANSPORTATION SERVICES;
TOURIST AGENCY SERVICES; TRAVEL
AGENCY SERVICES; ARRANGING TRAVEL
TOURS; AND TRANSPORTATION RESERVA-
TION SERVICES, IN CLASS 39 (U.S. CL. 105).

FIRST USE 6-0-1984; IN COMMERCE
6-0-1984.

FOR: CLUBS, NIGHTCLUBS; BARS; HOTELS;
RESORTS; HOTEL RESERVATION SERVICES;

IN COMMERCE

V5.0/ 2018-07-18

HOTEL AND RESORT MANAGEMENT FOR
OTHERS; CARRY-OUT RESTAURANT AND
RESTAURANT SERVICES; CATERING; COM-
PUTER PROGRAMMING FOR OTHERS; COM-
PUTER SOFTWARE DESIGN SERVICES FOR
OTHERS; ARTWORK AND GRAPHIC DESIGN
SERVICES FOR OTHERS; AND RETAIL
STORE SERVICES IN THE FIELDS OF COS-
METICS AND LAUNDRY PREPARATIONS,
METAL HARDWARE, CAMERAS, RECORDS,
AUDIO AND VIDEO TAPES, AUDIO AND
VIDEO RECORDERS, COMPUTERS AND
ELECTRONIC  APPARATUS, JEWELRY,
CLOCKS AND WATCHES, MUSICAL INSTRU-
MENTS, STATIONERY, SHEET MUSIC, BOOKS
AND PHOTOGRAPHY, HANDBAGS, PURSES,
LUGGAGE AND LEATHER GOODS, CLOTH-
ING, LACE, EMBROIDERY, GIFTS AND
SEWING MATERIALS, TOYS, GAMES, VIDEO
GAME MACHINES AND VIDEO GAME CAR-
TRIDGES, PROCESSED FOODS, JELLIES AND
JAMS, COFFEE, TEA, BAKERY ITEMS AND
CANDY, BEER, ALE, MINERAL AND AER-
ATED WATERS AND OTHER NON-ALCOHOL-
IC DRINKS, WINES, SPIRITS AND LIQUEURS,
AND TOBACCO AND SMOKERS’ ARTICLES,
IN CLASS 42 (U.S. CL. 100).

FIRST USE 11-28-1990; IN COMMERCE

" 11-28-1990.

OWNER OF US. REG. NOS.
1,597,386, AND OTHERS.

1,469,618,

SN 74-162,592, FILED 5-1-1991.

ELEANOR MELTZER, EXAMINING ATTOR-
NEY
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Virgin Enterprises Ltd. v. Nawab
335 F.3d 141 (2d Cir. 2003)

LEVAL, Circuit Judge.
[1101 AET OEEALE 6EOCET %l OABDIDOEIOADALE] ELBMBA 4108 WEGI iI OO
its motion for a preliminary injunction. This suit, brought under 8 32 of the Lanham Act, 15
U.S.C8§1114(1), alleges that defendants infringed plaintif& rights in the registered mark
VIRGIN by operating retail sbres selling wireless telephones and related accessories and
services under the trade name VIRGIN WIRELESS. The United States District Court for the
Eastern District of New York (Sifton,)) denied plaintiff@ motion for a preliminary injunction,
based upam its finding that plaintiff® registration did not cover the retail sale of wireless
telephones and related products, and that plaintiff failed to show a likelihood of consumer
confusion.

BACKGROUND
[2] Plaintiff VEL, a corporation with its principal place of business in London, owns U.S.
2ACEOOOAOQGEIT .18 phuyvphuypyx j OOEA wpx 2ACEOOOAOQEIT 6«

1 0cOO0O0 onh pwwth Al O OE Aetaibstoe 'sgvicesin thAeliélds AfQ. ADPDPI EAA Ol
computers and electronic apparatus 6 | Al PEAOEO AAAAAQ888 01 AET OE A&
2ACEOOOAOQEIT .18 phyuvchyxxe | OOEA xx¢ 2ACEOOOAOQEI T 6«
September 6, 1994, for a stylized version of the VIRGIN mark foraisn connection with

OOAOAET OO1T OA OAOOEABO®OAEIO OEM AEAAODT T EASADDPADAO
2ACEOOOAOQEIT .18 psOPADiEd I & QGhOGEA Adu 6 T2AQHE pwh pwwcl
November 15, 1994, for the VRGIN MEGASTORE markt is undisputed that these three

registrations have become incontestable pursuant to 15 U.S&1065.

[3] VEL, either directly or through corporate affiliates, operates various businesses
worldwide under the trade name VIRGIN, including an airline, largscale record stores
called Virgin Megastores, and an internet information service. Plaintiff or its affiliates also
market a variety of goods branded with the VIRGIN name, including music recordings,
computer games, books, and luggage. Three of plain&ffmegastores are located in the New
York area. According to an affidavit submitted to the district court in support of plaintifl
application for preliminary injunction, Virgin Megastores sell a variety of elezonic
apparatus, including video game systems, portable CD players, disposable cameras, and DVD
players. These stores advertise in a variety of media, including radio.

[4] Defendants Simon Blitz and Daniel Gak are the sole shareholders of defatants
Cet. AO #i i1 01 EAAGEAGIN )4 R 4 D#IAD1 dids, Ind,Going OE #1711 1 61 E.
AOOET AOGO AO #.#' jO#.#'06qn AT A 33$ 4A1 AAT i1 O EAAOE]
Gazal formed CeNet in 1993 to sellretail wireless telephones and services in the New York
area. Later, they formed CNCG to sell wireless phones and services on the wholesale level.
CNCG now sells wireless phones and services to more than 400 independent wireless
retailers. In 1998, CelNet received permission from New York State regulators to resell

telephone services within the state.

[5] Around 1999, Andrew Kastein, a vicgresident of CNCG, began to develop a @ét
brand of wireless telecommunications products. In early 1999, CeNet entered into
negotiations with the Sprint PCS network to provide telecommungtions services for resale
by CelNet. In August 1999, CeNet retained the law firm Pennie & Edmonds to determine
the availability of possible service marks for CeNet. Panie & Edmonds associate Elizabeth
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Langston researched for Kastein a list of possible service marks; among the marks-Net
asked to have researched was VIRGINefendants claim that Langston told CeNet officer
Simon Corney that VIRGIN was available for use in the telecommunications field. Plaintiff
disputed this, offering an affidavit from Langston that she informed defendants that she
would not search the VIRGIN mark because her firm represented plaintiff.

[6] According to defendants, in December 1999, Chlet retained Corporate Saltions,
LLC and its principals Nathan Erlich and Tahir Nawab as joint venture partners to help raise
capital to launch CelNet® wireless tdephone service. On Deceaber 2, 1999, Erlich and
Nawab filed four intent-to-use applications with the U.S. &ent and Trademark Office

i 004/ 6qQ o1 OACEOOAO OEA i AOEO 6)2"' ). 7) 2%, %33

COMMUNICATIONS, and VIRGIN NET in the field of tefamunications services, class 38.

On December 24, 1999, Corporate Solutions incorporated defendant Virgin Wireless, Inc.

j 067)o6q AT A 1 EAAT OAA O1 67) OEA OECEO O OOA
MOBILE. Meanwhile, one of plainti affiliates had begun to offer wireless
telecommunication services bearing the VIRGIN mark in the United Kingdom. A press release

dated November 19, 1999, found on plaintifs website, stated that its Virgin Mobile wireless

services were operable in the United States.

[7] On June 23, 2000, defendant Blitz signed a lease under the name Virgin &l¢iss for
a kiosk location in South Shore Mall in Long Island from which to reell AT&T wireless
services, telephones, and accessoriemder the retail name Virgin Wireless. Defendants Gel
Net and VWI later expanded their telecommunications rsale operations to include two
retail stores and four additional retail kiosks in malls in the New York area and in
Pennsylvania. All of these st@s have been run by VWI under the trade name VIRGIN
WIRELESS. VWI also has leases and bank accounts in its name, and has shown evidence of
actual retail transactions and newspaper dvertisements.

[8] In August 2000, plaintiff licensed Virgin Mobile USA, LLC, to use the VIRGIN mark
for wireless telecommunications services in the United States. On August 10, 2000, plaintiff
filed an intent-to-use application with the PTO for use of the VIRGIN mark in the United
Sates on telecommunications services and mobile telephones. On October 11, 2001, the PTO
suspended this marl® registration in international class 9, which covers wireless
telephones, and class 38, which covers telecommigations services, because the VIRG
mark was already reserved by a prior filing, presumably defendan§On August 16, 2001,
plaintiff filed another intent-to-use application for the mark VIRGIN MOBILE to brand
telecommunications services. The PTO issued a ndinal action letter for both of plaintiff &
pending new registrations on October 31, 2001, which stated that defendant Corporation
SolutionsdP AT AET ¢ APPI EAAOETI T O &£ O OEIEIAO 1 AOGEO EI

EA

OEA

1 EEATEETTA T &£ A1 £O0OCET 1 86 4 E& apflication geddogpthd AAA AAOQET 1

processing of Corporation Solutiongapplications.

[9] In October 2001, plaintiff issued a press release announcing that it was offering
wireless telecommunications services and mobd telephones in the United States.

[10] Plaintiff became aware of Corporation Solutiongapplication for registration of the
VIRGIN WIRELESS and VIRGIN MOBILE marks by May 2000. In October 2001 and December
2001, defendant VWI filed suits against plaintiff in the federal district courts in Arizona and
Delaware, alleging that plaintiff was using VW& mark. Plantiff maintains (and the district
court found) that it learned in January 2002 that VWI and Cellet were operating kiosks
under the VIRGIN WIRELESS name and two days later filed the present suit seeking to enjoin
defendants from selling mobile phones in VIRGHWranded retail stores.
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[11] On May 2, 2002, the disict court considered plaintiff& application for a
preliminary injunction. It found that no essential facts were in dispute, and therefore no
evidentiary hearing was required. It was uncontested (and the district court accdingly
found) that plaintiff sol A OA1 AAOOI 1 EA APPAOAODOOSG EI EOO OO1 OAOR
systems, portable cassette tape, compact disc, mp3, and mini discyaes, portable radios,
AT A AEODPTI OAAT A AAI AOAORSG A Gefnonke betviceEand th&d H&T ¢ OAT APEI
only products the defendants sold in their stores were wireless telephones, telephone
AAAAOOTI OEAOh AT A xEOAI AOGO OAI APETT A OAOOEAAOSS

[12] Arguing against plaintiff® likelihood of success, the court noted that platiff &
OACEOOOAOGETI T O AEA 1106 Al AEi OOA 1T &£ OEA 6)2'). 1 AOE
AOOT AEAOAA OAOGAEI OAT A T £ xEOA] Aii®8104nd A7ET T AO AT A
2ACEOOOAOQEI T O Al OAOAA OEA OAOKRAI AGOAADADEODAT OBEAOA G
extend to telecommunications services and wireless phones.

[13] The court noted that the defendants were the first to use the VIRGIN mark in
telecommunications, and the first to &#&empt to register VIRGIN for telecommuniations and
retail telephone sales....

DISCUSSION

[14] A claim of trademark infringement, whether brought under 15 U.S.G&1114(1)
(for infringement of a registered mark) or 15 U.S.C§ 1125(a) (for infringement of rights in a
mark acquired by use), is analyzed under the familiar twqorong test described in Gruner +
Jahr USA Pufij v. Meredith Corp 991 F.2d 1072 (2dCir. 1993). See Time, Inc. v. Petersen
Pubi@ Co. L.L.C173 F.3d 113, 117 (2dCir. 1999) (noting that Grunertest is applicable to
claims brought under§ 1114(1) and § 1125(a)). The test looks first to whether the plaintifs
mark is entitled to protection, and second to whether defendar® use ofthe mark is likely to
cause consumers confusion as to the origin or sponsorship of the defend@ntjoods.Gruner,
991 F.2d at 1074. Examining the question as the test dictates, we have no doubt that plaintiff
was entitled to a preliminary injunction.

[15] We believe the district court accorded plaintiff too narrow a scope of protection for
its famous, arbitrary, and distinctive mark. There could be no dispute that plaiiff prevailed
as to the first prong ofthe test prior use and ownership. For years, plaintiff had used the
VIRGIN mark on huge, famous stores selling, in addition to music recordings, a variety of
consumer electronic equipment. At the time the defendants began using VIRGIN, plaintiff
owned rights in the mark. The focus ofnquiry thus turns to the second prong of the test
whether defendantsbuse of VIRGIN as a mark for stores selling wireless telephone services
and phones was likely to cause confusion. There can be little doubt that such confusieas
likely.

[16] The landmark case ofPolaroid Corp. v. Polarad Electronics Carp87 F.2d 492 (2d
Cir. 1961) (Friendly, J), outlined a series of nonexclusive factors likely to be pertinent in
addressing theissue of likelihood of confusion, which are routinely flowed in such cases...

[17] Six of thePolaroid factors relate directly to the likelihood of consumer conifision.
These are the strength of the plaintii@ mark; the similarity of defendant®mark to plaintiff &;
the proximity of the products sold under defendant§mark to those sold under plaintiff;
where the products are different, the likelihood that plaintiff will bridge the gap by selling
the products being sold by defendants; the existence of actual confusion among consumers;
and the sophistication of consmers. Of these six, all but the last (which was found by the
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district court to be neutral) strongly favor the plaintiff. The remaining two Polaroid factors,
defendantsigood or bad faith and the quality of defendan@products, are more pertinent to
issues other than likelihood of confusion, such as harm to plaint@ reputation and choice of
remedy. We conclude that thé®olaroid factors powerfully support plaintiff & posdtion.

[18] Strength of the mark.The strength of a trademark encompasses two different
concepts, both of which relate significantly to likelihood of consumer confusion. The first and
iTO00 Ei PDi OOAT O EO ETEAOAT O OOOAT COER Al O AAITAA
distinguishes between, on the one hand, inherently distinctive marks marks that are
arbitrary or fanciful in relation to the products (or services) on which they areused> and,
on the other hand, marks that are generic, descriptive or suggestive as to those goods. The
former are the strong marks.Abercrombie & Fitch Co. v. Hunting World, 11837 F.2d 4, 9 (2d
Cir. 1976). The second sense of the ooept of strength of A | AOE EO OAANOEOAA
AEOOET A Q& thd, é @6 bxéent to which prominent use of the mark in commerce
has resulted in a high degree of ewsumer recognition. See TCPIP Holding Co. v. Haar
Communications Ing 244 F.3d 88, 100 (2dCir. 2001) (describing these two concepts of
strength).

[19] Considering first inherent distinctiveness,the law accords broad, muscular
protection to marks that are arbitrary or fanciful in relation to the products on which the
are used, and lesser protection, or no protection at all, to marks consisting of words that
identify or describe the goods or their attributes. The reasons for the diinction arise from
two aspects of market efficiency. The paramount objective of theademark law is to avoid
confusion in the marketplace. The purpose for which the trademark law accords merchants
the exclusive right to the use of a hame or symbol in their area or commerceidentification,
so that the merchants can estfalish goodwill for their goods based on past satisfactory
performance, and the casuming public can rely on a mark as a guarantee that the goods or
services so marked come from the merchant who has been found to be satisfactory in the
past. See Estee Lauder Inc. v. The Gag,, 108 F.3d 1503, 1510 (2dCir. 1997) (quoting
Restatement (Third) of Unfair Competitio® 21 commenti (1995)); Power Test Petroleum
Digtribs., Inc. v. Calcu Gas, Int54 F.2d 91, 97 (2dCir. 1985); McGregorDoniger Inc. v. Drizzle
Inc.,599 F.2d 1126, 1131 (2dCir. 1979). At the same time, efficiency and the public interest
require that every merchant trading in a class of goods be permitted to refer to the goods by
their name, and to make claims about their quality. Thus, a merchant who sells pdsaiinder
the trademark Pencilor Clear Mark.for example, and seeks to exclude other sellers of pencils
from using those words in their trade, is seeking an advantage the trademark law does not
intend to offer. To grant such &clusivity would deprive the consuming public of the useful
market information it receives where every seller of pencils is free to call them pencils.
Abercrombig 537 F.2d at 9;CES Puldj Corp. v. St. Regis Pais, Inc.531 F.2d 11, 13 (2dCir.
1975). The trademark right does not potect the exclusive right to an avertising message
only the exclusive right to an identifier, to protect against confusion in the marketplace.
Thus, as a matter of policy, the trademark law accords broader protection to marks that
serve exclusively as iéntifiers and lesser protection where a grant of exclsiveness would
tend to diminish the access of others to the full range of discourse relating to their goo&ee
TCPIR 244 F.3d at 100;Nabisco, Inc. v. PF Brands, Int91 F.3d 208, 215 (2dCir. 1999);
Otokoyama Co. Ltd. v. Wine of Japan Import, |b€5 F.3d 266, 270 (2dCir. 1999).

[20] The second aspect of efficiency that justifies according broader protection to
marks that are inherently distinctive relates directly to the likelihood of confusion. If a mark
is arbitrary or fanciful, and makes no reference to the nature of the goods it designates,
consumers who see the mark on different objects offered in the markglace will be likely to
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assume, becaus of the arbitrariness of the choice of mark, that they all come from the same

source. For example, if consumers become familiar with a toothpaste sold under an unusual,

arbitrary brand name, such asZzaaqQand later see that same inherently distinctive tand

name appearing on a different product, they are likely to assume, notwithstanding the

product difference, that the second product comes from the same producer as the first. The

more unusual, arbitrary, and fanciful a trade name, the more unlikely itsi that two

independent entities would have chosen it. In contrast, every seller of foods has an interest

ET AAITTETC EOO DOi AGAO OAAI deficblsBeidmtwaiof mo@Ol AOO xEIT  (
different food products are less likely to draw the inferace that they must all come from the

same producer.Cf. Streetwise Map459 F.3d at 744 (noting that several map producers use

OOO0AAOGCG ET DPOI ACA@® TIAMAEONOGEHEE GO GOORAATRHAEE<AO 110
distinctive); W. Pubfiy, 910 F.2d at 61 (nding numerous regstrations of marks using word
ocii AAT6qgs8 )1 OEI OO6h OEA i1 OA AEOOEI AGEOA OEA | AOE]

seeing it used a second time, will assume that the second use comes from the same source as
the first. The goal of avoiding cansumer confusion thus dictates that the inherently
distinctive, arbitrary, or fanciful marks, i.e., strong marks, receive broader prottion than
weak marks, those that are descriptive or suggestive of the products on which they are used.
SeeAbercrambie, 537 F.2d at 911; TCPIR244 F.3d at 10601.

2114 EA OAATTA OAT OA 1T &£ OOAAAI AOE OOOABCOER &£AI Ah
bears on consumer confusionSee TCPIR44 F.3d at 10001; Streetwise Maps159 F.3d at
744. If a mark has been long, prominently and notoriously used in oanerce, there is a high
likelihood that consumers will recognize it from its prior use. Widespread consumer
recognition of a mark previously used in commerce incrases the likelihood that consumers
will assume it identifies the previously familiar user, and therefore increases the likelihood
of consumer confusion if the new user is in fact not related to the firsee Nabiscd 91 F.3d
at 216-17. A mark® fame alsogives unscrupulous traders an incentive to seek to create
consumer confusion by associdng themselves in consumer8minds with a famous mark.

The added likelihood of consumer confusion resulting from a second usBruse of a famous
mark gives reason for according such a famous mark a broader scope of protection, at least
when it is also inherently distinctive. See McGregob99 F.2d at 1132 (noting that secondary
meaning may further enlarge the scope of protection accorded to inherently distitive
marks).

[22] Plaintiff& VIRGIN mark undoubtedly scored high on both concepts of strength. In
relation to the sale of consumer electronic equipment, the VIRGIN mark is intently
distinctive, in that it is arbitrary AT A £AT AE&ELOI N OEA x1 OA OOEOCET 6 EAO
whatsoever to selling such equipment. Because there is no intrinsic reason for a merchant to
OOA OEA xi1 OA OOEOGCEIT &6 ET OEA OAIT A 1T &£ Ai1001I A0 Al A
VIRGIN used irtwo different stores selling such equipment will likely assume that the stores
are related.

[23] Plaintiff& VIRGIN mark was also famous. The mark had been employed with
world -wide recognition as the mark of anairline and as the mark for megastores selling
music recordings and consumer electronic equipment. The fame of the mark increased the
likelihood that consumers seeing defendan@shops selling telephones under the mark
VIRGIN would assume incorrectly thatdefendantsd shops were a part of plaintiffs
organization. See Lois Sportswear, U.S.A., Inc. v. Levi Strauss, 29€@d-.2d 867, 873 (2dCir.
1986).

[24] There can be no doubt that plaintifs VIRGIN mark, asused on consumer
electronic equipment, is a strong mark, as the district court found. It is entitled as such to a
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broad scope of protection, precisely because the use of the mark by others in connection
with stores selling reasonably closely related mercandise would inevitably have a high
likelihood of causing consumer confusion.

[25] Similarity of marks.When the secondary use®s mark is not identical but merely
similar to the plaintiff @ mark, it is important to assess the degree of similarity &ween them
in assessing the likelihood that consumers will be confuse&ee McGregob99 F.2d at 1133.
Plaintiff® and defendant®marks were not merely sinilar; they were identical to the extent
that both consistedl £ OEA OAI A x1 OAh OOEOCET 856

[26] The district court believed this factor did not favor plaintiff because it found some
differences in appearance. Defendanfdogo used a differen typeface and different colors
from plaintiff &. While those are indeed differences, they are quite minor in relation to the
fact that the name being used as a trademark was the same in each case.

[27] Advertisement and consumer experience foa mark do not necessarily transmit all
of the mark® features. Plaintiff, for example, advertised its Virgin Megastores on the radio. A
consumer who heard those advertisements and then saw the defeantsbinstallation using
the name VIRGIN would have naay of knowing that the two trademarks looked different.
See Sports Auth., Inc. v. Prime Hospitality Ca#p F.3d 955, 962 (2dCir. 1996). A consumer
who had visited one of plaintifi& Virgin Megastores and remembered the name would not
necessarily remenber the typeface and color of plaintiffs mark. The reputation of a mark
also spreads by word of mouth among consumers. One consumer who hears from others
about their experience with Virgin stores and then encounters defendan®/irgin store will
have no way knowing of the differences in typefaceSee Hills Bros. Coffee, Inc. v. Hills
Supemarkets, Inc,428 F.2d 379, 381 (2dCir. 1970) (per curiam).

[28] In view of the fact that defendants used the same names plaintiff, we conclude
the defendant®mark was sufficiently similar to plaintiff® to increase the likelihood of
confusion. This factor favored the plaintiff as a matter of law. We conclude that the district
court erred in concluding otherwise on the bais of comparatively trivial and often irrelevant
differences.

[29] Proximity of the products and likelihood of bridging the gaphe next factor is the
proximity of the products being sold by plaintiff and deéndant under identical (or similar)
marks. See Arrow Fastener59 F.3d at 396. This factor has an obvious bearing on the
likelihood of confusion. When the two users of a mark are operating in completely different
areas of commerce, consumers are less likelto assume that their similarly branded
products come from the same source. In contrast, the closer the secondary uSegoods are
to those the consumer has seen marketed under the prior us@rbrand, the more likely that
the consumer will mistakenly assime a common sourceSee Cadbury Beverages, Inc. v. Cott
Corp,73 F.3d 474, 48081 (2d Cir. 1996).

[30] While plaintiff had not sold telephones or telephone service prior to defetant®
registration evincing intent to sell those items, plaintiff had sold quite similar items of
consumer electronic equipment. These included computer video game stgms, portable
cassettetape players, compact disc players, MP3 players, midisc players, and disposable
cameras. Lile telephones, many of these are small consumer electronic gadgets making use
of computerized audio communication. They are sold in the same channels of commerce.
Consumers would have a high expectation of finding telephones, portable CD players, and
computerized video game systems in the same stores. We think the proximity in commerce
of telephones to CD players substantially advanced the risk that consumer confusion would
occur when both were sold by different merchants under the same trade name, VIRGIN.
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[31] Our classicPolaroid test further protects a trademark owner by examining the
likelihood that, even if the plaintiff® products were not so close to the defendansvhen the
defendant began to market themthere was already a likelihood that plaintiff would in the
reasonably near future begin selling those productsSee Cadbury Beverage&3 F.3d at 482.
VEL& claim of proximity was further strengthened in this regard because, as the district
court expressly £ 01T Ah OBl AT O ted for VER Ad enteEl[tkel ndatket for
OAT AAT 11 OT EAAQOETTO DBOI AOGAOO AT A OAOOGEAAOY OET 00Ol U
marketing telephone service in Egland which would operate in the United States, and, as
the district court found, had made plans to sell telephones and wireless telephone service
under the VIRGIN name from its retail stores.

[32] The district court, nonetheless, found in favor of the defendants with respeto the
proximity of products and services. We would ordinarily give considerable derence to a
factual finding on this issue. Here, however, we cannot do so because it appears the district
court applied the wrong test. The court did not assess thgroximity of defendant&VIRGIN
branded retail stores selling telephone products to plaintif VIRGINbranded retail stores
selling other consumer electronic products. It simply concluded that, because defendants
were selling exclusively telephone products angervices, and plaintiffs electronic products
did not include telephones or related services, the defendants must prevail as to the
proximity factor.

[33] This represents a considerable misunderstanding of th€olaroid test. The famous
list of factors of likely pertinence in assessing likelihood of confusion irPolaroid was
specially designed for a case like this one, in which the secondary user is not in direct
competition with the prior user, but is selling asomewhat different product or service. In
Polaroid,the plaintiff sold optical and camera equipment, while the defendant sold electronic
APDPDAOAOOO8 4EA OAOO OEA AT 6OO AEOAOOOAA xAO A@POAO
valid trademark shall be praected with respect to goodsother than those to which its owner
has applied it ¢ YXx &8¢ A adidadded)see alsh iAdoily Fasteneb9 F.3d at 396
(noting that products need not actually compete with each other). The very fact that the test
includAO OEA iGOmOT WAOx AAT & prdductd AndAnke Alaifti® and the
1 EEATEEITTA OEAO OEA bl AET OEZLEL xEI 1 OAOEACA OEA CADq
not lose, as the district court concluded, merely because it has not previouslyldahe
precise good or service sold by the secondary user.

[34] In our view, had the district court employed the proper test of proximity, it could
not have failed to find a high degree of proximity as betweeplaintiff VEL& prior sales of
consumer electronic audio equipment and defendanfisubsequent sales of telephones and
telephone services, which proximity would certainly catribute to likelihood of consumer
confusion. And plaintiff was all the more entitlel to a finding in its favor in respect of these
matters by virtue of the fact, which the district courtdid find, that at the time defendants
began using the VIRGIN mark in the retail sale of telephones and telephone services, plaintiff
already had plans o bridge the gap by expanding its sales of consumer electronic equipment
to include sales of those very goods and services in the near future. Consumer confusion was
more than likely; it was virtually inevitable.

[35] Actual confusionlt is self-evident that the existence of actual consumer con$ion
indicates a likelihood of consumer confusionNabiscq 191 F.3d at 228. We have therefore
AAAT AA AOGEAAT AA 1T &£ AAOOAT AT 1 £0GHirdetwisea@3OEAOI AOT U
159 F.3d at 745.

[36] Plaintiff submitted to the district court an affidavit of a former employee of
defendant CelNet, who worked at a mall kiosk branded as Virgin Wireless, which dted that
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individuals used to ask him if the kiosk was affiliated with plaintif VIRGIN stores. The
district court correctly concluded that this evidence weighed in plaitiff & favor.

[37] Sophistication of consumetThe degree of sophistication of consumers can have an
important bearing on likelihood of confusion. Where the purchasers of a pducts are highly
trained professionals, they know the market and are less likely than untrained consumers to
be misled or caonfused by the similarity of different marks. The district court recognized that

Or OYAOAET AOOOI I AOORh OOAE AO OEA 11TAO AAOAOAA O1 AL

expected to exercise the same degree of care as professional buyers, who angeeted to
have greater powers of discrimiOET 1 86 /1 OEA 1 OEAO EAT Ah
cellular telephones and the service plans were likely to give greater care than sekrvice
customers in a sipermarket. Noting that neither side had submited evidence on the
sophistication of consumers, the court made no finding favoring either side. We agree that
the sophistication factor is neutral in this case.

[38] Bad faith and the quality of the defendarfiservices or productsTwo factors remain
of the conventionalPolaroid test: the existence of bad faith on the part of the secondary user
and the quality of the secondary uses products or services.Polaroid, 287 F.2d at 495.
Neither factor is of high rdevance to the issue of likeéhood of confusion. A finding that a
party acted in bad faith can affect the cou choice of remedy or can tip the balance where
questions are close. It does not bear directly on whether consumers are likely to be confused.
Se TCPIP244 F.3d at 102. The dirict court noted some evidence of bad faith on the
defendantsipart, but because the evidence on the issue was scant and equivocal, the court
concluded that such a filET ¢ OAO OEEO OOACA ¢ xI OthdrefofeA Y
found that this factor favored neither party.

[39] The issue of the quality of the secondary us@ product goes more to the harm that
confusion can cause the plaintifs mark and reputation than tothe likelihood of confusion.
See Arrow Fastenes9 F.3d at 398 (noting that first use® reputation may be harmed if
secondary usef goods are of poor quality). In any event, the district court found this factor
O AA O1 AOOOAI 6 x Edddonfu€idhODAAO O1 1 EEAI EETTA

* k k k * %

[40] In summary we conclude that of the si¥Polaroid factors that pertain directly to the
likelihood of consumer confusion, all but one favor the plaintiff, and that oree sophistication
of consumer® is neutral. The plaintiff is strongly favored by the strength of its mark, both
inherent and acquired; the similarity of the marks; the proximity of the products and
services; the likelihood that plaintiff would bridge the gap; and the exience of actual
confusion. None of the factors favors the defendant. The remaining factors were found to be
neutral. Although we do not suggest that likelihood of confusion may be properly
determined simply by the number of factors in one partg favor, the overall assessment in
this case in our view admits only of a finding in plaintif favor that defendant§sale of
telephones and telephonerelated services under the VIRGIN mark was likely to cause
substantial consumer confusion.

[41] One issue remains. Defendants argue that plaintiff should be barred by laches from
seeking injunctive relief. They contend that because of plaintdf delay after learning of the
defendantsapplications to register the VIRGIN rarks, they expemled considerable sums
and developed goodwill in their use of the VIRGIN marksefore plaintiff brought suit.
Because the district court ruled in the defendantfavor it made no express finding on the
issue of laches. But the district courexplicitly found that plaintiff first learned of defendantsd
use of the name VIRGIN in commerce only two days before plaintiff instituted this suit. Given
that finding, plaintiff could not be chargeable with laches.
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[42] We conclude that, as a matter of law, plaintiff demonstrated irreparable harm and
likelihood of success on the merits and was entitled to a preliminary injunction.

CONCLUSION
REVERSED and REMANDED.

Questions and Comments

1. The Abercrombie Spectrum. In its discussion of inherent distinctiveness, the court
divides the Abercrombie spectrum into inherently and nornrinherently distinctive marks:
(rhis inquiry distinguishes between, on the one hand, inherently distinctive marks marks
that are arbitrary or fanciful in relation to the products (or services) on which they are
used? and, on the other hand, marks that are generic, descriptive or suggestive as to those
CiTAO0806 $1 Ui O ARAOAAO Al AOOI O Ei OEEO AEOEOE
Later in the opinion, the court refers tothe Virgin I AOE A0 OAOAEOOAOQU
Should we treat these twoAbercrombiecategories as indistinguishable for purposes of the
inherent distinctiveness analysis? Why might we seek to accord a greater scope of protection

to fanciful marks than to abitrary marks?

2. Are All Factors Equally Important?In order to prevail in the overall likelihood of
confusion multifactor test, must a plaintiff win all of the factors, a majority of them, some of
them? Is the outcome of any particular factor necessgror sufficient to trigger a particular
overall test outcome?

> —
—_

Empirical work offers some insight into these questionsSeeBarton Beebe An Empirical
Study of the Multifactor Tests for Trademark Infringemen®4 CaLIF. L. REV. 1581 (2006). The
author® evidence suggests that the plaintiff must win the similarity factor in order to win
the overall test. Of the 192 preliminary injunction and bench trial opinions studied, 65
opinions found that the marks were not similar, and each of these 65 opinions found favor
of the defendant in the overall likelihood of confusion test. Notwithstanding theVirgin
cout®d AOOAOOEIT OEAO OEA ETOAT O EAAOI O EO 1160
AAT AT AA xEAOA OEA NOAOOET T O AOAnheAdicbnizbohthe OEA O
intent factor correlates very strongly with the outcome of the overall test. Sixgeven of the
192 preliminary injunction and bench trial opinions found that the intent factor favored the
plaintiff. Of these 67 opinions, 65 found in favoof the plaintiff in the overall test (and in the
two outlying opinions, the court found that the similarity factor favored the defendant).
Overall, across the circuits, five core factors appear to drive the outcome of the likelihood of
confusion test. Inorder of importance, these factors are the similarity of the marks, the
defendant® intent, the proximity of the goods, evidence of actual confusion, and the strength
of the plaintiff@ mark. The remaining factors appear, in practice, to be largely irratant to
the outcome of the test.

3. Why Should Strong Marks Receive More Protectidiife conventional rationale for
according a greater scope of protection to strong marks is that, due to their notoriety, they
are more easily called to mind by similar maks. SeeJacob JacobyThe Psychological
Foundations of Trademark Law: Secondary Meaning, Genericism, Fame, Confusion and
Dilution, 91 TRADEMARKREP. 1013, 103842 (2001). But shouldnd strong marks actually
require less protection? Consider the example afoke Having been exposed to the COKE
mark countless times througtout their lives, are American consumers more or less likely to
detect slight differences between thecokemark and other similar marks? Some foreign
courts have had the temerity to suggesthat exceptionally strong marks are less likely to be
confused with other marks. See, e.gBaywatch Production Co. Inc. v The Home Video Channel
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High Court of Justice, Chancery Division, 31 July 1996 (Crystal J.) (citB®§SF Plc v CEP (UK)
Plc (Knox J), 16 October 1995));Uprise Product Yugen Kaisha v. Commissioner of Japan
Patent Office Heisei 22 (gyeke) 10274 Intellectual Property High Court of Japan (2010).
Australian courts have been particularly receptive to this line of argumentSee ROBERT
BURRELL& MICHAELHANDLER AUSTRALIANTRADEMARKLAW 253-55, 403-06 (2d ed. 2016). See
generally Barton Beebe & C. Scott Hemphilllhe Scope of Strong Marks: Should Trademark
Law Protect the Strong More than the Weak?2NYUL. REv. 1339 (2017).

4. Sophistcation of the Relevant Consumer<Court assess the likelihood of confusion
AU OEA OOAAOITAAIT U DPOOAAT 6o AI 1T 6001 A0 1T &£ OEA CiTAO |
expensive or more technically sophisticated goods are understood to exercise greaterean
their purchasing decisions, and thus to be comparatively less likely to be confusefieeg e.g.
Florida Intd Univ. Bd. of Trustees v. Florida Natniv., Inc. 830 F.3d 1242, 1256 (11th Cir.
2016) (in finding no likelihood of confusion betweenFLORIDA INTERNATIONAL NIVERSITYand

FLORIDANATIONALUNERSITH T AOAOOET ¢ OEAO OOOOAAT OO 1T TEETC A& O
to be relatively sophisticated and knowledgeable because of the nature, importance, and size

of the investment in a college & O A A O Eéattsprids, Inc. v. Heartspring, Inc143 F.3d

550, 557 (10th Cir. 1998) (finding that consumers would not likely confuse defendaft

mark HEARTSPRINGor a residential school for physically disabled children with plaintifts

mark HEARTSPRIGSfor printed materials teaching children to resolve conflicts norviolently

where tuition for defendant® school ranged from $90,000 to $150,000 per year).

A recent Canadian case captured this aspect of consumer sophistication doctrine quite
memorably. In Atomic Energy of Canada Limited v. Areva NP Canada.,L2#®09 FC 980
jcnnmwoqh OEA DI AET OGEh@Mm bécioA thélleft)Gad lisi tiadehakk fod! 6
services relating to the design and construction of nuclear reactors while the defendant also
usAA A OO (shontubklBw o théright) in connection with the sale of nuclear reactor
PAOOO AT A AiiDiTAl 068 4EA As éxpebs atkhoblddgey ind! 11 1 £ ¢ O
cross-examination that the relevant consumers would not be confused into pahasing the
xOIl T ¢ 1T OAl AdsO AMA AP QisOs#E OET ¢ %l Cl EOE AAOA 1 Axh OEA
not sufficient that the only confusion would be to a very small, unobservant section of
society; or as Foster J. put it recently, if the only persovho would be misled was aoron
inahurry®d8 AO acy8 -08 *OOOEAA :EI 1 AAAAAd O)1 OEEO EI
i AU AA AT 1 £OOCAA EO ET ODAEZEAEAT O O #Z£ET A AT 1 EOOCEIT 856

L]

o
’

Are relatively poor individuals less sophisticated consumers ah thus more easily
confused? One S.D.N.Y. judge seemed to think soe Shieffelin & Co. v. The Jack, @894
7, prtygytr AO gcuvuv j38%$8.898 pwwtdq j OOAT EE£ OITTA 1
Perignon are from low income groups, and are therefore $s sophisticated shoppers than
wealthier purchasers,..8 6 8 I 1 AGAO Al OsniérfelidGoirts asBuptidrd OET T  O1 OE
SeeReebok Intern. Ltd. v.Klart Corpsh Yyt w &830DPP8 ¢cuch COW j 38%$8. 89c¢
expressly disagrees with this sttement® implication that there is a direct relationship
between income and consumer intelligence. Careless shopping habits are not a necessary
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byDOT AOAO 1 £ A Inbéeds colldrifah larduBnénfBe made that low income
groups would give more cardo their purchases?

5. What About the Interests of Consumers Who Are Not Confused®ichael Grynberg,
Trademark Litigation as Consumer ConflicB3N.Y.UL.Rev. 60 (2008), Grynbergargues

Trademark litigation typically unfolds as a battle between cmpeting sellers

who argue over whether the defendand conduct is likely to confuse

consumers. This is an unfair fight. In the traditional narrative, the plaintiff

defends her trademark while simultaneously protecting consumers at risk for

confusion. The & £ZAT AAT Oh OAl AOGEOAI U OPAAEEI Ch OOAT AO Al
againstl T A6 OOT OUI ETA CEOAO OET OO OEOEAZEO O1 OEA E
consumers who may have a stake in the defenda®tconduct. As a result, courts

are too receptive to nontraditional trademark claims where the case for

consumer harm is questionable. Better outcomes are available by appreciating

trademark litigation & parallel status as a conflict between consumers. This

view treats junior and senior trademark users as proxies for differen

consumer classes and recognizes that remedying likely confusion among one

group of consumers may cause harm to others. Focusing on the interests of

benefited and harmed consumers also minimizes the excessive weight given to

moral rhetoric in adjudicating trademark cases. Consideration of trademaid

consumer-conflict dimension is therefore a useful device for critiquing

trademark® expansion and assessing future doctrinal developments.

Id. at 60. Should courts be more solicitous of the interests of soglicated consumers who
are in fact not confused and may benefit from the information provided by the defenda@t
conduct?

6. Is It Necessary for Courts Explicitly to Consider Each Factor$trict courts are
generally required explicitly to address each bthe factors listed in their circuit® multifactor
test. If a factor is irrelevant, the court must explain why. Failure to do so can result in
remand. See, for exampleSabinsa Corp. v. Creative Compoun@89 F.3d 175 (3d Cir. 2010),
which reviewed a didrict court opinion that addressed only three of the tenLapp factors
OOAA AU OEA 4EEOA #EOAOEO8 4EA 4EEOA #EOAOEO Agbi Al
may find that certain of the Lapp factors are inapplicable or unhelpful in a particularcase,
the court must still explain its choice not to employ those factors. Here, the District Court
failed to explain whether it viewed these remaining factors as neutral or irrelevant or how it
xAECEAA AT A AAI AT AAAId GiEL83. Fintli i CA EG EAMO MM T AX8®BO x AOA C
O1 A E Obit,Ghk Atird Circuit declined to remand. Instead, it considered each of the ten
Lappfactors and reversed.

7. A Two-DimensionalModel of Trademark Scope Trademark lawyers typically speak of
trademarks intwi AET AT OET T Oh A Gore&l OO EAM OWGBGA A fOrdedA WOAAAIT AOE
hardware, but not for bandage8 drom this we can derive a simple twedimensional model
of trademark infringement, as in the figure below.SeeBarton Beebe,The Semiotic Analysiof
Trademark Law 51 UCLAL. Rev. 621, 654-655 (2004) This model conceives of any given
trademark as forming a point in a twedimensional features space consisting of a trademark
dimension and a goods/services dimension. The trademark dimension consisof a
collapsed, onedimensional continuum of all possible marks arranged according to
OEIiI El AOEOEAO 1T &£ 001 61 Anh OEGEOh AT A 1 AATET ¢80 4EA <
of a onedimensional continuum of all possible goods and services arrangeaccording to
their degree of similarity.

43
V5.0/ 2018-07-18



Beebe z Trademark Law: An OperSource Caseboolkg Part I

BEST —

------- stout, BESS)
BESS — (stout, )

Trademark

: : i(stolut, BASS) (loafers, BASS)
Dimension Bane *

BASS  —

BOSS —

BASE —

I I | —\—T

pilsner ale stout loafers

A

Goods/Services Dimension

Distance in this features space is a measure of two concepts. First, distance is a
measure of difference. The distance between any two points represents the degree of
difference between them. Second, and med, distance is a measure of the likelihood of
consumer confusion. The closer two points are in features space, the greater the proportion
of consumers in the relevant consumer population who will likely confuse them.

As we have seen, in order to prevarnconsumer confusion as to source, trademark law
invests a trademarkproduct combination with some broader scope of protection extending
out from the point the combination forms in this features space. Otherwise, a competitor
could come very near to thapoint, as in stout, BAS3 or (ale, Bos$ in the above figure and, by
confusing some proportion of consumers as to source, unfairly appropriate as to those
consumers the goodwill of theBAssale brand.The closer a junior use® trademark-product
combination comes to the trademarkproduct combination of a senior user, the greater the
proportion of consumers who will confuse the junio® with the senior® use. At some
proximity to the senior® use, trademark law declares that too high a proportion of
consumers are or will be confused, and establishes a border, a property line, inside of which
no competitor may come. This border, enveloping any given trademark, describes the scope
of that trademark® protection and the extent of the produce® property right.

For exceptionally welkknown marks, what might be the shape of the ma& scope in
this features space? Would it matter where the mark falls on th&bercrombiespectrum?
What would be the shape of the scope of protection fococacoL# Can any otherifm
reasonably use that mark on any other good or service? What would be the shape of the
scope ofForbfor automobiles or AppLEfor high technology goods and services?

3. Further Examples of the Application of the Multifactor Test for the
Likelihood of C onfusion Test

The application of the multifactor test for the likelihood of confusion is often highly
fact-specific. String citations of cases finding confusion and othaeemingly similar cases
finding no confusion may give the impression that the tessiunpredictable. See, e.gBank of
Texas v. Commerce Southwest,.]ri41l F.2d 785, 223 U.S.P.Q. 1174 (Fed. Cir. 19&8NK OF
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TEXASand BANC TEXAgound not confusing); Laurel Capital Group, Inc. v. BT Fin. Corg5 F.

Supp. 2d 469 (W.D. Pa. 1999)LAUREL SAVINGS BANBNd LAUREL BANKfound confusing);

Popular Bank of Fla. v. Banco Popular de Puerto Rig@o-. Supp. 2d 1347 (S.D. Fla. 1998)

(POPULAR BANKaNd BANCO POPULAfound confusing); Wachovia Bank and Trust Co. v. Crown

National Bancorp, 27 U.S.[).2d 1698 (W.D.N.C. 1993WACHOVIA CROWN ACCRUand CROWN

AccouNTound not confusing). However, close attention to the facts of each case would show

TT OECT EZEAAT O ET AT T OEOOAT AEAO ET OEA AT 00006
Adding to the difficulty is that there are no tear rules for when marks are too similar or

not similar enough to trigger liability. Good trademark lawyers tend to build up over time a

feel for what courts will likely find infringing in light of all the facts of the case Provided

below are brief sunmaries of a few more cases in which courts found or did not find

confusion to try to impart to those new to trademark law somdurther sense ofthe diverse

OAOEAOQOU T &£ Ai 1T OEAROAOCETT O OEAO AAT A1 OAO ET Ol
1. InHero Nutritionals LLC v. Nutraceutical CorpNo. 11 Civ. 1195, 2013 WL 4480674

(C.D. Cal. Aug. 16, 2013), the plaintiff produced nutritional supplements for children under

the registered marks yumml and Yumml BEARS The defendant began to produce vitami

p2!

e

O00DPDI Al AT 00 1 ARMIG RAOIGEE OATIHTU 8# 4EA OOAAA AOAOOAC

products are shown below.

In finding no confusion after a bench trial, the court summarized its multifactor
analysis:

The balance of theSleekcraft factors does notdemonstrate a likelihood of

confusion between( AOT AOEO AT A . OOOAAADOEAAI o0 OOA
( AOimarks are weak and entitled only to a narrow scope of protection.

11 OET OGE OEA xI1 OAO 090iiuUus AT A OUOIITES& AOA

of the marks, including the packaging, labeling, designs, and house marks, are
AEOOEI EIl AO8 #11 001 AOO 1T £ AEEI AOAT 860 OEOAI
more careful and discriminating than the average shopper. Despite years of
coexistence in the market, thee was no showing of actual confusion, nor has

Hero offered a survey to show actual confusion. Other than knowledge of the

YUMMI BEARS markiHero has made no showing that Nutraceutical's use of

090i iU "OiiTUd xAO AITTA ET AAA of£MMEOIE Ox EOE
good will. Although the products at issue are competitive and are generally

sold in the same trade channel, these factors do not outweigh the other
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considerations leading to the ultimate conclusion that there is no likelihood of
confusion.

Id. & *8.

2. InEli Lilly & Co. v. Nat. Answers, In86 F. Supp. 2d 834 (S.D. Ind.), aff'd, 233 F.3d 456
(7th Cir. 2000), the plaintiff produced an antidepressant under the registered markRrROzAC
The defendant produced an herbal drug under the nameERBR@ACthat it claimed promoted
OiTT A Al AOGAOGET 186 yT EETAET C A TEEAITEETTA T £ AT T A
a preliminary injunction, the district court summarized its multifactor analysis:
Considering all the factors as set forth abovéhe court concludes that Lilly has
shown an unusually strong case on the issue of likelihood of confusion. Most
important here are the unusual strength of Lilly's PROZAC® mark, the strong
similarity between PROZAC® and HERBROZAC, and defendant's intentiona
selection of the HERBROZAC name precisely because of its similarity to
PROZAC® for the purpose of suggesting an association or affiliation between
OEA DOiI AOAOO8 ' AA OI OEEO I EGOOOA OEA EAEOI U Al
two products, especiallyas pharmaceutical companies expand into the herbal
and dietary supplement business, and Lilly has made a powerful showing of
likelihood of success on its claim for trademark infringement.

Id. at 846.

3. InKate Spade LLC v. Saturdays Surf LB60 F. Supp2d 639 (S.D.N.Y. 2013), the
bl AET OEZAZLZ DOI AOAAA DPOEI AOEI| WATURBNYSGSORF AYDEhA OAT  O1 AAO
AAEAT AAT O 1 AOT AEAA A 1T ETA 1 &£ kxik ishhdeds@rurdad DA OAT  O1 A
%BAi D1 A0 T £ OEA PAOOEAOSE AvibdoWOEOA OOAO T £ OEAEO i

\ KATE SPADE

SATURDAYS  SAT{JRDAY
Y

In finding no likelihood of confusion after a bench trial, the court summarized its
multifactor analysis:

After considering and weighing each of the Polaroid factors, | conclude that

Saturdays Surf NYC has not shown a likelihood of confusioby a

preponderance of the credible evidence. | am particularly persuaded by the

relative weakness of the word that the two marks share, the significant

AEOOAT AA AAOxAAT OEA T1TAT80 AT A xi T AT 80 bOi AOA
inclusion of the famous house markKate Spade, in its Kate Spade Saturday

mark.

Id. at 648

4. In the relatively straightforward case ofNikon, Inc. v. Ikon Corp987 F.2d 91 (2d Cir.
1993), the plaintiff was a world-famous producer of highquality cameras under the mark
NIKON The defedant was a lesser known seller of lowcost cameras under the markkoN.
4EA AT OOO &I OT A Ail £ZOOCEI 14 O! PPI UET ¢ OEA EAAOO £ ¢
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exception of actual confusion, weighs heavily in favor of Nikon. And there was some

evidenceoE AAOOAIT 1dAdt9%6£OOCET 1 86
5. InSpring Mills, Inc. v. Ultracashmere House, . t89 F.2d 1127 (2d Cir. 1982), the

plaintiff produced under the mark ULTRASUEDEONONn-woven suedel EEA AAAOEAO8Hh 1| AAA
embedding polyester fibers in a polyurethane sh& Ol@. at 1128. The plainitff sold the fabric

at wholesale to apparel manufacturers. The defendant produced under the mark
ULTRACASHMEREashmerelike fabric consisting of spun rayon. The district court had found

no confusion. The Second Circuit notkin particular the similarity (as shown below) of the

AAEAT AAT 660 EAT COAcCO O1I OEA bl AEIOGDE A&RGh OAIADA £ O1
emphasis on the small legends on the hang tags which identified the manufacturers of the

Ox1 AAA &ABD Fdérthermore, with respect to the bad faith factor, the court stated

that OEO EO OEOOOAI T U AAOOAET OEAO AAEAT AAT OO AAT POAA
purpose than to obtain a free ride on the good reputation of their successful competitaid.

at 1134. In finding infringement, the Second Circuit was careful to limit its holding and

provided specific instructions to the district court on the nature of the injunction it should

craft:

We therefore hold that, in the context and under the cinemstancesabove
described, defendants are liable under section 32(1) of the Lanham Act, but we
emphasize that we are not holding that Spring Mills has any exclusive
OOAAAI AOE OECEOO OI OEA OOCA 1T £ OEA POAZE®D 051 00/
fabricnamed T OEAO OEAT OOOAAAGS8
In light of our findings, we reserve for the district court the task of
devising an appropriate injunction. It is our suggestion that the district court
fashion a remedy in such a way that the defendants, so long as they use the
tradAl AOE O51 OOAAAOEI AOAd ji1 O AT U OOAOGOAT OEAI T U
products, in trade dress, in advertisements or in promotional literature, be
required to include in these items a statement, in appropriate form, to the
AEEAAOG OEAO O51 $&arktAdircaRy whywdtdeiterQltrasiiede, A
Spring Mills, Inc. or Skinner.
Id. at 1136. (Even in cases in which courts have found infringement, there may be more to
the story than that simple finding).

"ihe lengé\E

3 Sk’”m‘ coutufe fobre UL TRACASHME AE HOUSE, LTD
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4. Survey Evidence and the Likelihood of Confusi on

It is often said that survey evidence is routinely submitted in trademark litigation,
particularly on the issue of consumer confusion. In a statement before Congress, the
i AOEAAT " AO ! O0O1T AEAOCETT 1T EEAOAA A Owe®EBAAI
traditionally one of the most classic and most persuasive and most informative forms of trial
evidence that trademark lawyers utilize in both prosecuting and defending against
OOAAAT AOE Al AEIl O Committe® FNE io AdenddtheDEedegrademark
Dilution Act: Hearing Before the Subcomm. on Courts, the Internet, and Intellectual Property of
the Comm. on the Judiciaryl08th Cong. 14 (2004) (statement of Robert W. Sacoff, Chair,
Section of Intellectual Property Law, American Bar Associati). In fact, empirical work
suggests that survey evidence plays a surprisingly small role in decidingost trademark
cases. See Barton Beebe, An Empirical Study of the Multifactor Tests for Trademark
Infringement, 94 CaLIF. L. REv. 1581, 164142 (2006). The author studied all federal court
opinions applying a likelihood of confusion multifactor test over a fiveyear period from
2000 to 2004 and found that only 65 (20%) of the 331 opinions addressed survey evidence,
34 (10%) credited the survey evidence, an@4 (7%) ultimately ruled in favor of the outcome
that the credited survey evidence itself favored. Eleven (24%) of the 46 bench trial opinions
addressed survey evidence (with eight crediting it), while 24 (16%) of the 146 preliminary
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injunction opinions addressed survey evidence (with 12 crediting it).ld. See alsdrobert C.

Bird & Joel H. SteckelThe Role of Consumer Surveys in Trademark Infringement: Empirical

Evidence from the Federal Courtd4 PeNN. J.Bus L. 1013 (2012) (finding that survey

evidenAA EO ET £ZOANOAT O1 U OOAA ET OOAAAI AOE 1 EOECAOQEI
submission of a survey by a defendant appears to help its case, while a plairsiffomitted

O000AU AAT bDi OAT OEAI T U EOOO EOButskdDaisatgE OEA AT 00O
Howard Marmorstein, The Effect of Consumer Surveys and Actual Confusion Evidence in

Trademark Litigation: An Empirical Assessmen®9 TRADEMARK REP. 1416 (2009) (finding

survey evidence presented in onghird of the opinions studied and that survey @idence had

a substantial impact in cases involving dissimilar goodsff Shari Seidman Diamond & David

Franklyn, Trademark Surveys: An Undulating PatB2 TExAsL. Rev. 2029 (2014) (concluding

based on a survey of trademark practitioners that surveys caperform a significant role in

settlement negotiations).

Nevertheless, in the small subset dirademark cases involvinghigh-stakes litigation or
one or more wellfunded parties, survey evidence is customary, so much so that courts will
Ol I AGET AO ABMMA-OOAT EO ZAOAT AA6 ACAET OO Sée, eRAOOU Al O £
Eagle Snacks, Inc. v. Nabisco Brandsg8lfic ¢cuv &8 30PP8 uvxph uvygo | $8.8*8
trademark owner to run a survey to support its claims of brand significance and/or
likelihood of confusion, where it has the financial means of doing so, may give rise to the
inference that the contents of the survey would be unfavorable, and may result in the court
AAT UET C bOiAséeEelgAEDIE QSN and Equipment Co. v. Champ Fr&traightening
Equipmentin8 h wx &8cA @uth o¢oep jTOE #EO8 pwweq j O! AODOAI
survey evidence, but contrary to [defendan®] suggestion, survey evidence is not necessarily
the best evidence of actual confusion and surveys are notquired to prove likelihood of
AT 1T £O00CET 18608
When litigants do present survey evidence, courfsanalysis of this evidence can be
painstaking, especially when the litigants present dueling survey expertsin the following
opinion, Smith v. WalMart Stores, Inc, 537 F.Supp.2d 1302 (N.D.Ga. 2008)¢ declaratory
plaintiff Charles Smith sought to criticize WalMart®& effect on American communities and
workers by likening the retailer to the Nazi regime and, after WaMart sent Smith two cease
and desist ktters, to Al Qaeda. In particular, Smith created and sold online through
CafePress.com-OEEOOO AT A 1T OEAO 1 AOAEAT AEOA EIT AT OPT OAOQET ¢
various Nazi insignia (shown below) I O OEA GRAOA A AGh7 Adus Alogdhd and
images (shownbelow). WalMart produced survey evidence to support the proposition that
American consumers would believe that WaMart was selling the tshirts or had otherwise
authorized their sale, or that in any case, Smifla conduct tarnished WalMart® trademark.
Both parties moved for summary judgmentExcerpted below is Judge Timothy Batten, $.
extraordinarily fine analysis of the surveys before him, which he conducted under the
OAAOOAT Al T £ZO0O0CET T 06 AEAAOI O 1T &£ OEA | ObnbsEioEAAOT O OAOO
The analysis is lengthy and very detailed, but it is one with which a serious student of
trademark litigation should be familiar.

A few additional preliminary comments. First, the surveys at issueare modified forms
of the Eveready£l O A fikélihodel ofconfusion surveys, based on the caddnion Carbide
Corp. v. EveReady, InG.531 F.2d 366(7th Cir. 1976), in which the Seventh Circuit credited
two surveys as strong evidence of the likelihood of confusion(Notwithstanding the spelling
oE Om@A@ U6 ET OEA AADOEIT 1T &£ OEA AAOAR 1100 Al i1 AT
OEA OOOOAU mle@ddy®ED OA @THBNRYsPresented their respondents with
the defendan® DOT AOAOO AT A AOCEAAR ET AQgiekeiddants O7 ET AT UT
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