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II. Trademark Infringement  

In this Part, we consider the infringement of trademark rights under certain sections of 

the Lanham Act: 

¶ § 32, 15 U.S.C. § 1114 (likelihood of confusion with respect to registered marks) 

¶ § 43(a), 15 U.S.C. § 1125(a) (likelihood of confusion with respect to registered or 

unregistered marks) 

¶ § 43(c), 15 U.S.C. § 1125(c) (likelihood of dilution with respect to registered or 

unregistered marks) 

¶ § 43(d), 15 U.S.C. § ρρςυɉÄɊ ɉȰÃÙÂÅÒÓÑÕÁÔÔÉÎÇȱ ÏÆ ÒÅÇÉÓÔÅÒÅÄ ÏÒ ÕÎÒÅÇÉÓÔÅÒÅÄ ÍÁÒËÓɊ 

Note that the test for likelihood of confusion under § 32 is now essentially the same as 

the test for likelihood of confusion under § 43(a), and courts often cite to case law under one 

section interchangeably with case law under the other.  When owners of registered marks 

plead likelihood of confusion, they typically do so under both § 32 and § 43(a) in the event 

that some defect is discovered in their registration.  Such plaintiffs may also plead under 

both sections in order to avail themselves of the slightly broader language of § 43(a), though, 

again, courts typically treat § 32 and § 43(a) as essentially interchangeable. 

Courts have set forth the elements of a trademark infringement claim in a variety of 

ways.  For example, with respect to a claim based on a likelihood of confusion under either 

or both of § 32 and § 43(a), courts have stated: 

¶ Ȱɍ4ɎÏ ÓÕÃÃÅÅÄ ÉÎ Á ,ÁÎÈÁÍ !ÃÔ ÓÕÉÔ ÆÏÒ ÔÒÁÄÅÍÁÒË ÉÎÆÒÉÎÇÅÍÅÎÔȟ Á ÐÌÁÉÎÔÉÆÆ ÈÁÓ Ô×Ï 

obstacles to overcome: the plaintiff must prove that its mark is entitled to 

protection and, even more important, that the defendantȭs use of its own mark will 

likely cause confusion with plaintiffȭÓ ÍÁÒËȢȱ Gruner + Jahr USA Publȭg v. Meredith 

Corp., 991 F.2d 1072, 1074 (2d Cir. 1993). 

¶ Ȱ4Ï ÐÒÅÖÁÉÌ ÏÎ Á ÃÌÁÉÍ ÏÆ ÔÒÁÄÅÍÁÒË ÉÎÆÒÉÎÇÅÍÅÎÔ ÕÎÄÅÒ ÔÈÅ ,ÁÎÈÁÍ !ÃÔȟ ρυ 5Ȣ3Ȣ#Ȣ 

§ 1114, a party must prove: (1) that it has a protectible ownership interest in the 

mark; and (2) that the defendantȭs use of the mark is likely to cause consumer 

ÃÏÎÆÕÓÉÏÎȢȱ  Network Automation, Inc. v. Advanced Systems Concepts, Inc., 638 F.3d 

1137, 1144 (9th Cir. 2011) (citations omitted). 

¶ Ȱ4o establish trademark infringement under the Lanham Act, a plaintiff must 

prove: (1) that it owns a valid mark; (2) that the defendant used the mark Ȭin 

commerceȭ and without plaintiff ȭs authorization; (3) that the defendant used the 

mark (or an imitation of it) Ȭin connection with the sale, offering for sale, 

distribution, or advertisingȭ of goods or services; and (4) that the defendantȭs use of 

ÔÈÅ ÍÁÒË ÉÓ ÌÉËÅÌÙ ÔÏ ÃÏÎÆÕÓÅ ÃÏÎÓÕÍÅÒÓȢȱ Rosetta Stone v Google  Rosetta Stone Ltd. 

v. Google, Inc., 676 F.3d 144, 152 (4th Cir. 2012) (citations omitted). 

¶ Ȱ"ÏÔÈ ÉÎÆÒÉÎÇÅÍÅÎÔ ÁÎÄ ÆÁÌÓÅ ÄÅÓÉÇÎÁÔÉÏÎ ÏÆ ÏÒÉÇÉÎ ÈÁÖÅ ÆÉÖÅ ÅÌÅÍÅÎÔÓȢ 4Ï ÐÒÅÖÁÉÌ 

under either cause of action, the trademark holder must prove: (1) that it possesses 

a mark; (2) that the [opposing party] used the mark; (3) that the [opposing partyȭs] 

use of the mark occurred Ȭin commerceȭ; (4) that the [opposing party] used the 

mark Ȭin connection with the sale, offering for sale, distribution, or advertisingȭ of 

goods or services; and (5) that the [opposing party] used the mark in a manner 

ÌÉËÅÌÙ ÔÏ ÃÏÎÆÕÓÅ ÃÏÎÓÕÍÅÒÓȢȱ ,ÁÍÐÁÒÅÌÌÏ ÖȢ &ÁÌ×ÅÌÌȟ τςπ &ȢσÄ σπωȟ σρσ ɉτÔÈ #ÉÒȢ 

2005) (citations omitted).  
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Though the enumerations vary in their level of detail, these statements of the elements of a 

likelihood of confusion claim are all essentially the same. The plaintiff must prove that (1) it 

possesses exclusive rights in a mark and (2) the defendant has infringed those exclusive 

rights.  Our focus in Part I was on the first of these two basic elementsɂwhether there is a 

property right.  Our focus in this Part is on the second of these elementsɂwhether that right 

has been infringed. 

We begin in Part II.A by reviewing the requirement that, in order to be liable for 

ÔÒÁÄÅÍÁÒË ÉÎÆÒÉÎÇÅÍÅÎÔȟ Á ÄÅÆÅÎÄÁÎÔ ÍÕÓÔ ȰÕÓÅ ÉÎ ÃÏÍÍÅÒÃÅȱ Ôhe plaintiffȭÓ ÍÁÒË ȰÉÎ 

ÃÏÎÎÅÃÔÉÏÎ ×ÉÔÈ ÔÈÅ ÓÁÌÅȣÏÆ ÁÎÙ ÇÏÏÄÓ ÏÒ ÓÅÒÖÉÃÅÓȢȱ  7Å ÔÈÅÎ ÔÕÒÎ ÉÎ Part II.B to forms of 

infringement that are based on the likelihood of consumer confusion as to the source or 

sponsorship of the defendantȭs goods.  In Part II.C, we consider forms of infringement that 

are not based on consumer confusion, most notably trademark dilution.  In Part II.D, we turn 

to forms of relief for cybersquatting.  Finally, in Part II.E, we review the doctrine of 

secondary liability in trademark law. 

A. The Actionable Use Requirement  

)Î 0ÁÒÔ )Ȣ# ÁÂÏÖÅȟ ×Å ÁÄÄÒÅÓÓÅÄ ÔÈÅ ÒÅÑÕÉÒÅÍÅÎÔ ÔÈÁÔ Á ÔÒÁÄÅÍÁÒË Ï×ÎÅÒ ȰÕÓÅ ÉÎ 

ÃÏÍÍÅÒÃÅȱ ÔÈÅ ÍÁÒË ÉÎ ÏÒÄÅÒ ÔÏ ÅÓÔÁÂÌÉÓÈ ÒÉÇÈÔÓ ÉÎ ÔÈÅ ÍÁÒËȢ  (ÅÒÅȟ ×Å ÃÏÎÓÉÄÅÒ ÔÈÅ ȰÕÓÅ ÉÎ 

ÃÏÍÍÅÒÃÅȱ ÒÅÑÕÉÒÅÍÅÎÔ ÁÓ ÁÐÐÌÉÅÄ ÎÏÔ ÔÏ Ï×ÎÅÒÓȟ but to unauthorized users.  We do so 

because of the statutory language, shown in italics, in Lanham Act § 32 and § 43(a): 

 

Lanham Act § 32, 15 U.S.C. § 1114 

(1) Any person who shall, without the consent of the registrant-- (a) use in 

commerce any reproduction, counterfeit, copy, or colorable imitation of a 

registered mark in connection with the sale, offering for sale, distribution, or 

advertising of any goods or services on or in connection with which such use is 

likely to cause confusion, or to cause mistÁËÅȟ ÏÒ ÔÏ ÄÅÃÅÉÖÅȣÓÈÁÌÌ ÂÅ ÌÉÁÂÌÅ ÉÎ Á 

civil action by the registrant for the remedies hereinafter provided. 

 

Lanham Act § 43(a), 15 U.S.C. § 1125(a) 

(1) Any person who, on or in connection with any goods or services, or any 

container for goods, uses in commerce any word, term, name, symbol, or device, 

or any combination thereof, or any false designation of origin, false or 

misleading description of fact, or false or misleading representation of fact, 

which--(A) is likely to cause confusion, or to cause miÓÔÁËÅȟ ÏÒ ÔÏ ÄÅÃÅÉÖÅȣÓÈÁÌÌ 

be liable in a civil action by any person who believes that he or she is or is 

likely to be damaged by such act. 

 

Thus, for a defendant to be found liable, § 32 requires a showing that the defendant made a 

ȰÕÓÅ ÉÎ ÃÏÍÍÅÒÃÅȱ ÏÆ ÔÈe plaintiffȭÓ ÍÁÒË ȰÉÎ ÃÏÎÎÅÃÔÉÏÎ ×ÉÔÈ ÔÈÅ ÓÁÌÅȟ ÏÆÆÅÒÉÎÇ ÆÏÒ ÓÁÌÅȟ 

distribution, or advertising of any goods or services,ȱ and § 43(a) requires that the defendant 

ȰÕÓÅɍɎ ÉÎ ÃÏÍÍÅÒÃÅȱ ÔÈÅ ÐÌÁÉÎÔÉÆÆȭÓ ÍÁÒË ȰÉÎ ÃÏÎÎÅÃÔÉÏÎ with any goods or services, or any 

cÏÎÔÁÉÎÅÒ ÆÏÒ ÇÏÏÄÓȢȱ  ɉ,ÁÎÈÁÍ !ÃÔ § 43(c), addressing trademark dilution, similarly requires 

Á ÓÈÏ×ÉÎÇ ÔÈÁÔ ÔÈÅ ÄÅÆÅÎÄÁÎÔ ÍÁÄÅ Á ȰÕÓÅ ÏÆ Á ÍÁÒË ÏÒ ÔÒÁÄÅ ÎÁÍÅ ÉÎ ÃÏÍÍÅÒÃÅȢȱ ρυ 5Ȣ3Ȣ#Ȣ 

§ 1125(c)(1).  See Comment 2 at the conclusion of Part II.A.2 for a discussion of this 

language).  
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#ÏÕÒÔÓ ÈÁÖÅ ÁÎÁÌÙÚÅÄ ÔÈÅ ȰÕÓÅ ÉÎ ÃÏÍÍÅÒÃÅȱ ÌÁÎÇÕÁÇÅ ÄÉÆÆÅÒÅÎÔÌÙ ÆÒÏÍ ÈÏ× ÔÈÅÙȭve 

ÁÎÁÌÙÚÅÄ ÔÈÅ ȰÉÎ ÃÏÎÎÅÃÔÉÏÎ ×ÉÔÈȱ ÌÁÎÇÕÁÇÅȢ  7Å ÔÕÒÎ ÆÉÒÓÔ ÔÏ ÔÈÅ ÑÕÅÓÔÉÏÎ ÏÆ ÄÅÆÅÎÄÁÎÔȭÓ ȰÕÓÅ 

ÉÎ ÃÏÍÍÅÒÃÅȢȱ 

1. DefendantȭÓ Ȱ5ÓÅ ÉÎ #ÏÍÍÅÒÃÅȱ 

It is clear enough that the various infringement sections of the Lanham Act all require a 

ÓÈÏ×ÉÎÇ ÔÈÁÔ ÔÈÅ ÄÅÆÅÎÄÁÎÔ ÈÁÓ ÍÁÄÅ Á ȰÕÓÅ ÉÎ ÃÏÍÍÅÒÃÅȟȱ ÉÆ ÏÎÌÙ ÔÏ ÓÁÔÉÓÆÙ ÔÈÅ 

ÃÏÎÓÔÉÔÕÔÉÏÎÁÌ ÌÉÍÉÔÁÔÉÏÎ ÏÎ #ÏÎÇÒÅÓÓÉÏÎÁÌ ÐÏ×ÅÒȟ ÂÕÔ ×ÈÁÔ ÃÏÎÓÔÉÔÕÔÅÓ ÓÕÃÈ Á ȰÕÓÅ ÉÎ 

commerceȱȩ  !Ó ×Å ÄÉÓÃÕÓÓÅÄ ÉÎ 0ÁÒÔ )Ȣ#ȟ ,ÁÎÈÁÍ !ÃÔ § 45, 15 U.S.C. § 1127, offers a 

definition of this phrase: 

4ÈÅ ÔÅÒÍ ȰÕÓÅ ÉÎ ÃÏÍÍÅÒÃÅȱ ÍÅÁÎÓ ÔÈÅ ÂÏÎÁ ÆÉÄÅ ÕÓÅ ÏÆ Á ÍÁÒË ÉÎ ÔÈÅ ÏÒÄÉÎÁÒÙ 

course of trade, and not made merely to reserve a right in a mark. For purposes 

of this Act, a mark shall be deemed to be in use in commerceɂ 

(1) on goods when-- 

(A) it is placed in any manner on the goods or their containers or the 

displays associated therewith or on the tags or labels affixed thereto, or if 

the nature of the goods makes such placement impracticable, then on 

documents associated with the goods or their sale, and 

(B)the goods are sold or transported in commerce, and  

(2) on services when it is used or displayed in the sale or advertising of 

services and the services are rendered in commerce, or the services are 

rendered in more than one State or in the United States and a foreign country 

and the person rendering the services is engaged in commerce in connection 

with the services. 

The obvious problem, however, is that this definition appears to describe the kind of 

ȰÕÓÅ ÉÎ ÃÏÍÍÅÒÃÅȱ ÎÅÃÅÓÓÁÒÙ ÔÏ establish ÔÒÁÄÅÍÁÒË ÒÉÇÈÔÓ ÒÁÔÈÅÒ ÔÈÁÎ ÔÈÅ ËÉÎÄ ÏÆ ȰÕÓÅ ÉÎ 

ÃÏÍÍÅÒÃÅȱ ÎÅÃÅÓÓÁÒÙ ÔÏ infringe those rights.  In the opinion below, Rescuecom Corp. v. 

Google Inc., 562 F.3d 123 (2d Cir. 2009), the Second Circuit went to great lengths to arrive at 

this rather straightforward understanding of the § τυ ÄÅÆÉÎÉÔÉÏÎ ÏÆ ȰÕÓÅ ÉÎ ÃÏÍÍÅÒÃÅȢȱ  )Ô ÆÅÌÔ 

the need thoroughly to consider the issue because in a previous opinion, 1ɀ800 Contacts, Inc. 

v. WhenU.Com, Inc., 414 F.3d 400 (2d Cir. 2005), it had somehow failed to recognize that § 45 

was designed to address only the conduct of trademark owners rather than that of 

trademark infringers.  Rescuecom became one long, extended effort in trying to maintain 

appearances.  In reading through Rescuecom, consider the following questions: 

¶ What is the underlying policy concern that is animating this technical, even rather 

ÐÅÄÁÎÔÉÃ ÄÅÂÁÔÅ ÁÂÏÕÔ ÔÈÅ ÍÅÁÎÉÎÇ ÏÆ ȰÕÓÅ ÉÎ ÃÏÍÍÅÒÃÅȱȩ 

¶ Has the Second Circuit explicitly overruled i ts previous decision in 1-800 Contacts?  

What is the status of Rescuecomȭs Appendix?  What does it mean that, as the 

Rescuecom ÏÐÉÎÉÏÎ ÅØÐÌÁÉÎÓȟ ȰɍÔɎÈÅ ÊÕÄÇÅÓ ÏÆ ÔÈÅ 1ɀ800 panel have read this 

Appendix and have authorized us to state that ÔÈÅÙ ÁÇÒÅÅ ×ÉÔÈ ÉÔȱȩ 

¶ )Æ Á ÓÅÁÒÃÈ ÅÎÇÉÎÅ ÕÓÅÒ ÅÎÔÅÒÓ ÔÈÅ ×ÏÒÄ Ȱ!ÐÐÌÅȱ ÁÎÄ ÒÅÃÅÉÖÅÓ ÁÄÖÅÒÔÉÓÅÍÅÎÔÓ ÆÏÒ 

!ÎÄÒÏÉÄ ÐÈÏÎÅÓȟ ÈÁÓ ÔÈÅ ÓÅÁÒÃÈ ÅÎÇÉÎÅ ÉÔÓÅÌÆ ÍÁÄÅ Á ȰÕÓÅ ÉÎ ÃÏÍÍÅÒÃÅȱ ÏÆ !ÐÐÌÅȭs 

mark?  Asked perhaps another way, if a restaurant has given written instructions to 

its employees to respond to a consumerȭÓ ÏÒÄÅÒ ÆÏÒ 0ÅÐÓÉ ×ÉÔÈ ÔÈÅ ÓÔÁÔÅÍÅÎÔ Ȱ7Å 

ÏÆÆÅÒ #ÏËÅȱȟ ÈÁÓ ÔÈÅ ÒÅÓÔÁÕÒÁÎÔ ÍÁÄÅ Á ȰÕÓÅ ÉÎ ÃÏÍÍÅÒÃÅȱ ÏÆ ÔÈÅ Pepsi mark that 

could be the basis for an infringement cause of action? 
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Rescuecom Corp. v. Google Inc. 

562 F.3d 123 (2d Cir. 2009)  

LEVAL, Circuit Judge: 

[1] Appeal by Plaintiff Rescuecom Corp. from a judgment of the United States District 

Court for the Northern District of New York (Mordue, Chief Judge) dismissing its action 

against Google, Inc., under Rule 12(b)(6) for failure to state a claim upon which relief may be 

granted. Rescuecomȭs Complaint alleges that Google is liable under §§ 32 and 43 of the 

Lanham Act, 15 U.S.C. §§ 1114 & 1125, for infringement, false designation of origin, and 

dilution of Rescuecomȭs eponymous trademark. The district court believed the dismissal of 

the action was compelled by our holding in 1ɀ800 Contacts, Inc. v. WhenU.Com, Inc., 414 F.3d 

400 (2d Cir. 2ππυɊ ɉȰ1ɀ800ȱɊȟ ÂÅÃÁÕÓÅȟ ÁÃÃÏÒÄÉÎÇ ÔÏ ÔÈÅ ÄÉÓÔÒict courtȭs understanding of that 

opinion, Rescuecom failed to allege that GoogleȭÓ ÕÓÅ ÏÆ ÉÔÓ ÍÁÒË ×ÁÓ Á ȰÕÓÅ ÉÎ ÃÏÍÍÅÒÃÅȱ 

within the meaning of § 45 of the Lanham Act, 15 U.S.C. § 1127. We believe this 

misunderstood the holding of 1ɀ800. While we express no view as to whether Rescuecom 

can prove a Lanham Act violation, an actionable claim is adequately alleged in its pleadings. 

Accordingly, we vacate the judgment dismissing the action and remand for further 

proceedings. 

BACKGROUND 

[2] As this appeal follows the grant of a motion to dismiss, we must take as true the 

facts alleged in the Complaint and draw all reasonable inferences in favor of Rescuecom. 

Lentell v. Merrill Lynch & Co., Inc., 396 F.3d 161, 165 (2d Cir. 2005). Rescuecom is a national 

computer service franchising company that offers on-site computer services and sales. 

Rescuecom conducts a substantial amount of business over the Internet and receives 

between 17,000 to 30,000 visitors to its website each month. It also advertises over the 

Internet, using many web-based services, including those offered by Google. Since 1998, 

Ȱ2ÅÓÃÕÅÃÏÍȱ ÈÁÓ ÂÅÅÎ Á ÒÅÇÉÓÔÅÒÅÄ ÆÅÄÅÒÁÌ ÔÒÁÄÅÍÁÒËȟ ÁÎÄ ÔÈÅÒÅ ÉÓ ÎÏ ÄÉÓÐÕÔÅ ÁÓ ÔÏ ÉÔÓ 

validity. 

[3] Google operates a popular Internet search engine, which users access by visiting 

www.google.com. Using Googleȭs website, a person searching for the website of a particular 

entity in trade (or simply for information about it) can enter that entityȭs name or trademark 

into Googleȭs search engine and launch a search. Googleȭs proprietary system responds to 

such a search request in two ways. First, Google provides a list of links to websites, ordered 

in what Google deems to be of descending relevance to the userȭs search terms based on its 

proprietary algorithmsȣȢ  

[4] The second way Google responds to a search request is by showing context-based 

advertising. When a searcher uses Googleȭs search engine by submitting a search term, 

Google may place advertisements on the userȭs screen. Google will do so if an advertiser, 

having determined that its ad is likely to be of interest to a searcher who enters the 

particular term, has purchased from Google the placement of its ad on the screen of the 

searcher who entered that search term. What Google places on the searcherȭs screen is more 

than simply an advertisement. It is also a link to the advertiserȭs website, so that in response 

to such an ad, if the searcher clicks on the link, he will open the advertiserȭs website, which 

offers not only additional information about the advertiser, but also perhaps the option to 

purchase the goods and services of the advertiser over the Internet. Google uses at least two 

programs to offer such context-based links: AdWords and Keyword Suggestion Tool. 

[5] AdWords is Googleȭs program through which advertisers purchase terms (or 

keywords). When entered as a search term, the keyword triggers the appearance of the 
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advertiserȭs ad and link. An advertiserȭs purchase of a particular term causes the advertiserȭs 

ad and link to be displayed on the userȭs screen whenever a searcher launches a Google 

search based on the purchased search term.1 Advertisers pay Google based on the number of 

ÔÉÍÅÓ )ÎÔÅÒÎÅÔ ÕÓÅÒÓ ȰÃÌÉÃËȱ ÏÎ ÔÈÅ ÁÄÖÅÒÔÉÓement, so as to link to the advertiserȭs website. 

For example, using Googleȭs AdWords, Company Y, a company engaged in the business of 

furnace repair, can cause Google to display its advertisement and link whenever a user of 

Google launchÅÓ Á ÓÅÁÒÃÈ ÂÁÓÅÄ ÏÎ ÔÈÅ ÓÅÁÒÃÈ ÔÅÒÍȟ ȰÆÕÒÎÁÃÅ ÒÅÐÁÉÒȢȱ #ÏÍÐÁÎÙ 9 ÃÁÎ ÁÌÓÏ 

cause its ad and link to apÐÅÁÒ ×ÈÅÎÅÖÅÒ Á ÕÓÅÒ ÓÅÁÒÃÈÅÓ ÆÏÒ ÔÈÅ ÔÅÒÍ Ȱ#ÏÍÐÁÎÙ 8ȟȱ Á 

competitor of Company Y in the furnace repair business. Thus, whenever a searcher 

interested in purchasing furnace repair services from Company X launches a search of the 

term X (Company Xȭs trademark), an ad and link would appear on the searcherȭs screen, 

inviting the searcher to the furnace repair services of Xȭs competitor, Company Y. And if the 

searcher clicked on Company Yȭs link, Company Yȭs website would open on the searcherȭs 

screen, and the searcher might be able to order or purchase Company Yȭs furnace repair 

services. 

[6] In addition to AdWords, Google also employs Keyword Suggestion Tool, a program 

that recommends keywords to advertisers to be purchased. The program is designed to 

improve the effectiveness of advertising by helping advertisers identify keywords related to 

their area of commerce, resulting in the placement of their ads before users who are likely to 

be responsive to it. Thus, continuing the example given above, if Company Y employed 

Googleȭs Keyword Suggestion Tool, the Tool might suggest to Company Y that it purchase not 

ÏÎÌÙ ÔÈÅ ÔÅÒÍ ȰÆÕÒÎÁÃÅ ÒÅÐÁÉÒȱ ÂÕÔ ÁÌÓÏ ÔÈÅ ÔÅÒÍ Ȱ8ȟȱ ÉÔÓ ÃÏÍÐÅÔÉÔÏÒȭs brand name and 

trademark, so that Yȭs ad would appear on the screen of a searcher who searched Company 

Xȭs trademark, seeking Company Xȭs website. 

[7] Once an advertiser buys a particular keyword, Google links the keyword to that 

advertiserȭs advertisement. The advertisements consist of a combination of content and a 

link to the advertiserȭs webpage. Google displays these advertisements on the search result 

page either in the right margin or in a horizontal band immediately above the column of 

relevance-based search results. These advertisements are generally associated with a label, 

×ÈÉÃÈ ÓÁÙÓ ȰÓÐÏÎÓÏÒÅÄ ÌÉÎËȢȱ 2ÅÓÃÕÅÃÏÍ ÁÌÌÅÇÅÓȟ ÈÏ×ÅÖÅÒȟ ÔÈÁÔ Á ÕÓÅÒ ÍÉÇÈÔ ÅÁÓÉÌÙ ÂÅ ÍÉÓÌÅÄ 

to believe that the advertisements which appear on the screen are in fact part of the 

relevance-based search result and that the appearance of a competitorȭs ad and link in 

response to a searcherȭs search for Rescuecom is likely to cause trademark confusion as to 

affili ation, origin, sponsorship, or approval of service. This can occur, according to the 

Complaint, because Google fails to label the ads in a manner which would clearly identify 

them as purchased ads rather than search results. The Complaint alleges that when the 

sponsored links appear in a horizontal bar at the top of the search results, they may appear 

to the searcher to be the first, and therefore the most relevant, entries responding to the 

search, as opposed to paid advertisements. 

[8] Googleȭs objective in its AdWords and Keyword Suggestion Tool programs is to sell 

keywords to advertisers. Rescuecom alleges that Google makes 97% of its revenue from 

selling advertisements through its AdWords program. Google therefore has an economic 

incentive to increase the number of advertisements and links that appear for every term 

entered into its search engine. 

                                                             
1 Although we generally refer to a single advertiser, there is no limit on the number of 

advertisers who can purchase a particular keyword to trigger the appearance of their ads. 



Beebe  ɀ  Trademark Law: An Open-Source Casebook  ɀ  Part II 

    8 

V5.0/ 2018-07-18 

[9] Many of Rescuecomȭs competitors advertise on the Internet. Through its Keyword 

Suggestion Tool, Google has recommended the Rescuecom trademark to Rescuecomȭs 

competitors as a search term to be purchased. Rescuecomȭs competitors, some responding to 

Googleȭs recommendation, have purchased Rescuecomȭs trademark as a keyword in Googleȭs 

AdWords program, so thÁÔ ×ÈÅÎÅÖÅÒ Á ÕÓÅÒ ÌÁÕÎÃÈÅÓ Á ÓÅÁÒÃÈ ÆÏÒ ÔÈÅ ÔÅÒÍ Ȱ2ÅÓÃÕÅÃÏÍȟȱ 

seeking to be connected to Rescuecomȭs website, the competitorsȭ advertisement and link 

will appear on the searcherȭs screen. This practice allegedly allows Rescuecomȭs competitors 

to deceive and divert users searching for Rescuecomȭs website. According to Rescuecomȭs 

ÁÌÌÅÇÁÔÉÏÎÓȟ ×ÈÅÎ Á 'ÏÏÇÌÅ ÕÓÅÒ ÌÁÕÎÃÈÅÓ Á ÓÅÁÒÃÈ ÆÏÒ ÔÈÅ ÔÅÒÍ Ȱ2ÅsÃÕÅÃÏÍȱ ÂÅÃÁÕÓÅ ÔÈÅ 

searcher wishes to purchase Rescuecomȭs services, links to websites of its competitors will 

appear on the searcherȭs screen in a manner likely to cause the searcher to believe 

mistakenly that a competitorȭs advertisement (and website link) is sponsored by, endorsed 

by, approved by, or affiliated with Rescuecom. 

[10] The District Court granted Googleȭs 12(b)(6) motion and dismissed Rescuecomȭs 

claims. The court believed that our 1ɀ800 decision compels the conclusion that Googleȭs 

allegedly infringing activity does not involve use of Rescuecomȭs mark in commerce, which is 

an essential element of an action under the Lanham Act. The district court explained its 

decision saying that even if Google employed Rescuecomȭs mark in a manner likely to cause 

confusion or deceive searchers into believing that competitors are affiliated with Rescuecom 

and its mark, so that they believe the services of Rescuecomȭs competitors are those of 

Rescuecom, Googleȭs acÔÉÏÎÓ ÁÒÅ ÎÏÔ Á ȰÕÓÅ ÉÎ ÃÏÍÍÅÒÃÅȱ ÕÎÄÅÒ ÔÈÅ ,ÁÎÈÁÍ !ÃÔ ÂÅÃÁÕÓÅ ÔÈÅ 

competitorȭs advertisements triggered by Googleȭs programs did not exhibit Rescuecomȭs 

tradeÍÁÒËȢ 4ÈÅ ÃÏÕÒÔ ÒÅÊÅÃÔÅÄ ÔÈÅ ÁÒÇÕÍÅÎÔ ÔÈÁÔ 'ÏÏÇÌÅ ȰÕÓÅÄȱ 2ÅÓÃÕÅÃÏÍȭs mark in 

recommending and selling it as a keyword to trigger competitorȭs advertisements because 

the court read 1ɀ800 to compel the conclusion that this was an internal use and therefore 

ÃÁÎÎÏÔ ÂÅ Á ȰÕÓÅ ÉÎ ÃÏÍÍÅÒÃÅȱ ÕÎÄÅÒ ÔÈÅ ,ÁÎÈÁÍ !ÃÔȢ 

DISCUSSION 

[11] Ȱ4ÈÉÓ #ÏÕÒÔ ÒÅÖÉÅ×Ó de novo a district courtȭs grant of a motion to dismiss pursuant 

ÔÏ &ÅÄÅÒÁÌ 2ÕÌÅÓ ÏÆ #ÉÖÉÌ 0ÒÏÃÅÄÕÒÅ ρςɉÂɊɉφɊȢȱ PaineWebber Inc. v. Bybyk, 81 F.3d 1193, 1197 

(2d Cir. 1ωωφɊȢ 7ÈÅÎ ÒÅÖÉÅ×ÉÎÇ Á ÍÏÔÉÏÎ ÔÏ ÄÉÓÍÉÓÓȟ Á ÃÏÕÒÔ ÍÕÓÔ ȰÁÃÃÅÐÔ ÁÓ ÔÒÕÅ ÁÌÌ ÏÆ ÔÈÅ 

factual allegations set out in plaintiffȭs complaint, draw inferences from those allegations in 

the light most favorable to plaintiff, and conÓÔÒÕÅ ÔÈÅ ÃÏÍÐÌÁÉÎÔ ÌÉÂÅÒÁÌÌÙȢȱ Gregory v. Daly, 

243 F.3d 687, 691 (2d Cir. 2001) (citations omitted). 

I. Googleȭs Use of RescuecomȭÓ -ÁÒË 7ÁÓ Á Ȱ5ÓÅ ÉÎ #ÏÍÍÅÒÃÅȱ 

[12] Our court ruled in 1ɀ800 that a complaint fails to state a claim under the Lanham 

!ÃÔ ÕÎÌÅÓÓ ÉÔ ÁÌÌÅÇÅÓ ÔÈÁÔ ÔÈÅ ÄÅÆÅÎÄÁÎÔ ÈÁÓ ÍÁÄÅ ȰÕÓÅ ÉÎ ÃÏÍÍÅÒÃÅȱ ÏÆ ÔÈÅ ÐÌÁÉÎÔÉÆÆȭs 

ÔÒÁÄÅÍÁÒË ÁÓ ÔÈÅ ÔÅÒÍ ȰÕÓÅ ÉÎ ÃÏÍÍÅÒÃÅȱ ÉÓ ÄÅÆÉÎÅÄ ÉÎ ρυ 5Ȣ3Ȣ#Ȣ § 1127. The district court 

believed that this case was on all fours with 1ɀ800, and that its dismissal was required for 

the same reasons as given in 1ɀ800. We believe the cases are materially different. The 

allegations of Rescuecomȭs complaint adequately plead a use in commerce. 

[13] In 1ɀ800, the plaintiff alleged that the defendant infringed the plaintiffȭs trademark 

through its proprietary software, which the defendant freely distributed to computer users 

who would download and install the program on their computer. The program provided 

contextually relevant advertising to the user by generating pop-up advertisements to the 

user depending on the website or search term the user entered in his browser. Id. at 404ɀ05. 

&ÏÒ ÅØÁÍÐÌÅȟ ÉÆ Á ÕÓÅÒ ÔÙÐÅÄ ȰÅÙÅ ÃÁÒÅȱ ÉÎÔÏ ÈÉÓ ÂÒÏ×ÓÅÒȟ ÔÈÅ ÄÅÆÅÎÄÁÎÔȭs program would 

randomly display a pop-up advertisement of a company engaged in the field of eye care. 

Similarly, if the searcher launched a search for a particular company engaged in eye care, the 
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defendantȭs program would display the pop-up ad of a company associated with eye care. 

See id. at 412. The pop-up ad appeared in a separate browser window from the website the 

user accessed, and the defendantȭs brand was displayed in the window frame surrounding 

the ad, so that there was no confusion as to the nature of the pop-up as an advertisement, 

nor as to the fact that the defendant, not the trademark owner, was responsible for 

displaying the ad, in response to the particular term searched. Id. at 405. 

[14] Sections 32 and 43 of the Act, which we also refer to by their codified designations, 

15 U.S.C. §§ 1114 & 1125, inter alia, ÉÍÐÏÓÅ ÌÉÁÂÉÌÉÔÙ ÆÏÒ ÕÎÐÅÒÍÉÔÔÅÄ ȰÕÓÅ ÉÎ ÃÏÍÍÅÒÃÅȱ ÏÆ 

anotherȭÓ ÍÁÒË ×ÈÉÃÈ ÉÓ ȰÌÉËÅÌÙ ÔÏ ÃÁÕÓÅ ÃÏÎÆÕÓÉÏÎȟ ÏÒ ÔÏ ÃÁÕÓÅ ÍÉÓÔÁËÅȟ ÏÒ ÔÏ ÄÅÃÅÉÖÅȟȱ 

§ ρρρτȟ ȰÁÓ ÔÏ ÔÈÅ ÁÆfiliation ... or as to the origin, sponsorship or approval of his or her goods 

ɍÏÒɎ ÓÅÒÖÉÃÅÓ ȢȢȢ ÂÙ ÁÎÏÔÈÅÒ ÐÅÒÓÏÎȢȱ § 1125(a)(1)(A). The 1ɀ800 opinion looked to the 

ÄÅÆÉÎÉÔÉÏÎ ÏÆ ÔÈÅ ÔÅÒÍ ȰÕÓÅ ÉÎ ÃÏmÍÅÒÃÅȱ ÐÒÏÖÉÄÅÄ ÉÎ § 45 of the Act, 15 U.S.C. § 1127. That 

ÄÅÆÉÎÉÔÉÏÎ ÐÒÏÖÉÄÅÓ ÉÎ ÐÁÒÔ ÔÈÁÔ ȰÁ ÍÁÒË ÓÈÁÌÌ ÂÅ ÄÅÅÍÅÄ ÔÏ ÂÅ ÉÎ ÕÓÅ ÉÎ ÃÏÍÍÅÒÃÅ ȢȢȢ ɉςɊ ÏÎ 

services when it is used or displayed in the sale or advertising of services and the services 

ÁÒÅ ÒÅÎÄÅÒÅÄ ÉÎ ÃÏÍÍÅÒÃÅȢȱ ρυ 5Ȣ3Ȣ#Ȣ § 1127.2 Our court found that the plaintiff failed to 

ÓÈÏ× ÔÈÁÔ ÔÈÅ ÄÅÆÅÎÄÁÎÔ ÍÁÄÅ Á ȰÕÓÅ ÉÎ ÃÏÍÍÅÒÃÅȱ ÏÆ ÔÈÅ ÐÌÁÉÎÔÉÆÆȭs mark, within that 

definition.  

[15] At the outset, we note two significant aspects of our holding in 1ɀ800, which 

distinguish it from the present case. A key element of our courtȭs decision in 1ɀ800 was that 

under the plaintiffȭs allegations, the defendant did not use, reproduce, or display the 

plaintiff ȭs mark at all. The search term that was alleged to trigger the pop-up ad was the 

plainti ffȭs website address. 1ɀ800 noted, notwithstanding the similarities between the 

website address and the mark, that the website address was not used or claimed by the 

plaintiff as a trademark. Thus, the transactions alleged to be infringing were not transactions 

involving use of the plaintiffȭs trademark. Id. at 408ɀ09.3 1ɀ800 suggested in dictum that is 

highly relevant to our case that had the defendant used the plaintiffȭs trademark as the 

trigger to pop-up an advertisement, such conduct might, depending on other elements, have 

been actionable. 414 F.3d at 409 & n. 11. 

[16] Second, as an alternate basis for its decision, 1ɀ800 explained why the defendantȭs 

program, which might randomly trigger pop-up advertisements upon a searcherȭs input of 

the plaintiffȭÓ ×ÅÂÓÉÔÅ ÁÄÄÒÅÓÓȟ ÄÉÄ ÎÏÔ ÃÏÎÓÔÉÔÕÔÅ Á ȰÕÓÅ ÉÎ ÃÏmÍÅÒÃÅȟȱ ÁÓ ÄÅÆÉÎÅÄ ÉÎ § 1127. 

Id. at 408ɀ09. In explaining why the plaintiffȭÓ ÍÁÒË ×ÁÓ ÎÏÔ ȰÕÓÅÄ ÏÒ ÄÉÓÐÌÁÙÅÄ ÉÎ ÔÈÅ ÓÁÌÅ ÏÒ 

ÁÄÖÅÒÔÉÓÉÎÇ ÏÆ ÓÅÒÖÉÃÅÓȟȱ 1ɀ800 pointed out that, under the defendantȭs program, advertisers 

could not request or purchase keywords to trigger their ads. Id. at 409, 412. Even if an 

advertiser wanted to display its advertisement to a searcher using the plaintiffȭs trademark 

                                                             
2 The Appendix to this opinion discusses the applicability of § ρρςχȭÓ ÄÅÆÉÎÉÔÉÏÎ ÏÆ ȰÕÓÅ 

ÉÎ ÃÏÍÍÅÒÃÅȱ ÔÏ ÓÅÃÔÉÏÎÓ ÏÆ ÔÈÅ ,ÁÎÈÁÍ !ÃÔ ÐÒÏÓÃÒÉÂÉÎÇ ÉÎÆÒÉÎÇÅÍÅÎÔȢ 
3 We did not imply in 1ɀ800 that a website can never be a trademark. In fact, the 

opposite is true. See Trademark Manual of Examining Procedures § 1209.03(m) (5th ed. 

ςππχɊ ɉȰ! ÍÁÒË ÃÏÍÐÒÉÓÅÄ ÏÆ ÁÎ )ÎÔÅÒÎÅÔ ÄÏÍÁÉÎ ÎÁÍÅ ÉÓ ÒÅÇÉÓÔÒÁÂÌÅ ÁÓ Á ÔÒÁÄemark or 

ÓÅÒÖÉÃÅ ÍÁÒË ÏÎÌÙ ÉÆ ÉÔ ÆÕÎÃÔÉÏÎÓ ÁÓ ÁÎ ÉÄÅÎÔÉÆÉÅÒ ÏÆ ÔÈÅ ÓÏÕÒÃÅ ÏÆ ÇÏÏÄÓ ÏÒ ÓÅÒÖÉÃÅÓȢȱɊȠ see also 

Two Pesos, Inc. v. Taco Cabana, Inc., 505 U.S. 763, 768, 112 S.Ct. 2753, 120 L.Ed.2d 615 

(1992) (Section 43(a) of the Lanham Act protects unregistered trademarks as long as the 

mark could qualify for registration under the Lanham Act.); Thompson Med. Co., Inc. v. Pfizer 

Inc., 753 F.2d 208, 215ɀςρφ ɉςÄ #ÉÒȢ ρωψυɊ ɉÓÁÍÅɊȢ 4ÈÅ ÑÕÅÓÔÉÏÎ ×ÈÅÔÈÅÒ ÔÈÅ ÐÌÁÉÎÔÉÆÆȭÓ 

website address was an unregistered trademark was never properly before the 1ɀ800 court 

because the plaintiff did not claim that it used its website address as a trademark. 
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as a search term, the defendantȭs program did not offer this possibility. In fact, the defendant 

ȰÄÉÄ ÎÏÔ ÄÉsÃÌÏÓÅ ÔÈÅ ÐÒÏÐÒÉÅÔÁÒÙ ÃÏÎÔÅÎÔÓ ÏÆ ɍÉÔÓɎ ÄÉÒÅÃÔÏÒÙ ÔÏ ÉÔÓ ÁÄÖÅÒÔÉÓÉÎÇ ÃÌÉÅÎÔÓȢȢȢȢȱ Id. at 

409. In addition to not selling trademarks of others to its customers to trigger these ads, the 

ÄÅÆÅÎÄÁÎÔ ÄÉÄ ÎÏÔ ȰÏÔÈÅÒ×ÉÓÅ ÍÁÎÉÐÕÌÁÔÅ ×ÈÉÃÈ ÃÁÔÅÇÏÒÙ-related advertisement will pop up 

ÉÎ ÒÅÓÐÏÎÓÅ ÔÏ ÁÎÙ ÐÁÒÔÉÃÕÌÁÒ ÔÅÒÍÓ ÏÎ ÔÈÅ ÉÎÔÅÒÎÁÌ ÄÉÒÅÃÔÏÒÙȢȱ Id. at 411. The display of a 

particular advertisement was controlled by the category associated with the website or 

keyword, rather than the website or keyword itself. The defendantȭs program relied upon 

ÃÁÔÅÇÏÒÉÃÁÌ ÁÓÓÏÃÉÁÔÉÏÎÓ ÓÕÃÈ ÁÓ ȰÅÙÅ ÃÁÒÅȱ ÔÏ ÓÅÌÅÃÔ Á ÐÏÐ-up ad randomly from a predefined 

list of ads appropriate to that category. To the extent that an advertisement for a competitor 

of the plaintiff was displayed when a user opened the plaintiffȭs website, the trigger to 

display the ad was not based on the defendantȭs sale or recommendation of a particular 

trademark. 

[17] The present case contrasts starkly with those important aspects of the 1ɀ800 

decision. First, in contrast to 1ɀ800, where we emphasized that the defendant made no use 

whatsoever of the plaintiffȭs trademark, here what Google is recommending and selling to its 

advertisers is Rescuecomȭs trademark. Second, in contrast with the facts of 1ɀ800 where the 

ÄÅÆÅÎÄÁÎÔ ÄÉÄ ÎÏÔ ȰÕÓÅ ÏÒ ÄÉÓÐÌÁÙȟȱ ÍÕÃÈ ÌÅÓÓ ÓÅÌÌȟ ÔÒÁÄÅÍÁÒËÓ ÁÓ ÓÅÁÒÃÈ ÔÅÒÍÓ ÔÏ ÉÔÓ 

advertisers, here Google displays, offers, and sells Rescuecomȭs mark to Googleȭs advertising 

customers when selling its advertising services. In addition, Google encourages the purchase 

of Rescuecomȭs mark through its Keyword Suggestion Tool. Googleȭs utilization of 

Rescuecomȭs mark fits literally within the terms specified by 15 U.S.C. § 1127. According to 

the Complaint, Google uses and sells RescuecomȭÓ ÍÁÒË ȰÉÎ ÔÈÅ ÓÁÌÅ ȢȢȢ ÏÆ ɍ'ÏÏÇÌÅȭs 

ÁÄÖÅÒÔÉÓÉÎÇɎ ÓÅÒÖÉÃÅÓ ȢȢȢ ÒÅÎÄÅÒÅÄ ÉÎ ÃÏÍÍÅÒÃÅȢȱ § 1127. 

[18] Google, supported by amici, argues that 1ɀ800 suggests that the inclusion of a 

trademark in an internal computer directory cannot constitute trademark use. Several 

district court decisions in this Circuit appear to have reached this conclusion. See e.g., S & L 

Vitamins, Inc. v. Australian Gold, Inc., 521 F.Supp.2d 188, 199ɀ202 (E.D.N.Y.2007) (holding 

that use of a trademark in metadata did not constitute trademark use within the meaning of 

ÔÈÅ ,ÁÎÈÁÍ !ÃÔ ÂÅÃÁÕÓÅ ÔÈÅ ÕÓÅ ȰÉÓ ÓÔÒÉÃÔÌÙ ÉÎÔÅÒÎÁÌ ÁÎÄ ÎÏÔ ÃÏÍÍÕÎÉÃÁÔÅÄ ÔÏ ÔÈÅ ÐÕÂÌÉÃȱɊȠ 

Merck & Co., Inc. v. Mediplan Health Consulting, Inc., 425 F.Supp.2d 402, 415 (S.D.N.Y.2006) 

(holding that the internal use of a keyword to trigger advertisements did not qualify as 

trademark use). This over-reads the 1ɀ800 decision. First, regardless of whether Googleȭs 

use of Rescuecomȭs mark in its internal search algorithm could constitute an actionable 

trademark use, Googleȭs recommendation and sale of Rescuecomȭs mark to its advertising 

customers are not internal uses. Furthermore, 1ɀ800 did not imply that use of a trademark in 

a software programȭs internal directory precludes a finding of trademark use. Rather, 

influenced by the fact that the defendant was not using the plaintiffȭs trademark at all, much 

less using it as the basis of a commercial transaction, the court asserted that the particular 

use before it did not constitute a use in commerce. See 1ɀ800, 414 F.3d at 409ɀ12. We did 

not imply in 1ɀ800 that an alleged infringerȭs use of a trademark in an internal software 

program insulates the alleged infringer from a charge of infringement, no matter how likely 

the use is to cause confusion in the marketplace. If we were to adopt Google and its amiciȭs 

argument, the operators of search engines would be free to use trademarks in ways designed 

to deceive and cause consumer confusion.4 This is surely neither within the intention nor the 

letter of the Lanham Act. 

                                                             
4 &ÏÒ ÅØÁÍÐÌÅȟ ÉÎÓÔÅÁÄ ÏÆ ÈÁÖÉÎÇ Á ÓÅÐÁÒÁÔÅ ȰÓÐÏÎÓÏÒÅÄ ÌÉÎËÓȱ ÏÒ ÐÁÉÄ ÁÄÖÅrtisement 

ÓÅÃÔÉÏÎȟ ÓÅÁÒÃÈ ÅÎÇÉÎÅÓ ÃÏÕÌÄ ÁÌÌÏ× ÁÄÖÅÒÔÉÓÅÒÓ ÔÏ ÐÁÙ ÔÏ ÁÐÐÅÁÒ ÁÔ ÔÈÅ ÔÏÐ ÏÆ ÔÈÅ ȰÒÅÌÅÖÁÎÃÅȱ 
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[19] Google and its amici contend further that its use of the Rescuecom trademark is no 

ÄÉÆÆÅÒÅÎÔ ÆÒÏÍ ÔÈÁÔ ÏÆ Á ÒÅÔÁÉÌ ÖÅÎÄÏÒ ×ÈÏ ÕÓÅÓ ȰÐÒÏÄÕÃÔ ÐÌÁÃÅÍÅÎÔȱ ÔÏ ÁÌÌÏ× ÏÎÅ ÖÅÎÄÅÒ ÔÏ 

benefit from a competitorsȭ name recognition. An example of product placement occurs 

when a store-brand generic product is placed next to a trademarked product to induce a 

customer who specifically sought out the trademarked product to consider the typically less 

expensive, generic brand as an alternative. See 1ɀ800, 414 F.3d at 411. Googleȭs argument 

misses the point. From the fact that proper, non-deceptive product placement does not 

result in liability under the Lanham Act, ÉÔ ÄÏÅÓ ÎÏÔ ÆÏÌÌÏ× ÔÈÁÔ ÔÈÅ ÌÁÂÅÌ ȰÐÒÏÄÕÃÔ ÐÌÁÃÅÍÅÎÔȱ 

is a magic shield against liability, so that even a deceptive plan of product placement 

designed to confuse consumers would similarly escape liability. It is not by reason of 

absence of a use of a mark in commerce that benign product placement escapes liability; it 

escapes liability because it is a benign practice which does not cause a likelihood of 

consumer confusion. In contrast, if a retail seller were to be paid by an off-brand purveyor to 

arrange product display and delivery in such a way that customers seeking to purchase a 

famous brand would receive the off-brand, believing they had gotten the brand they were 

seeking, we see no reason to believe the practice would escape liability merely because it 

ÃÏÕÌÄ ÃÌÁÉÍ ÔÈÅ ÍÁÎÔÌÅ ÏÆ ȰÐÒÏÄÕÃÔ ÐÌÁÃÅÍÅÎÔȢȱ 4ÈÅ ÐÒÁÃÔÉÃÅÓ ÁÔÔÒÉÂÕÔÅÄ ÔÏ 'ÏÏÇÌÅ ÂÙ ÔÈÅ 

Complaint, which at this stage we must accept as true, are significantly different from benign 

product placement that does not violate the Act. 

[20] Unlike the practices discussed in 1ɀ800, the practices here attributed to Google by 

Rescuecomȭs complaint are that Google has made use in commerce of Rescuecomȭs mark. 

Needless to say, a defendant must do more than use anotherȭs mark in commerce to violate 

ÔÈÅ ,ÁÎÈÁÍ !ÃÔȢ 4ÈÅ ÇÉÓÔ ÏÆ Á ,ÁÎÈÁÍ !ÃÔ ÖÉÏÌÁÔÉÏÎ ÉÓ ÁÎ ÕÎÁÕÔÈÏÒÉÚÅÄ ÕÓÅȟ ×ÈÉÃÈ ȰÉÓ ÌÉËÅÌÙ ÔÏ 

cause confusion, or to cause mistake, or to deceive as to the affiliation, ... or as to the origin, 

sponsorship, or approval of ... goods [or] serviceÓȢȱ See 15 U.S.C. § 1125(a); Estee Lauder Inc. 

v. The Gap, Inc., 108 F.3d 1503, 1508ɀ09 (2d Cir. 1997). We have no idea whether Rescuecom 

can prove that Googleȭs use of Rescuecomȭs trademark in its AdWords program causes 

likelihood of confusion or mistake. Rescuecom has alleged that it does, in that would-be 

purchasers (or explorers) of its services who search for its website on Google are 

misleadingly directed to the ads and websites of its competitors in a manner which leads 

them to believe mistakenly that these ads or websites are sponsored by, or affiliated with 

Rescuecom. This is particularly so, Rescuecom alleges, when the advertiserȭs link appears in 

a horizontal band at the top of the list of search results in a manner which makes it appear to 

be the most relevant search result and not an advertisement. What Rescuecom alleges is that 

by the manner of Googleȭs display of sponsored links of competing brands in response to a 

search for Rescuecomȭs brand name (which fails adequately to identify the sponsored link as 

an advertisement, rather than a relevant search result), Google creates a likelihood of 

consumer confusion as to trademarks. If the searcher sees a different brand name as the top 

ÅÎÔÒÙ ÉÎ ÒÅÓÐÏÎÓÅ ÔÏ ÔÈÅ ÓÅÁÒÃÈ ÆÏÒ Ȱ2ÅÓÃÕÅÃÏÍȟȱ ÔÈÅ ÓÅÁÒÃÈÅÒ ÉÓ likely to believe mistakenly 

that the different name which appears is affiliated with the brand name sought in the search 

and will not suspect, because the fact is not adequately signaled by Googleȭs presentation, 

that this is not the most relevant response to the search. Whether Googleȭs actual practice is 

                                                                                                                                                                      

ÌÉÓÔ ÂÁÓÅÄ ÏÎ Á ÕÓÅÒ ÅÎÔÅÒÉÎÇ Á ÃÏÍÐÅÔÉÔÏÒȭÓ ÔÒÁÄÅÍÁÒËɂa functionality  that would be highly 

likely to cause consumer confusion. Alternatively, sellers of products or services could pay to 

have the operators of search engines automatically divert users to their website when the 

ÕÓÅÒÓ ÅÎÔÅÒ Á ÃÏÍÐÅÔÉÔÏÒȭÓ ÔÒÁÄemark as a search term. Such conduct is surely not beyond 

judicial review merely because it is engineered through the internal workings of a computer 

program. 
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in fact benign or confusing is not for us to judge at this time. We consider at the 12(b)(6) 

stage only what is alleged in the Complaint. 

[21] We conclude that the district court was mistaken in believing that our precedent in 

1ɀ800 requires dismissal. 

CONCLUSION 

[22] The judgment of the district court is vacated and the case is remanded for further 

proceedings. 

APPENDIX 

/Î ÔÈÅ -ÅÁÎÉÎÇ ÏÆ Ȱ5ÓÅ ÉÎ #ÏÍÍÅÒÃÅȱ ÉÎ 3ÅÃÔÉÏÎÓ χφ ÁÎÄ ψχ ÏÆ ÔÈÅ ,ÁÎÈÁÍ !ÃÔ5 

[23] In 1ɀ800 Contacts, Inc. v. WhenU.Com, Inc., 414 F.3d 400 (2d Cir. 2ππυɊ ɉ Ȱ1ɀ800ȱɊȟ 

our court followed the reasoning of two district court opinions from other circuits, UɀHaul 

Intȭl, Inc. v. WhenU.com, Inc., 279 F.Supp.2d 723 (E.D.Va.2003) and Wells Fargo & Co., v. 

WhenU.com, Inc., 293 F.Supp.2d 734 (E.D.Mich.2003), which dismissed suits on virtually 

identical claims against the same defendant. Those two district courts ruled that the 

defendantȭs conduct was not actionable under §§ 32 & 43(a) of the Lanham Act, 15 U.S.C. 

§§ 1114 & 1125(a), even assuming that conduct caused likelihood of trademark confusion, 

ÂÅÃÁÕÓÅ ÔÈÅ ÄÅÆÅÎÄÁÎÔ ÈÁÄ ÎÏÔ ÍÁÄÅ Á ȰÕÓÅ ÉÎ ÃÏÍÍÅÒÃÅȱ ÏÆ ÔÈÅ ÐÌÁÉÎÔÉÆÆȭs mark, within the 

definition of that phrase set forth in § 45 of the Lanham Act, 15 U.S.C. § 1127. In quoting 

definitional language of § 1127 that is crucial to their holdings, however, UɀHaul and Wells 

Fargo overlooked and omitted portions of the statutory text which make clear that the 

definition pr ovided in § 1127 was not intended by Congress to apply in the manner that the 

decisions assumed. 

[24] Our courtȭs ruling in 1ɀ800 that the Plaintiff had failed to plead a viable claim 

under §§ 1114 & 1125(a) was justified by numerous good reasons and was undoubtedly the 

correct result. In addition to the questionable ground derived from the district court 

opinions, which had overlooked key statutory text, our courtȭs opinion cited other highly 

persuasive reasons for dismissing the actionɂamong them that the plaintiff did not claim a 

trademark in the term that served as the basis for the claim of infringement; nor did the 

defendantȭs actions cause any likelihood of confusion, as is crucial for such a claim. 

[25] We proceed to explain how the district courts in UɀHaul and Wells Fargo adopted 

reasoning which overlooked crucial statutory text that was incompatible with their ultimate 

ÃÏÎÃÌÕÓÉÏÎȣȢ 

[Deleted here is the courtȭÓ ÌÅÎÇÔÈÙ ÄÉÓÃÕÓÓÉÏÎ ÏÆ ÔÈÅ ÈÉÓÔÏÒÙ ÏÆ ÔÈÅ ÐÈÒÁÓÅ ȰÕÓÅ ÉÎ 

ÃÏÍÍÅÒÃÅȱ ÉÎ ÔÈÅ ,ÁÎÈÁÍ !ÃÔ ÁÎÄȟ ÉÎ ÐÁÒÔÉÃÕÌÁÒȟ ÏÆ ÔÈÅ ρωψψ ÁÍÅÎÄÍÅÎÔ ÔÏ § 1127ȭs 

ÄÅÆÉÎÉÔÉÏÎ ÏÆ ȰÕÓÅ ÉÎ ÃÏÍÍÅÒÃÅȱɎȢ 

The Interpretation of § 1127ȭÓ $ÅÆÉÎÉÔÉÏÎ ÏÆ Ȱ5ÓÅ ÉÎ #ÏÍÍÅÒÃÅ ȱ ×ÉÔÈ 2ÅÓÐÅÃÔ ÔÏ Alleged 

Infringers 

[26] In light of the preceding discussion, how should courts today interpret the 

ÄÅÆÉÎÉÔÉÏÎ ÏÆ ȰÕÓÅ ÉÎ ÃÏÍÍÅÒÃÅȱ ÓÅÔ ÆÏÒÔÈ ÉÎ ρυ 5Ȣ3Ȣ#Ȣ § 1127, with respect to acts of 

infringement prescribed by §§ 1114 and 1125(a)? The foregoing review of the evolution of 

the Act seems to us to make clear that Congress did not intend that this definition apply to 

the sections of the Lanham Act which define infringing conduct. The definition was rather 

                                                             
5 )Î ÔÈÉÓ ÄÉÓÃÕÓÓÉÏÎȟ ÁÌÌ ÉÔÅÒÁÔÉÏÎÓ ÏÆ ÔÈÅ ÐÈÒÁÓÅ ȰÕÓÅ ÉÎ ÃÏÍÍÅÒÃÅȱ ×ÈÅÔÈÅÒ ÉÎ ÔÈÅ ÆÏÒÍ 

ÏÆ Á ÎÏÕÎ ɉÁ ȰÕÓÅ ÉÎ ÃÏÍÍÅÒÃÅȱɊȟ Á ÖÅÒÂ ɉȰÔÏ ÕÓÅ ÉÎ ÃÏÍÍÅÒÃÅȱɊȟ ÏÒ ÁÄÊÅcÔÉÖÅ ɉȰÕÓÅÄ ÉÎ 

ÃÏÍÍÅÒÃÅȱɊȟ ÁÒÅ ÉÎÔÅÎÄÅÄ ×ÉÔÈÏÕÔ ÄÉÓÔÉÎÃÔÉÏÎ ÁÓ ÉÎÓÔÁÎÃÅÓ ÏÆ ÔÈÁÔ ÐÈÒÁÓÅȢ 
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intended to apply to the sections which used the phrase in prescribing eligibility for 

registration and for the Actȭs protections. However, Congress does not enact intentions. It 

enacts statutes. And the process of enacting legislation is of such complexity that 

understandably the words of statutes do not always conform perfectly to the motivating 

intentions. This can create for courts difficult problems of interpretation. Because pertinent 

amendments were passed in 1962 and in 1988, and because the 1988 amendment did not 

change the pre-existing parts of the definition in § 1127, but merely added a sentence, it 

seems useful to approach the question of the current meaning in two steps. First, what did 

this definition mean between 1962 and 1988ɂprior to the 1988 amendment? Then, how 

was the meaning changed by the 1988 amendment? 

[27] Between 1962 and 1988, notwithstanding the likelihood shown by the legislative 

history that Congress intended the definition to apply only to registration and qualification 

for benefits and not to infringement, a court addressing the issue nonetheless would 

probably have concluded that the section applied to alleged infringement, as well. Section 

ρρςχ ÓÔÁÔÅÓ ÔÈÁÔ ÉÔÓ ÄÅÆÉÎÉÔÉÏÎÓ ÁÐÐÌÙ ȰÕÎÌÅÓÓ ÔÈÅ ÃÏÎÔÒary is plainly apparent from the 

ÃÏÎÔÅØÔȢȱ /ÎÅ ×ÈÏ ÃÏÎÓÉÄÅÒÅÄ ÔÈÅ ÑÕÅÓÔÉÏÎ ÁÔ ÔÈÅ ÔÉÍÅ ÍÉÇÈÔ ×ÅÌÌ ÈÁÖÅ ×ÏÎÄÅÒÅÄ ×ÈÙ 

Congress would have provided this restrictive definition for acts of trademark infringement 

with the consequence that deceptive and confusing uses of anotherȭs mark with respect to 

goods would escape liability if the conduct did not include the placement of the mark on 

goods or their containers, displays, or sale documents, and with respect to services if the 

conduct did not include the use or display of the mark in the sale or advertising of the 

services. It is easy to imagine perniciously confusing conduct involving anotherȭs mark which 

does not involve placement of the mark in the manner specified in the definition. 

Nonetheless, in spite of those doubts, one could not havÅ ÓÁÉÄ ÉÔ ×ÁÓ ȰÐÌÁÉÎÌÙ ÁÐÐÁrent from 

ÔÈÅ ÃÏÎÔÅØÔȱ ÔÈÁÔ ÔÈÏÓÅ ÒÅÓÔÒÉÃÔÉÏÎÓ ÄÉÄ ÎÏÔ ÁÐÐÌÙ ÔÏ ÓÅÃÔÉÏÎÓ ÄÅÆÉÎÉÎÇ Énfringement. In all 

probability, therefore, a court construing the provision between 1962 and 1988 would have 

concluded that in order to be actionable under §§ 1114 or 1125(a) the allegedly infringing 

conduct needed to include placement of the mark in the manner specified in the definition of 

ȰÕÓÅ ÉÎ ÃÏÍÍÅÒÃÅȱ ÉÎ § 1127. 

[28] The next question is how the meaning of the § 1127 definition was changed by the 

1988 amendment, which, as noted, left the preexisting language about placement of the 

ÍÁÒË ÕÎÃÈÁÎÇÅÄȟ ÂÕÔ ÁÄÄÅÄ Á ÐÒÉÏÒ ÓÅÎÔÅÎÃÅ ÒÅÑÕÉÒÉÎÇ ÔÈÁÔ Á ȰÕÓÅ ÉÎ ÃÏÍÍÅÒÃÅȱ ÂÅ ȰÁ ÂÏÎÁ 

fide use in the ordinary course of trade, and noÔ ÍÁÄÅ ÍÅÒÅÌÙ ÔÏ ÒÅÓÅÒÖÅ Á ÒÉÇÈÔ ÉÎ Á ÍÁÒËȢȱ 

7ÈÉÌÅ ÉÔ ÉÓ ȰÐÌÁÉÎÌÙ ÁÐÐÁÒÅÎÔ ÆÒÏÍ ÔÈÅ ÃÏÎÔÅØÔȱ ÔÈÁÔ ÔÈÅ ÎÅ× ÆÉÒÓÔ ÓÅÎÔÅÎÃÅ ÃÁÎÎÏÔ ÒÅÁÓÏÎÁÂÌÙ 

apply to statutory sections defining infringing conduct, the question remains whether the 

addition of this new sentence changed the meaning of the second sentence of the definition 

without changing its words. 

[29] We see at least two possible answers to the question, neither of which is entirely 

satisfactory. One interpretation would be that, by adding the new first sentence, Congress 

changed the meaning of the second sentence of the definition to conform to the new first 

sentence, without altering the words. The language of the definition, which, prior to the 

addition of the new first sentence, would have been construed to apply both to sections 

defining infringement, and to sections specifying eligibility for registration, would change its 

meaning, despite the absence of any change in its words, so that the entire definition now no 

longer applied to the sections defining infringement. Change of meaning without change of 

words is obviously problematic. 

[30] The alternative solution would be to interpret the two sentences of the statutory 

definition as of different scope. The second sentence of the definition, which survived the 
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1988 amendment unchanged, would retain its prior meaning and continue to apply as before 

the amendment to sections defining infringement, as well as to sections relating to a mark 

ownerȭs eligibilit y for registration and for enjoyment of the protections of the Act. The new 

first sentence, which plainly was not intended to apply to infringements, would apply only to 

sections in the latter categoryɂthose relating to an ownerȭs eligibility to register its mark 

and enjoy the Actȭs protection. Under this interpretation, liability for infringement under 

§§ 1114 and 1125(a) would continue, as before 1988, to require a showing of the infringerȭs 

placement of anotherȭs mark in the manner specified in the second sentence of the § 1127 

ÄÅÆÉÎÉÔÉÏÎȢ )Ô ×ÏÕÌÄ ÎÏÔ ÒÅÑÕÉÒÅ Á ÓÈÏ×ÉÎÇ ÔÈÁÔ ÔÈÅ ÁÌÌÅÇÅÄ ÉÎÆÒÉÎÇÅÒ ÍÁÄÅ ȰÂona fide use of 

ÔÈÅ ÍÁÒË ÉÎ ÔÈÅ ÏÒÄÉÎÁÒÙ ÃÏÕÒÓÅ ÏÆ ÔÒÁÄÅȟ ÁÎÄ ÎÏÔ ÍÅÒÅÌÙ ÔÏ ÒÅÓÅÒÖÅ Á ÒÉÇÈÔ ÉÎ ÔÈÅ ÍÁÒËȢȱ /Î 

the other hand, eligibility of mark owners for registration and for the protections of the Act 

would depend on their showing compliance with the requirements of both sentences of the 

definition.  

[31] We recognize that neither of the two available solutions is altogether satisfactory. 

Each has advantages and disadvantages. At least for this Circuit, especially given our prior 1ɀ

800 precedent, which applied the second sentence of the definition to infringement, the 

latter solution, according a different scope of application to the two sentences of the 

definition, seems to be preferable.6 

[32] The judges of the 1ɀ800 panel have read this Appendix and have authorized us to 

state that they agree with it. At the same time we note that the discussion in this Appendix 

does not affect the result of this case. We assumed in the body of the opinion, in accordance 

with the holding of 1ɀ800, that the requirements of the second sentence of the definition of 

ȰÕÓÅ ÉÎ ÃÏÍÍÅÒÃÅȱ ÉÎ § 1127 apply to infringing conduct and found that such use in 

commerce was adequately pleaded. The discussion in this Appendix is therefore dictum and 

not a binding opinion of the court. It would be helpful for Congress to study and clear up this 

ambiguity. 

Questions and Comments 

1. The tamashÁ ÓÕÒÒÏÕÎÄÉÎÇ ÔÈÅ ÑÕÅÓÔÉÏÎ ÏÆ ÔÈÅ ÍÅÁÎÉÎÇ ÏÆ ȰÕÓÅ ÉÎ ÃÏÍÍÅÒÃÅȱ ×ÈÅÎ 

applied to the defendantȭs conduct, particularly in the search engine context, appears now to 

have ended.  In Network Automation Inc. v. Advanced Systems Concepts Inc., 638 F.3d 1137 

(9th Cir. 2011), the plaintiff sought a declaration of non-infringement for its purchase of 

search engine keywords, among them the defendantȭs trademark, that triggered sponsored 

links advertising the plaintiffȭs services.  The Ninth Circuit devoted one short paragraph to 

ÔÈÅ ÉÓÓÕÅ ÏÆ ȰÕÓÅ ÉÎ ÃÏÍÍÅÒÃÅȱ ÂÙ ÔÈÅ ÄÅÃÌÁÒÁÔÏÒÙ ÐÌÁÉÎÔÉÆÆȢ  4ÈÅ Network Automation court 

ÓÉÍÐÌÙ ÈÅÌÄȡ Ȱ7Å ÎÏ× ÁÇÒÅÅ ×ÉÔÈ ÔÈÅ 3ÅÃÏÎÄ #ÉÒÃÕÉÔ ÔÈÁÔ ÓÕÃÈ ÕÓÅ ÉÓ Á ȰÕÓÅ ÉÎ ÃÏÍÍÅÒÃÅȱ 

under the Lanham Act. See Rescuecom Corp. v. Google Inc., 562 F.3d 123, 127 (2d Cir. 2009) 

(holding that GoogleȭÓ ÓÁÌÅ ÏÆ ÔÒÁÄÅÍÁÒËÓ ÁÓ ÓÅÁÒÃÈ ÅÎÇÉÎÅ ËÅÙ×ÏÒÄÓ ÉÓ Á ÕÓÅ ÉÎ ÃÏÍÍÅÒÃÅɊȢȱ 

Id. at 1145. 

2. DefendantȭÓ 5ÓÅ ȰÉÎ #ÏÎÎÅÃÔÉÏÎ ×ÉÔÈ ÔÈÅ 3ÁÌÅȣÏÆ ÁÎÙ 'ÏÏÄÓ ÏÒ 3ÅÒÖÉÃÅÓȱ 

We now turn to what has proven to be a far more significant threshold requirement for 

ÌÉÁÂÉÌÉÔÙ ÉÎ 5Ȣ3Ȣ ÔÒÁÄÅÍÁÒË ÌÁ×ȟ ÏÆÔÅÎ ÃÁÌÌÅÄ ÔÈÅ ȰÃÏÍÍÅÒÃÉÁÌ ÕÓÅȱ ÒÅÑÕÉÒÅÍÅÎÔȢ  4ÈÉÓ ÉÓ ÔÈÅ 

requirement that, to be found liable, the defendant must make a use of the plaintiffȭs mark 

                                                             
6 We express no view which of the alternative available solutions would seem 

preferable if our Circuit had not previously applied the second sentence to sections of the Act 

defining infringement. 
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ȰÉÎ ÃÏÎÎÅÃÔÉÏÎ ×ÉÔÈ ÔÈÅ ÓÁÌÅȟ ÄÉÓÔÒÉÂÕÔÉÏÎȟ ÏÒ ÁÄÖÅÒÔÉÓÉÎÇ ÏÆ ÁÎÙ ÇÏÏÄÓ ÏÒ ÓÅÒÖÉÃÅÓȱȟ ,ÁÎÈÁÍ 

Act § 32(1)(a), 15 U.S.C. § ρρρτɉρɊɉÁɊȟ ÏÒ ȰÉÎ ÃÏÎÎÅÃÔÉÏÎ ×ÉÔÈ ÁÎÙ ÇÏÏÄÓ ÏÒ ÓÅÒÖÉÃÅÓȟȱ ,ÁÎÈÁÍ 

Act § 43(a)(1), 15 U.S.C. § 1125(a)(1). 

As the following opinion explains, previous courts had expanded tÈÅ ÒÅÁÃÈ ÏÆ ÔÈÅ ȰÉÎ 

ÃÏÎÎÅÃÔÉÏÎ ×ÉÔÈ ÔÈÅ ÓÁÌÅȱ ÒÅÑÕÉÒÅÍÅÎÔ ÉÎ ÏÒÄÅÒȟ ÉÔ ÁÐÐÅÁÒÓȟ ÔÏ ÒÅÁÃÈ ×ÈÁÔ ÔÈÅÙ ÄÅÅÍÅÄ ÔÏ ÂÅ 

the right resultɂ×ÈÉÃÈ ÉÎÖÏÌÖÅÄ ÅÎÊÏÉÎÉÎÇ ÄÅÆÅÎÄÁÎÔȭÓ ÓÐÅÅÃÈȢ  &ÏÒ ÅØÁÍÐÌÅȟ ÉÎ People for 

Ethical Treatment of Animals, Inc. v. Doughney, 263 F.3d 359 (4th Cir. 2001), the defendant 

Ï×ÎÅÄ Á ×ÉÄÅ ÖÁÒÉÅÔÙ ÏÆ ÄÏÍÁÉÎ ÎÁÍÅÓȟ ÉÎÃÌÕÄÉÎÇ ÍÁÎÙ ÔÈÁÔ ÒÅÓÅÍÂÌÅÄ ÏÔÈÅÒÓȭ ÔÒÁÄÅÍÁÒËÓȢ  

(Å ÒÅÇÉÓÔÅÒÅÄ ÐÅÔÁȢÏÒÇ ÁÎÄ ÃÒÅÁÔÅÄ Á ×ÅÂÓÉÔÅ ÅÎÔÉÔÌÅÄ Ȱ0ÅÏÐÌÅ %ÁÔÉÎÇ 4ÁÓÔÙ !ÎÉÍÁÌÓȢȱ  4ÈÅ 

organization People for the Ethical Treatment of Animals sued for trademark infringement.  

4ÈÅ ÄÅÆÅÎÄÁÎÔ ÃÌÁÉÍÅÄ ÎÏ ÕÓÅ ÏÆ ÔÈÅ ÍÁÒË ȰÉÎ ÃÏÎÎÅÃÔÉÏÎ ×ÉÔÈ ÔÈÅ ÓÁÌÅȱ ÏÆ ÇÏÏÄÓ ÏÒ ÓÅÒÖÉÃÅÓ 

because he sold no goods or services on his website.  The Fourth Circuit found such a 

connection because the defÅÎÄÁÎÔȭÓ ÕÓÅ ÉÎÔÅÒÆÅÒÅÄ ×ÉÔÈ ÉÎÔÅÒÎÅÔ ÕÓÅÒÓȭ ÅÆÆÏÒÔÓ ÔÏ ÒÅÁÃÈ 

0%4!ȭÓ ×ÅÂÓÉÔÅȢ IdȢ ÁÔ σφυȢ  &ÕÒÔÈÅÒÍÏÒÅȟ ÔÈÅ ÄÅÆÅÎÄÁÎÔȭÓ ×ÅÂÓÉÔÅ ÌÉÎËÅÄ ÔÏ ȰÍÏÒÅ ÔÈÁÎ σπ 

ÃÏÍÍÅÒÃÉÁÌ ÏÐÅÒÁÔÉÏÎÓ ÏÆÆÅÒÉÎÇ ÇÏÏÄÓ ÁÎÄ ÓÅÒÖÉÃÅÓȢȱ Id. at 366. See also Planned Parenthood 

Federation of America, Inc. v. Bucci, No. 97 Civ. 0629, 1997 WL 133313 (S.D.N.Y. 1997), aff'd 

without opinion, 152 F.3d 920 (2d Cir. 1998) (reasoning similarly with respect to 

ÄÅÆÅÎÄÁÎÔȭÓ ÄÏÍÁÉÎ ÎÁÍÅ ÐÌÁÎÎÅÄÐÁÒÅÎÔÈÏÏÄȢÃÏÍɊȠ Jews For Jesus v. Brodsky, 993 F. Supp. 

282, 46 U.S.P.Q.2d 1652 (D.N.J. 1998), judgment aff'd, 159 F.3d 1351 (3d Cir. 1998) 

ɉÒÅÁÓÏÎÉÎÇ ÓÉÍÉÌÁÒÌÙ ×ÉÔÈ ÒÅÓÐÅÃÔ ÔÏ ÄÅÆÅÎÄÁÎÔȭÓ ÄÏÍÁÉÎ ÎÁÍÅÓ ÊÅ×ÓÆÏÒÊÅÓÕÓȢÏÒÇ ÁÎÄ ÊÅ×Ó-

for-jesus.org). 

Radiance Foundation, Inc. v. National Association for the Advancement of Colored People, 

786 F.3d 316 (4th Cir. 2015), finally presented circumstances that forced a retreat from this 

previous case law. 

Radiance Foundation, Inc. v. National Association for the Advancement of Colored People 

786 F.3d 316 (4th Cir. 2015)  

WILKINSON, Circuit Judge: 

[1] 4ÈÅ 2ÁÄÉÁÎÃÅ &ÏÕÎÄÁÔÉÏÎ ÐÕÂÌÉÓÈÅÄ ÁÎ ÁÒÔÉÃÌÅ ÏÎÌÉÎÅ ÅÎÔÉÔÌÅÄ Ȱ.!!#0ȡ .ÁÔÉÏÎÁÌ 

!ÓÓÏÃÉÁÔÉÏÎ ÆÏÒ ÔÈÅ !ÂÏÒÔÉÏÎ ÏÆ #ÏÌÏÒÅÄ 0ÅÏÐÌÅȱ ÔÈÁÔ ÃÒÉÔÉÃÉÚÅÄ ÔÈÅ .!!#0ȭs stance on 

abortion. In response to a cease-and-desist letter from the NAACP, Radiance sought a 

declaratory judgment that it had not infringed any NAACP trademarks. The NAACP then filed 

counterclaims alleging trademark infringement and dilution. 

[2] The Lanham Act protects against consumer confusion about the source or 

sponsorship of goods or services. Persons may not misappropriate trademarks to the 

detriment of consumers or of the marks themselves. However, the Actȭs reach is not 

unlimited. To find Lanham Act violations under these facts risks a different form of 

infringementɂthat of Radianceȭs expressive right to comment on social issues under the 

First Amendment. Courts have taken care to avoid Lanham Act interpretations that 

gratuitously court grave constitutional concerns, and we shall do so here. We hold that 

Radiance is not liable for trademark infringement or dilution of defendantȭs marks by 

tarnishment. We vacate the injunction against Radiance entered by the district court and 

remand with instructions that defendantȭs counterclaims likewise be dismissed.  

I. 

[3] The National Association for the Advancement of Colored People, better known by 

ÉÔÓ ÁÃÒÏÎÙÍ Ȱ.!!#0ȟȱ is this countryȭÓ ȰÏÌÄÅÓÔ ÁÎÄ ÌÁÒÇÅÓÔ ÃÉÖÉÌ ÒÉÇÈÔÓ ÏÒÇÁÎÉÚÁÔÉÏÎȟȱ Radiance 

Found., Inc. v. NAACP, 25 F.Supp.3d 865, 872 (E.D.Va.2014), and one that holds a place of 
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ÈÏÎÏÒ ÉÎ ÏÕÒ ÈÉÓÔÏÒÙȢ )Ô ÃÈÁÍÐÉÏÎÓ ȰÐÏÌÉÔÉÃÁÌȟ ÅÄÕÃÁÔÉÏÎÁÌȟ ÓÏÃÉÁÌȟ ÁÎÄ ÅÃÏÎÏÍÉÃ ÅÑÕÁÌÉÔÙ Ïf all 

ÃÉÔÉÚÅÎÓȱ ×ÈÉÌÅ ×ÏÒËÉÎÇ ÔÏ ÅÌÉÍÉÎÁÔÅ ÒÁÃÉÁÌ ÁÎÄ ÏÔÈÅÒ ÆÏÒÍÓ ÏÆ ÐÒÅÊÕÄÉÃÅ ×ÉÔÈÉÎ ÔÈÅ 5ÎÉÔÅÄ 

States. Id. Since its formation, it has pursued these objectives not only through litigation but 

also through community outreach, informational services, and educational activities on 

issues of significance to the African American community. See id. The NAACP owns several 

ÔÒÁÄÅÍÁÒËÓȟ ÁÍÏÎÇ ÔÈÅÍ Ȱ.!!#0ȱ ɉÆÅÄÅÒÁÌÌÙ ÒÅÇÉÓÔÅÒÅÄɊ ÁÎÄ Ȱ.ÁÔÉÏÎÁÌ !ÓÓÏÃÉÁÔÉÏÎ ÆÏÒ ÔÈÅ 

!ÄÖÁÎÃÅÍÅÎÔ ÏÆ #ÏÌÏÒÅÄ 0ÅÏÐÌÅȢȱ  

[4] The Radiance Foundation, established by Ryan Bomberger, is also a non-profit 

organization focused on educating and influencing the public about issues impacting the 

African American community. Radiance addresses social issues from a Christian perspective. 

It uses as its platform two websites, TheRadianceFoundation.org and TooManyAborted.com, 

where it posts articles on topics such as race relations, diversity, fatherlessness, and the 

impact of abortion on the black community. Id. at 873. Radiance also runs a billboard 

campaign for TooManyAborted.com; individuals may sponsor these billboards, licensing the 

artwork from Radiance. In addition to its billboard campaign, Radiance funds its endeavors 

through donations from visÉÔÏÒÓ ÔÏ ÉÔÓ ×ÅÂÓÉÔÅÓȟ ×ÈÉÃÈ ÁÒÅ ÆÁÃÉÌÉÔÁÔÅÄ ÂÙ Ȱ$ÏÎÁÔÅȱ ÂÕÔÔÏÎÓ ÏÎ 

the webpages that link to a PayPal site. 

[5] In January 2013, Bomberger authored an article criticizing the NAACPȭs annual 

Image AwaÒÄÓȟ ÅÎÔÉÔÌÅÄ Ȱ.!!#0ȡ .ÁÔÉÏÎÁÌ !ÓÓÏÃÉÁÔÉÏÎ ÆÏÒ ÔÈÅ !ÂÏÒÔÉÏÎ ÏÆ #ÏÌÏÒÅÄ 0ÅÏÐÌÅȢȱ 

The piece lambasted the NAACP for sponsoring an awards event to recognize Hollywood 

figures and products that Radiance alleged defied Christian values and perpetuated racist 

stereotypes. The article then criticized other of the NAACPȭs public stances and actions. It 

particularly targeted the NAACPȭs ties to Planned Parenthood and its position on abortion. 

Though the NAACP has often claimed to be neutral on abortion, Radiance maintains that the 

NAACPȭs actions actually demonstrate support for the practice.  

[6] The article appeared on three websites: the two owned by Radianceɂ

TheRadianceFoundation.com and TooManyAborted.comɂand a third-party site called 

LifeNews.com. Though the text of the article was identical across the sites, the headlines and 

presentation varied slightly. On TheRadianceFoundation.com, directly below the headline 

was an image of a TooManyAborted billboard wÉÔÈ ÔÈÅ ÈÅÁÄÌÉÎÅ Ȱ.!!#0ȡ .ÁÔÉÏÎÁÌ 

!ÓÓÏÃÉÁÔÉÏÎ ÆÏÒ ÔÈÅ !ÂÏÒÔÉÏÎ ÏÆ #ÏÌÏÒÅÄ 0ÅÏÐÌÅȱ ÒÅÐÅÁÔÅÄ ÎÅØÔ ÔÏ ÉÔȢ 4ÈÅ 

4ÏÏ-ÁÎÙ!ÂÏÒÔÅÄȢÃÏÍ ÓÉÔÅ ÐÏÓÔÅÄ ÔÈÅ ÈÅÁÄÌÉÎÅ Ȱ4ÈÅ .ÁÔÉÏÎÁÌ !ÓÓÏÃÉÁÔÉÏÎ ÆÏÒ ÔÈÅ !ÂÏÒÔÉÏÎ ÏÆ 

#ÏÌÏÒÅÄ 0ÅÏÐÌÅȱ ×ÉÔÈ Á ÇÒÁÐÈÉÃ ÂÅÌÏ× ÏÆ Á ÒÅÄ ÂÏØ ×ÉÔÈ ÔÈÅ ×ÏÒÄÓ Ȱ#)6), 72/.'ȱ ÆÏÌÌÏ×ÅÄ 

by the modified NAACP name. Adjacent to the article on both pages was an orange button 

×ÉÔÈ Ȱ#,)#+ (%2% 4/ ')6% /.%ɀ4)-% ')&4 4/ 4(% 2!$)!.#% &/5.$!4)/.ȱ ÐÒÉÎÔÅÄ 

ÁÒÏÕÎÄ ÔÈÅ ×ÏÒÄ Ȱ$/.!4%Ȣȱ &ÉÎÁÌÌÙ ÏÎ ,ÉÆÅ.Å×ÓȢÃÏÍȟ ÔÈÅ ÔÈÉÒÄ-party site, the NAACPȭs 

Scales of Justice appeared as a graphic underneath the headline.  

[7] The NAACP sent Radiance a cease-and-desist letter on January 28, 2013, after a 

'ÏÏÇÌÅ ÁÌÅÒÔ ÆÏÒ ÔÈÅ Ȱ.!!#0ȱ ÍÁrk unearthed the LifeNews.com article. Radiance thereupon 

brought a declaratory action seeking a ruling that it had not infringed or diluted any of the 

NAACPȭs marks and that its use of the marks, or similar ones, was protected under the First 

Amendment. The NAACP counterclaimed for trademark infringement under 15 U.S.C. 

§§ 1114(1) and 1125(a) and Virginia state law, and trademark dilution under 15 U.S.C. 

§ 1125(c). 

[8] After a bench trial, the district court found for the NAACP on all counterclaims and 

ÄÅÎÉÅÄ ÄÅÃÌÁÒÁÔÏÒÙ ÒÅÌÉÅÆ ÔÏ 2ÁÄÉÁÎÃÅȢ )Ô ÈÅÌÄ ÔÈÁÔ 2ÁÄÉÁÎÃÅ ÈÁÄ ÕÓÅÄ ÔÈÅ ÍÁÒËÓ ȰÉÎ 

ÃÏÎÎÅÃÔÉÏÎ ×ÉÔÈȱ ÇÏÏÄÓ ÁÎÄ ÓÅÒÖÉÃÅÓ ÁÎÄ ÔÈÁÔ ÉÔÓ ÕÓÅ ÏÆ ÔÈÅ Ȱ.!!#0ȱ ÁÎÄ Ȱ.ÁÔÉÏÎÁÌ 
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Association for the Advancement of CoÌÏÒÅÄ 0ÅÏÐÌÅȱ ÍÁÒËÓȟ ÏÒ Á ÃÏÌÏÒÁÂÌÅ ÉÍÉÔÁÔÉÏÎȟ ÃÒÅÁÔÅÄ 

a likelihood of confusion among consumers. Radiance Found., 25 F.Supp.3d at 878ɀ79. 

ȣ 

[9] 4ÈÅ ÄÉÓÔÒÉÃÔ ÃÏÕÒÔ ÉÓÓÕÅÄ Á ÐÅÒÍÁÎÅÎÔ ÉÎÊÕÎÃÔÉÏÎ ȰÁÇÁÉÎst any use [by Radiance] of 

ȬNational Association for the Abortion of Colored Peopleȭ that creates a likelihood of 

ÃÏÎÆÕÓÉÏÎ ÏÒ ÄÉÌÕÔÉÏÎȢȱ Id. at 902. However, it declined to award any damages or attorneyȭs 

fees, as it found the NAACP had failed to make the case that they were warranted. Id. at 899ɀ

901. 

[10] 2ÁÄÉÁÎÃÅ ÎÏ× ÁÐÐÅÁÌÓȣȢ 

II. 

ȣ 

B. 

[11] The first element of trademark infringement at issue ÉÓ ȣ ×ÈÅÔÈÅÒ 2ÁÄÉÁÎÃÅȭs use 

of the NAACPȭÓ ÍÁÒËÓ ×ÁÓ ȰÉÎ ÃÏÎÎÅÃÔÉÏÎ ×ÉÔÈ ÔÈÅ ÓÁÌÅȟ ÏÆÆÅÒÉÎÇ ÆÏÒ ÓÁÌÅȟ ÄÉÓÔÒÉÂÕÔÉÏÎȟ ÏÒ 

ÁÄÖÅÒÔÉÓÉÎÇ ÏÆ ÁÎÙ ÇÏÏÄÓ ÏÒ ÓÅÒÖÉÃÅÓȢȱ ρυ 5Ȣ3Ȣ#Ȣ § 1114(1)(a); see also id. § 1125(a)(1) 

ɉÒÅÑÕÉÒÉÎÇ ÍÁÒË ÂÅ ÕÓÅÄ ȰÉÎ ÃÏÎÎÅÃÔÉÏÎ ×ÉÔÈ ÁÎÙ ÇÏÏÄÓ ÏÒ ÓÅÒÖÉÃÅÓȱɊȢ 4ÈÅ .!!#0 ÕÒÇÅÓ ÕÓ ÔÏ 

ÇÉÖÅ ÔÈÉÓ ÒÅÑÕÉÒÅÍÅÎÔ Á ȰÂÒÏÁÄ ÃÏÎÓÔÒÕÃÔÉÏÎȟȱ ÂÕÔ ÔÈÁÔ ÃÏÎÓÔÒÕÃÔÉÏÎ ×ÏÕÌÄ ÅØÐÏÓÅ ÔÏ ÌÉÁÂÉÌÉÔÙ 

a wide array of noncommercial expressive and charitable activities. Such an interpretation 

would push the Lanham Act close against a First Amendment wall, which is incompatible 

with the statuteȭs purpose and stretches the text beyond its breaking point. We decline to 

reach so far. 

 [12] At least five of our sister circuits have interpreted this element as protecting from 

liability all noncommercial uses of marks. Farah v. Esquire Magazine, 736 F.3d 528, 541 (D.C. 

Cir. 2013); Utah Lighthouse Ministry v. Found. for Apologetic Info. & Research, 527 F.3d 1045, 

1052ɀ54 (10th Cir. 2008); Bosley Med. Inst., Inc. v. Kremer, 403 F.3d 672, 676ɀ77 (9th Cir. 

2005); Taubman Co. v. Webfeats, 319 F.3d 770, 774 (6th Cir. 2003); Porous Media Corp. v. Pall 

Corp., 173 F.3d 1109, 1120 (8th Cir. 1999). But see United We Stand Am., Inc. v. United We 

Stand, Am. New York, Inc., 128 F.3d 86, 89ɀ90 (2d Cir. 1997). We have not taken a position on 

×ÈÅÔÈÅÒ ȰÉÎ ÃÏÎÎÅÃÔÉÏÎ ×ÉÔÈȱ ÇÏÏÄÓ ÏÒ ÓÅÒÖÉÃÅÓ ÉÎÄÉÃÁÔÅÓ Á ÃÏÍÍÅÒÃÉÁÌ ÕÓÅȢ Lamparello v. 

Falwell, 420 F.3d 309, 313-14 (4th Cir. 2005). 

[13] !Ô ÔÈÅ ÖÅÒÙ ÌÅÁÓÔȟ ÒÅÁÄÉÎÇ ÔÈÅ ȰÉÎ ÃÏÎÎÅÃÔÉÏÎ ×ÉÔÈȱ ÅÌÅÍÅÎÔ ÔÏ ÔÁËÅ ÉÎ ÂÒÏÁÄ Ó×ÁÔÈÓ 

ÏÆ ÎÏÎÃÏÍÍÅÒÃÉÁÌ ÓÐÅÅÃÈ ×ÏÕÌÄ ÂÅ ÁÎ ȰÏÖÅÒÅØÔÅÎÓÉÏÎȱ ÏÆ ÔÈÅ ,ÁÎÈÁÍ !ÃÔȭs reach that would 

ȰÉÎÔÒÕÄÅ ÏÎ &ÉÒÓÔ !ÍÅÎÄÍÅÎÔ ÖÁÌÕÅÓȢȱ Rogers v. Grimaldi, 875 F.2d 994, 998 (2d Cir. 1989); 

see also Taubman, σρω &ȢσÄ ÁÔ χχτ ɉÓÔÁÔÉÎÇ ÔÈÁÔ ÔÈÅ Ȱ,ÁÎÈÁÍ !ÃÔ ÉÓ ÃÏÎÓÔÉÔÕÔÉÏÎÁÌ ÂÅÃÁÕÓÅ ÉÔ 

ÏÎÌÙ ÒÅÇÕÌÁÔÅÓ ÃÏÍÍÅÒÃÉÁÌ ÓÐÅÅÃÈȱɊȢ )Ô ÉÓ ÔÒÕÅ ÔÈÁÔ ÎÅÉÔÈÅÒ ÏÆ ÔÈÅ ,ÁÎÈÁÍ !ÃÔȭs infringement 

provisions explicitly mentions commerciality. Lamparello, 420 F.3d at 314. Still, this 

provision must mean something more than that the mark is being used in commerce in the 

constitutional sense, because the infringement provisions in § 1114(1)(a) and § 1125(a)(1) 

include a separate Commerce Clause hook. Bosley, 403 F.3d at 677; Intȭl Bancorp, LLC v. 

Societe des Bains de Mer et du Cercle des Estrangers a Monaco, 329 F.3d 359, 363ɀ64 (4th Cir. 

2003); United We Stand, 128 F.3d at 92ɀ93.  

[14] Although this case does not require us to hold that the commercial speech doctrine 

ÉÓ ÉÎ ÁÌÌ ÒÅÓÐÅÃÔÓ ÓÙÎÏÎÙÍÏÕÓ ×ÉÔÈ ÔÈÅ ȰÉÎ ÃÏÎÎÅÃÔÉÏÎ ×ÉÔÈȱ ÅÌÅÍÅÎÔȟ ×Å ÔÈÉÎË ÔÈÁÔ ÄÏÃÔÒÉÎÅ 

ÐÒÏÖÉÄÅÓ ÍÕÃÈ ÔÈÅ ÂÅÓÔ ÇÕÉÄÁÎÃÅ ÉÎ ÁÐÐÌÙÉÎÇ ÔÈÅ !ÃÔȢ 4ÈÅ ȰÉÎ ÃÏÎÎÅÃÔÉÏÎ ×ÉÔÈȱ ÅÌÅÍÅÎÔ ÉÎ 

ÆÁÃÔ ÒÅÁÄÓ ÖÅÒÙ ÍÕÃÈ ÌÉËÅ Á ÄÅÓÃÒÉÐÔÉÏÎ ÏÆ ÄÉÆÆÅÒÅÎÔ ÔÙÐÅÓ ÏÆ ÃÏÍÍÅÒÃÉÁÌ ÁÃÔÉÏÎÓȡ ȰÉÎ 

connection with the sale, offering for sale, distribution, or advertising of any goods or 

ÓÅÒÖÉÃÅÓȢȱ ρυ 5Ȣ3Ȣ#Ȣ § 1114(1)(a) (emphasis added).  
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[15] 5ÓÅ ÏÆ Á ÐÒÏÔÅÃÔÅÄ ÍÁÒË ÁÓ ÐÁÒÔ ÏÆ ȰÓÐÅÅÃÈ ÔÈÁÔ ÄÏÅÓ ÎÏ ÍÏÒÅ ÔÈÁÎ ÐÒÏÐÏÓÅ Á 

ÃÏÍÍÅÒÃÉÁÌ ÔÒÁÎÓÁÃÔÉÏÎȱ ÔÈÕÓ ÐÌÁÉÎÌÙ ÆÁÌÌÓ ×ÉÔÈÉÎ ÔÈÅ ,ÁÎÈÁÍ !ÃÔȭs reach. United States v. 

United Foods, Inc., 533 U.S. 405, 409 (2001). Courts also look to the factors outlined in Bolger 

v. Youngs Drug Products Corp., 463 U.S. 60, 66ɀ67 (1983): whether the speech is an 

advertisement; whether the speech references a particular good or service; and whether the 

speaker (the alleged infringer) has a demonstrated economic motivation for his speech. 

Greater Balt. Ctr. for Pregnancy Concerns, Inc. v. Mayor of Balt., 721 F.3d 264, 285 (4th Cir. 

2013) (en banc). These are not exclusive factors, and the presence or absence of any of them 

does not necessitate a particular result. 

[16] In the context of trademark infringement, the Actȭs purpose ȣ is to protect 

consumers from misleading uses of marks by competitors. Thus if in the context of a sale, 

distribution, or advertisement, a mark is used as a source identifier, we can confidently state 

ÔÈÁÔ ÔÈÅ ÕÓÅ ÉÓ ȰÉÎ ÃÏÎÎÅÃÔÉÏÎ ×ÉÔÈȱ ÔÈÅ ÁÃÔÉÖÉÔÙȢ %ÖÅÎ ÔÈÅ 3ÅÃÏÎÄ #ÉÒÃÕÉÔȟ ×ÈÉÃÈ ÒÅÊÅÃÔÅÄ 

noncommerciality as an invariable defense to LaÎÈÁÍ !ÃÔ ÌÉÁÂÉÌÉÔÙȟ ÃÏÎÃÅÄÅÄ ÔÈÁÔ Á ȰÃÒÕÃÉÁÌȱ 

ÆÁÃÔÏÒ ÉÓ ÔÈÁÔ ÔÈÅ ÉÎÆÒÉÎÇÅÒ ȰÕÓɍÅÄɎ ÔÈÅ -ÁÒË ÎÏÔ ÁÓ Á ÃÏÍÍÅÎÔÁÒÙ ÏÎ ÉÔÓ Ï×ÎÅÒȟ ÂÕÔ ÉÎÓÔÅÁÄ ÁÓ 

Á ÓÏÕÒÃÅ ÉÄÅÎÔÉÆÉÅÒȢȱ United We Stand, ρςψ &ȢσÄ ÁÔ ωςȢ 4ÈÅ ÄÁÎÇÅÒ ÏÆ ÁÌÌÏ×ÉÎÇ ÔÈÅ ȰÉÎ 

ÃÏÎÎÅÃÔÉÏÎ ×ÉÔÈȱ ÅÌÅÍÅÎÔ ÔÏ Óuck in speech on political and social issues through some 

strained or tangential association with a commercial or transactional activity should thus be 

evident. Courts have uniformly understood that imposing liability under the Lanham Act for 

such speech is rife with the First Amendment problems. 

[17] &ÉÎÁÌÌÙȟ ÉÎ ÏÒÄÅÒ ÔÏ ÄÅÔÅÒÍÉÎÅ ×ÈÅÔÈÅÒ ÔÈÅ ÕÓÅ ÉÓ ȰÉÎ ÃÏÎÎÅÃÔÉÏÎ ×ÉÔÈȱ ÇÏÏÄÓ ÏÒ 

services, we must consider what qualifies as a good or service. The Lanham Act does not 

directly define either term, but we can deduce their meaning from other defined terms and 

ÃÏÍÍÏÎ ÕÓÁÇÅȢ ! ȰÇÏÏÄȱ ÉÓ ÂÅÓÔ ÕÎÄÅÒÓÔÏÏÄ ÁÓ Á ÖÁÌÕÁÂÌÅ ÐÒÏÄÕÃÔȟ ÐÈÙÓÉÃÁÌ ÏÒ ÏÔÈÅÒ×ÉÓÅȟ 

that the consumer may herself employ. See 15 U.S.C. § 1127 (noting that a mark may be used 

in commerce in relation to a good when placed on a good, its container, its tag, or its 

associated documents); BlackȭÓ ,Á× $ÉÃÔÉÏÎÁÒÙ ψπω ɉρπÔÈ ÅÄȢςπρτɊ ɉÄÅÆÉÎÉÎÇ ȰÇÏÏÄÓȱ ÁÓ 

ȰɍÔɎÈÉÎÇÓ ÔÈÁÔ ÈÁÖÅ ÖÁÌÕÅȟ ×ÈÅÔÈÅÒ ÔÁÎÇÉÂÌÅ ÏÒ ÎÏÔȱɊȢ A service is a more amorphous concept, 

ȰÄÅÎÏÔɍÉÎÇɎ ÁÎ ÉÎÔÁÎÇÉÂÌÅ ÃÏÍÍÏÄÉÔÙ ÉÎ ÔÈÅ ÆÏÒÍ ÏÆ ÈÕÍÁÎ ÅÆÆÏÒÔȟ ÓÕÃÈ ÁÓ ÌÁÂÏÒȟ ÓËÉÌÌȟ ÏÒ 

ÁÄÖÉÃÅȢȱ "ÌÁÃËȭs Law Dictionary 1576. Because Congress intended the Lanham Act to protect 

consumers from confusion in the marketplace, it is probable that the Act is meant to cover a 

×ÉÄÅ ÒÁÎÇÅ ÏÆ ÐÒÏÄÕÃÔÓȟ ×ÈÅÔÈÅÒ ȰÇÏÏÄÓȱ ÏÒ ȰÓÅÒÖÉÃÅÓȢȱ See Yates v. United States, ɀɀɀ U.S. ɀɀɀ

ɀȟ ρσυ 3Ȣ#ÔȢ ρπχτȟ ρπψς ɉςπρυɊ ɉȰ/ÒÄÉÎÁÒÉÌÙȟ Á ×ÏÒÄȭs usage accords with its dictionary 

definition. In law as in life, however, the same words, placed in different contexts, sometimes 

ÍÅÁÎ ÄÉÆÆÅÒÅÎÔ ÔÈÉÎÇÓȢȱɊȢ 

[18] It is clear, therefore, that despite the need to reconcile the reach of the Lanham Act 

witÈ &ÉÒÓÔ !ÍÅÎÄÍÅÎÔ ÖÁÌÕÅÓȟ ȰÇÏÏÄÓ ÏÒ ÓÅÒÖÉÃÅÓȱ ÒÅÍÁÉÎÓ Á ÂÒÏÁÄ ÁÎÄ ÐÏÔÅÎÔÉÁÌÌÙ ÆÕÚÚÙ 

ÃÏÎÃÅÐÔȢ 4ÈÁÔ ÉÓ ÙÅÔ ÁÎÏÔÈÅÒ ÒÅÁÓÏÎ ×ÈÙ ÔÈÅ ȰÉÎ ÃÏÎÎÅÃÔÉÏÎ ×ÉÔÈȱ ÌÁÎÇÕÁÇÅ ÍÕÓÔ ÄÅÎÏÔÅ Á 

real nexus with goods or services if the Act is not to fatally collide with First Amendment 

principles. 

III. 

ȣ 

A. 

[19] In finding that Radianceȭs use of the NAACPȭÓ ÍÁÒËÓ ×ÁÓ ȰÉÎ ÃÏÎÎÅÃÔÉÏÎ ×ÉÔÈȱ 

goods or services, the district court erred in several respects. To begin, the court held that 

ÂÅÃÁÕÓÅ ÔÈÅ 2ÁÄÉÁÎÃÅ ÁÒÔÉÃÌÅ ÁÐÐÅÁÒÅÄ ÉÎ Á 'ÏÏÇÌÅ ÓÅÁÒÃÈ ÆÏÒ ÔÈÅ ÔÅÒÍ Ȱ.!!#0ȟȱ ÉÔ ÄÉÖÅÒÔÅÄ 

Ȱ)ÎÔÅÒÎÅÔ ÕÓÅÒÓ ÔÏ 2ÁÄÉÁÎÃÅȭs article as opposed to the NAACPȭÓ ×ÅÂÓÉÔÅÓȟȱ ×ÈÉÃÈ ÔÈÅÒÅÂÙ 

created a connection to the NAACPȭs goods and services. Radiance Found., Inc. v. NAACP, 25 
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F.Supp.3d 865, 884 (E.D.Va.2014). But typically the use of the mark has to be in connection 

with the infringer ȭs goods or services, not the trademark holderȭs. See Utah Lighthouse 

Ministry v. Found. for Apologetic Info. & Research, 527 F.3d 1045, 1053ɀ54 (10th Cir. 2008) 

ɉÓÔÁÔÉÎÇ ÔÈÁÔ ȰÔÈÅ ÄÅÆÅÎÄÁÎÔ ÉÎ Á ÔÒÁÄÅÍÁÒË ÉÎÆÒÉÎÇÅÍÅÎÔ ȢȢȢ ÃÁÓÅ ÍÕÓÔ ÕÓÅ ÔÈÅ ÍÁÒË ÉÎ 

connection with the goods or services of a competing producer, not merely to make a 

comment on the trademark ownerȭs goods or serviÃÅÓȱɊȢ 

[20] If the general rule was that the use of the mark merely had to be in connection with 

the trademark holderȭs goods or services, then even the most offhand mention of a 

trademark holderȭs maÒË ÃÏÕÌÄ ÐÏÔÅÎÔÉÁÌÌÙ ÓÁÔÉÓÆÙ ÔÈÅ ȰÉÎ ÃÏÎÎÅÃÔÉÏÎ ×ÉÔÈȱ ÒÅÑÕÉÒÅÍÅÎÔȢ 

That interpretation would expand the requirement to the point that it would equal or 

surpass the scope of the Lanham ActȭÓ ȰÉÎ ÃÏÍÍÅÒÃÅȱ ÊÕÒÉÓÄÉÃÔÉÏÎÁÌ ÅÌÅÍÅÎÔȢ 4ÈÉÓ ×ÏÕÌÄ ÎÏÔ 

only make the ÊÕÒÉÓÄÉÃÔÉÏÎÁÌ ÅÌÅÍÅÎÔ ÓÕÐÅÒÆÌÕÏÕÓȟ ÂÕÔ ×ÏÕÌÄ ÈÁÍÐÅÒ ÔÈÅ ÁÂÉÌÉÔÙ ÏÆ ÔÈÅ ȰÉÎ 

ÃÏÎÎÅÃÔÉÏÎ ×ÉÔÈȱ ÒÅÑÕÉÒÅÍÅÎÔ ÔÏ ÈÏÌÄ ,ÁÎÈÁÍ !ÃÔ ÉÎÆÒÁÃÔÉÏÎÓ ×ÉÔÈÉÎ &ÉÒÓÔ !ÍÅÎÄÍÅÎÔ 

limits.  

[21] In People for the Ethical Treatment of Animals v. Doughney, we stated that an 

ÉÎÆÒÉÎÇÅÒ ȰÎÅÅÄ ÏÎÌÙ ÈÁÖÅ ÐÒÅÖÅÎÔÅÄ ÕÓÅÒÓ ÆÒÏÍ ÏÂÔÁÉÎÉÎÇ ÏÒ ÕÓÉÎÇ ɍÔÈÅ ÔÒÁÄÅÍÁÒË ÈÏÌÄÅÒȭs] 

goods or services, or need only have connected the [infringing] website to otherȭs goods or 

ÓÅÒÖÉÃÅÓȱ ÉÎ ÏÒÄÅÒ ÔÏ ÓÁÔÉÓÆÙ ÔÈÅ ȰÉÎ ÃÏÎÎÅÃÔÉÏÎ ×ÉÔÈȱ ÒÅÑÕÉÒÅÍÅÎÔȢ ςφσ &ȢσÄ συωȟ σφυ ɉτÔÈ Cir. 

2001). But that rule applies specifically where the infringer has used the trademark holderȭs 

mark in a domain name. Id. at 365ɀ66. Neither of Radianceȭs websites used an NAACP mark 

in its domain name. Rather, Radiance used the NAACPȭs marks only in the title and body of 

an article criticizing the NAACP. Nothing in PETA indicates that the use of a mark in the 

course of disseminating such an idea is on that account sufficient to establish the requisite 

relationship to goods or services. PETA ÓÉÍÐÌÙ ÄÏÅÓ ÎÏÔ ÇÏÖÅÒÎ ÔÈÅ ÁÐÐÌÉÃÁÔÉÏÎ ÏÆ ÔÈÅ ȰÉÎ 

ÃÏÎÎÅÃÔÉÏÎ ×ÉÔÈȱ ÅÌÅÍÅÎÔ ÉÎ ÔÈÉÓ ÃÁÓÅȢ 

[22] The district court proceeded to find that Radianceȭs use of the NAACPȭs marks was 

also in connection with Radianceȭs goods or services. Radiance Found., 25 F.Supp.3d at 884ɀ

85. But the courtȭs analysis failed to demonstrate a sufficient nexus between the specific use 

of the marks and the sale, offer for sale, distribution, or advertisement of any of the goods or 

ÓÅÒÖÉÃÅÓ ÔÈÁÔ ÔÈÅ ÃÏÕÒÔ ÉÎÖÏËÅÄȢ 4ÈÅ ÃÏÕÒÔ ÆÉÒÓÔ ÆÏÕÎÄ ÔÈÁÔ ÔÈÅÒÅ ×ÁÓ Á ÓÕÆÆÉÃÉÅÎÔ ÎÅØÕÓ Ȱ×ÉÔÈ 

RadianceȭÓ Ï×Î ÉÎÆÏÒÍÁÔÉÏÎ ÓÅÒÖÉÃÅÓȱ ÂÅÃÁÕÓÅ 2ÁÄÉÁÎÃÅ ȰÐÒÏÖÉÄÅÄ ÉÎÆÏÒÍÁÔÉÏÎȱ ÏÎ ÉÔÓ 

website. Id. at 884. That ruling, however, neuters the First Amendment. The provision of 

ÍÅÒÅ ȰÉÎÆÏÒÍÁÔÉÏÎ ÓÅÒÖÉÃÅÓȱ ×ÉÔÈÏÕÔ ÁÎÙ ÃÏÍÍÅÒÃÉÁÌ ÏÒ ÔÒÁÎÓÁÃÔÉÏÎÁÌ ÃÏÍÐÏÎÅÎÔ ÉÓ 

speechɂnothing more. 

[23] In the alternative, the court held that Radianceȭs use of the NAACPȭs marks was in 

ÃÏÎÎÅÃÔÉÏÎ ×ÉÔÈ ÇÏÏÄÓ ÏÒ ÓÅÒÖÉÃÅÓȟ ÂÅÃÁÕÓÅ ÔÈÅ ÕÓÅ ×ÁÓ ȰÐÁÒÔ ÏÆ ÓÏÃÉÁÌ ÃÏÍÍÅÎÔÁÒÙ ÏÒ 

ÃÒÉÔÉÃÉÓÍ ÆÏÒ ×ÈÉÃÈ ÔÈÅÙ ÓÏÌÉÃÉÔ ÄÏÎÁÔÉÏÎÓ ÁÎÄ ÓÐÏÎÓÏÒÓÈÉÐȢȱ Id. The NAACP echoes the 

district court, arguing that the transactional nature of the billboard campaign and Radianceȭs 

fundraising efforts place RadianceȭÓ ÕÓÅ ÏÆ ÔÈÅ ÍÁÒËÓ ȰÃÏÍÆÏÒÔÁÂÌÙ ×ÉÔÈÉÎȱ ÔÈÅ ÒÅÁÃÈ ÏÆ ÔÈÅ 

ȰÉÎ ÃÏÎÎÅÃÔÉÏÎ ×ÉÔÈȱ ÅÌÅÍÅÎÔȢ !ÐÐÅÌÌÅÅȭs Br. at 24ɀ26. 

[24] We need not address this point with absolute pronouncements. Suffice it to say 

that the specific use of the marks at issue here was too attenuated from the donation 

solicitation and the billboard campaign to support Lanham Act liability. Although present on 

the article page, the Donate button was off to the side and did not itself use the NAACPȭs 

marks in any way. The billboard campaign was displayed on a different page altogether. A 

visitor likely would not perceive the use of the NAACPȭs marks in the article as being in 

connection with those transactional components of the website. It is important not to lose 

perspective. The article was just one piece of each Radiance websiteȭs content, which was 
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comprised of articles, videos, and multimedia advocacy materials. That the protected marks 

appear somewhere in the content of a website that includes transactional components is not 

ÁÌÏÎÅ ÅÎÏÕÇÈ ÔÏ ÓÁÔÉÓÆÙ ÔÈÅ ȰÉÎ ÃÏÎÎÅÃÔÉÏÎ ×ÉÔÈȱ ÅÌÅÍÅÎÔȢ 4Ï ÓÁÙ ÉÔ ×ÁÓ ×ÏÕÌÄ ÃÏÍÅ ÔÏÏ ÃÌÏÓÅ 

to an absolute rule that any social issues commentary with any transactional component in 

the neighborhood enhanced the commentatorȭs risk of Lanham Act liability. 

[25] 4ÈÅ 3ÕÐÒÅÍÅ #ÏÕÒÔ ÈÁÓ ×ÁÒÎÅÄ ȰÔÈÁÔ ÃÈÁÒÉÔÁÂÌÅ appeals for funds ... involve a 

ÖÁÒÉÅÔÙ ÏÆ ÓÐÅÅÃÈ ÉÎÔÅÒÅÓÔÓ ȢȢȢ ÔÈÁÔ ÁÒÅ ×ÉÔÈÉÎ ÔÈÅ ÐÒÏÔÅÃÔÉÏÎ ÏÆ ÔÈÅ &ÉÒÓÔ !ÍÅÎÄÍÅÎÔȢȱ Vill. of 

Schaumburg v. Citizens for a Better Envȭt, 444 U.S. 620, 632 (1980). Such solicitation, the 

#ÏÕÒÔ ÓÔÁÔÅÄȟ ÉÓ ÎÏÔ Á ȰÖÁÒÉÅÔÙ ÏÆ ÐÕÒÅÌÙ ÃÏÍÍÅÒÃÉÁÌ ÓÐÅÅÃÈȢȱ Id. Courts are thus well-advised 

to tread cautiously when a trademark holder invokes the Lanham Act against an alleged non-

profit infringer whose use of the trademark holderȭs marks may be only tenuously related to 

requests for money. Again, this is not to say that in all instances a solicitation by a non-profit 

ÉÓ ÉÍÍÕÎÅ ÆÒÏÍ ,ÁÎÈÁÍ !ÃÔ ÌÉÁÂÉÌÉÔÙȢ ! ÓÏÌÉÃÉÔÁÔÉÏÎ ÍÁÙ ÓÁÔÉÓÆÙ ÔÈÅ ȰÉÎ ÃÏÎÎÅÃÔÉÏÎ ×ÉÔÈȱ 

element if the trademark holder demonstrates a sufficient nexus between the unauthorized 

use of the protected mark and clear transactional activity. Such a nexus may be present, for 

example, where the protected mark seems to denote the recipient of the donation. However, 

where, as here, the solicitations are not closely related to the specific uses of the protected 

ÍÁÒËÓȟ ×Å ÁÒÅ ÃÏÍÐÅÌÌÅÄ ÔÏ ÃÏÎÃÌÕÄÅ ÔÈÁÔ ÔÈÅ ÄÉÓÔÒÉÃÔ ÃÏÕÒÔ ÅÒÒÅÄ ÉÎ ÒÕÌÉÎÇ ÔÈÁÔ ÔÈÅ ȰÉÎ 

ÃÏÎÎÅÃÔÉÏÎ ÅÌÅÍÅÎÔȱ ×ÁÓ ÍÅÔȢ 

ȣ 

Questions and Comments 

1. The Difference in the Language of Lanham Act § 32 and § 43(a).  You will have 

noticed that the two likelihood of confusion sections formulate the commercial use 

requirement slightly differently.  Compare Lanham Act § 32(1)(a), 15 U.S.C. § 1114(1)(a) 

ɉÅÓÔÁÂÌÉÓÈÉÎÇ ÌÉÁÂÉÌÉÔÙ ÆÏÒ ȰɍÁɎÎÙ ÐÅÒÓÏÎ ×ÈÏ ÓÈÁÌÌ ÕÓÅ ÉÎ ÃÏÍÍÅÒÃÅȱ ÔÈÅ ÐÌÁÉÎÔÉÆÆȭs ÍÁÒË ȰÉÎ 

connection with the sale, offering for sale, distribution, or advertising of any goods or 

servicesȱ in a manner that is confusing) to Lanham Act § 43(a)(1), 15 U.S.C. § 1125(a)(1) 

ɉÅÓÔÁÂÌÉÓÈÉÎÇ ÌÉÁÂÉÌÉÔÙ ÆÏÒ ȰɍÁɎÎÙ ÐÅÒÓÏÎ ×ÈÏȟ ÏÎ ÏÒ ÉÎ ÃÏÎÎÅÃÔÉÏÎ with any goods or services, 

ÏÒ ÁÎÙ ÃÏÎÔÁÉÎÅÒ ÆÏÒ ÇÏÏÄÓȟ ÕÓÅÓ ÉÎ ÃÏÍÍÅÒÃÅȱ ÔÈÅ ÐÌÁÉÎÔÉÆÆȭs mark in a manner that is 

confusing).  In practice, courts have read both statements of the commercial use requirement 

to mean the same thing. 

2. The Commercial Use Requirement and Trademark Dilution.  We will address the 

issue of trademark dilution below in Part II.C.  Note for the moment that the antidilution 

section of the Lanham Act, § 43(c), 15 U.S.C. § 1125(c), does not include language akin to 

what we find in Lanham Act §§ 32 and 43(a).  Under a previous, now-abrogated version of 

§ τσɉÃɊ ɉ×ÈÉÃÈ ÔÒÁÄÅÍÁÒË ÌÁ×ÙÅÒÓ ÔÒÁÄÉÔÉÏÎÁÌÌÙ ÒÅÆÅÒ ÔÏ ÁÓ ÔÈÅ ÏÌÄ Ȱ&ÅÄÅÒÁÌ 4ÒÁÄÅÍÁÒË 

$ÉÌÕÔÉÏÎ !ÃÔȱ ÏÒ Ȱ&4$!ȱɊȟ ÃÏÕÒÔÓ ÒÅÁÄ ÔÈÅ ÐÈÒÁÓÅ ȰÁÎÏÔÈÅÒ ÐÅÒÓÏÎȭs commercial use in 

ÃÏÍÍÅÒÃÅȱ ÔÏ ÉÍÐlement the commercial use requirement.   See Bosley Medical Institute, 

)ÎÃȢ ÖȢ +ÒÅÍÅÒȟ τπσ &ȢσÄ φχςȟ φχφ ɉωÔÈ #ÉÒȢ ςππυɊ ɉȰɍ7ɎÅ ÈÁÖÅ ÉÎÔÅÒÐÒÅÔÅÄ ÔÈÅ ÌÁÎÇÕÁÇÅ ɍÏÆ 

§ 43(c)(1)] to be roughly analogous to the Ȭin connection withȭ sale of goods and services 

reqÕÉÒÅÍÅÎÔ ÏÆ ÔÈÅ ÉÎÆÒÉÎÇÅÍÅÎÔ ÓÔÁÔÕÔÅȢȱɊȢ  4ÈÅ ÎÅ× § 43(c), effective as of October 6, 2006, 

×ÈÉÃÈ ÔÒÁÄÅÍÁÒË ÌÁ×ÙÅÒÓ ÏÆÔÅÎ ÒÅÆÅÒ ÔÏ ÁÓ ÔÈÅ Ȱ4ÒÁÄÅÍÁÒË $ÉÌÕÔÉÏÎ 2ÅÖÉÓÉÏÎ !ÃÔȱ ÏÒ Ȱ4$2!ȱȟ 

ÉÎÓÔÅÁÄ ÒÅÑÕÉÒÅÓ ÔÈÁÔ ÔÈÅ ÄÅÆÅÎÄÁÎÔ ÍÁËÅÓ ȰÕÓÅ ÏÆ Á ÍÁÒË ÏÒ ÔÒÁÄÅ ÎÁÍÅ ÉÎ ÃÏÍÍÅÒÃÅȢȱ  ρυ 

U.S.C. § 1125(c)(1). Courts have read this language to require a showing of defendantȭs 

commercial use akin to what is required under § 32 and § 43(a).  More precisely, courts have 

read the new § τσɉÃɊ ȰÕÓÅ ÏÆ a markȱ ÌÁÎÇÕÁÇÅ ÔÏ ÒÅÑÕÉÒÅ ÔÈe plaintiff to prove that the 

defendant is using its accused designation as a trademark, i.e., as a designation of source for 
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its own good or services.  See, e.g., National Business Forms & Printing, Inc. v. Ford Motor Co., 

671 F.3d 526, 536 (5th Cir. 2012Ɋ ɉȰ7Å ÁÇÒÅÅ ×ÉÔÈ ÔÈÅ ÄÉÓÔÒÉÃÔ ÃÏÕÒÔ ÔÈÁÔ ."&0 ÄÉÄ ÎÏÔ Ȭuseȭ 

Fordȭs marks (as the TDRA contemplates that term) in identifying or distinguishing its own 

goods or services merely by reproducing them for customers as part of its commercial 

ÐÒÉÎÔÉÎÇ ÂÕÓÉÎÅÓÓȢȱ).  See also MCCARTHY § 24:122.  We will return to this issue below in Part 

II .C. 

B. Confusion-Based Infringement  

The overriding question in most federal trademark infringement litigation is a simple 

one: is the defendantȭs trademark, because of its similarity to the plaintiff ȭs trademark, 

causing or likely to cause consumer confusion as to the source or sponsorship of the 

defendantȭs goods?  Each of the circuits requires that, in answering this question, the district 

court conduct a multifactor analysis of the likelihood of consumer confusion according to the 

factors set out by that circuit.  As the Seventh Circuit has explained, the multifactor test 

ÏÐÅÒÁÔÅÓ ȰÁÓ Á ÈÅÕÒÉÓÔÉÃ ÄÅÖÉÃÅ ÔÏ ÁÓÓÉÓÔ ÉÎ ÄÅÔÅÒÍÉÎÉÎÇ ×ÈÅÔÈÅÒ ÃÏÎÆÕÓÉÏÎ ÅØÉÓÔÓȢȱ  Sullivan v. 

CBS Corp., 385 F.3d 772, 778 (7th Cir. 2004).  In Part II.B.1, we will briefly review the 

ÐÅÃÕÌÉÁÒ ÈÉÓÔÏÒÙ ÏÆ ÔÈÅ ÍÕÌÔÉÆÁÃÔÏÒ ÔÅÓÔ ÁÐÐÒÏÁÃÈ ÔÏ ÔÈÅ ÌÉËÅÌÉÈÏÏÄ ÏÆ ÃÏÎÆÕÓÉÏÎ ɉÏÒ Ȱ,/#ȱɊ 

question.  In Part II.B.2, we will focus on one recent and particularly rich application of the 

multifactor test in Virgin Enterprises Ltd. v. Nawab, 335 F.3d 141 (2d Cir. 2003).  Part II.B.3 

will address the use of survey evidence in the LOC context.  Parts III.B.4 through III.B.7 will 

ÁÄÄÒÅÓÓ ÖÁÒÉÏÕÓ ÍÏÄÅÓ ÏÆ ÃÏÎÓÕÍÅÒ ÃÏÎÆÕÓÉÏÎ ÓÕÃÈ ÁÓ ȰÓÐÏÎÓÏÒÓÈÉÐ ÏÒ ÁÆÆÉÌÉÁÔÉÏÎȱ ÃÏÎÆÕÓÉÏÎȟ 

ȰÉÎÉÔÉÁÌ ÉÎÔÅÒÅÓÔȱ ÃÏÎÆÕÓÉÏÎȟ ȰÐÏÓÔ-ÓÁÌÅȱ ÃÏÎÆÕÓÉÏÎȟ ÁÎÄ ȰÒÅÖÅÒÓÅȱ ÃÏÎÆÕÓÉÏÎȢ  Part II.B.8 will 

return briefly to the Lanham Act § 2(d) bar to registration of a mark that is confusingly-

similar to a previously registered mark. 

1. The History of the Confusion -Based Cause of Action for Trademark 

Infringement  

a. The Early -Twentieth Century Approach to the Likelihood of Consumer 

Confusion  

In the following opinion, Borden Ice Cream Co. v.  Bordenȭs Condensed Milk Co., 201 F. 

510 (7th Cir. 1912), the appellee Borden Condensed Milk Co. was the well-known 

manufacturer of, among other things, milk products under the trademark BORDEN.  Appellee 

did not, however, manufacture ice cream; indeed, its corporate charter did not allow it to do 

so.  The appellant Borden Ice Cream Co. commenced use of the BORDEN mark for ice cream ɀ 

after finding someone named Borden to join its application for a corporate charter in Illinois.  

Under current trademark law, this would be a clear case of trademark infringement.  As you 

will see, the Borden Ice Cream court saw things differently at the time. 

Borden Ice Cream Co. v.  Bordenȭs Condensed Milk Co. 

201 F. 510 (7th Cir. 1912)  

[1] This is an appeal from an interlocutory order of injunction entered in the District 

Court, restraining the appellants Ȭfrom the use of the name ȬBordenȭ in the manufacture or 

sale of ice cream and like articles, and the manufacture or sale of milk products in any of 

their forms, without plainly and in written or printed form attached to all cartons of such 

commodities, and upon all wagons or other vehicles used in the delivery of such 

commodities, and on all letter heads and other stationery going out to customers and to the 

public, and in all places where the name ȬBordenȭs Ice Cream Companyȭ may hereafter 
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appear in the transaction of any business by the defendants, advising purchasers and the 

public in an unmistakable manner that the product of the defendants is not that of the 

complainant, ȬBordenȭs Condensed Milk Company.ȭȭ 

[2] The word ȬBordenȭ in the corporate name of the appellee was taken from the name 

of Gail Borden, who founded the business in the year 1857, and since that time it has been 

and is now a trade-name of great value, identified almost universally with the business of 

milk and milk products of the appellee and its predecessors. The trade-name ȬBorden,ȭ or the 

word ȬBorden,ȭ constitutes one of the principal assets of the appellee, and is widely known 

and identified with the good will and public favor enjoyed by it throughout the United States.  

[3] On May 31, 1899, the appellee was incorporated under the laws of the state of New 

Jersey, with broad corporate powers, and specifically authorized Ȭto manufacture, sell and 

otherwise deal in condensed, preserved and evaporated milk and all other manufactured 

forms of milk; to produce, purchase and sell fresh milk, and all products of milk; to 

manufacture, purchase and sell all food products; to raise, purchase and sell all garden, farm 

and dairy products; to raise, purchase and sell, and otherwise deal in, cattle and all other live 

stock; to manufacture, lease, purchase and sell all machinery, tools, implements, apparatus 

and all other articles and appliances used in connection with all or any of the purposes 

aforesaid, or with selling and transporting the manufactured or other products of the 

company; and to do any and all things connected with or incidental to the carrying on of such 

business, or any branch or part thereof.ȭ  

[4] It may be stated in this connection that the charter of the company contains no 

express authority to manufacture or sell what is known commercially as ice cream.  

ȣ 

[5] Appellee has developed in the state of Illinois and the city of Chicago, and elsewhere, 

a large business in the sale of fresh milk and cream and evaporated milk to confectioners for 

use by them in making commercial ice cream. It has expended large sums of money in 

promoting and advertising its business, and particularly in extending the sale of the so-called 

ȬBordenȭs Peerless Brand Evaporated Milk, Confectionersȭ Size,ȭ a high quality of evaporated 

milk inclosed [sic] in cans, especially designed for use in the manufacture of ice cream.  

[6] For more than two years prior to the filing of the bill in the District Court, the 

appellee had been manufacturing a form of ice cream known as ȬBordenȭs Malted Milk Ice 

Cream,ȭ which product is, as the name implies, an ice cream made with malted milk as its 

basic element, and is especially adapted for use in hospitals. This malted milk ice cream, 

which hitherto has been used only in hospitals, the appellee is about to place on the market 

for general use in competition with commercial ice cream.  

[7] On May 25, 1911, the appellants Charles F. Borden, George W. Brown, and Edgar V. 

Stanley applied to the Secretary of State of the state of Illinois for a license to incorporate 

under the name of ȬBorden Ice Cream Company.ȭ On July 31, 1911, the appellee notified the 

individual appellants that the term ȬBordenȭ had become so firmly established in connection 

with the products of the appellee the use of that word in connection with any company 

dealing in milk products would lead to the presumption that they were the products of the 

appellee, and demanded that the word ȬBordenȭ be eliminated from appellantsȭ company 

name.  

[8] On the same day appellee protested to the Secretary of State of the state of Illinois 

against the issuance of any charter under the name of ȬBorden Ice Cream Company,ȭ but on 

the 16th of August, 1911, a charter was duly issued to the ȬBorden Ice Cream Company,ȭ by 

which it was authorized Ȭto manufacture and sell ice cream, ices and similar products.ȭ  
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[9] The appellant Charles F. Borden had never before been engaged in the ice cream 

business, or in buying or selling milk or milk products, or in any similar business, and is not 

the principal person connected with the appellant Borden Ice Cream Company. The 

appellant Lawler is an ice cream manufacturer, and has subscribed to 47 out of a total of 50 

shares of stock of the Borden Ice Cream Company. Charles F. Borden has subscribed to one 

share of stock, and has not paid for that.  

[10] The bill charges, upon information and belief, that it is the intention of appellant 

Borden Ice Cream Company to use the word ȬBordenȭ for the purpose of trading upon the 

reputation of appelleeȭs goods and products, and for the purpose of deceiving and 

defrauding the public into the belief that such product is the product of the appellee; that 

such Ȭimproper , deceitful and fraudulent use of the name ȬBordenȭ will be a great and 

irreparable injury to the complainantȭs (appelleeȭs) property right in its trade-name; and 

that the reputation of the products of complainant (appellee) will be greatly injured thereby; 

and that the business of complainant (appellee) will be injured;ȭ and that there will be great 

confusion in the business carried on by the original company because of such improper use; 

and that it will be impossible for present and prospective customers to know that the 

product of the Borden Ice Cream Company is not the product of Bordenȭs Condensed Milk 

Company.  

[11] The bill and the affidavits on file do not show any facts tending to sustain the 

allegation of irreparable injury to the old company or its business, or showing or tending to 

show that the old company has been or will be injured in any way in the business which it is 

now engaged in. Moreover, it does not appear that the malted milk ice cream manufactured 

by the old company will in any way come into competition with the commercial ice cream 

proposed to be put on the market by the new company.  

[12] The bill was filed before the defendant had started to do any business. The answer 

admits most of the material allegations, but denies all fraudulent purpose.  

 

CARPENTER, District Judge (after stating the facts as above). 

[13]  A personal name, such as ȬBorden,ȭ is not susceptible of exclusive appropriation, 

and even its registration in the Patent Office cannot make it a valid trade-mark. Howe Scale 

Co. v. Wyckoff, 198 U.S. 134; Elgin Natl. Watch Co. v. Illinois Watch Case Co., 179 U.S. 665; 

Singer Mfg. Co. v. June Mfg. Co., 163 U.S. 169; Brown Chemical Co. v. Meyer, 139 U.S. 540. 

[14] There is no charge made in the bill that the appellants are infringing, or propose to 

infringe, upon any technical trade-mark of the appellee, so we may dismiss any claim for 

relief upon that score. 

[15]  The only theory upon which the injunction in this case can be sustained is upon 

that known as unfair competition. Relief against unfair competition is granted solely upon 

the ground that one who has built up a good will and reputation for his goods or business is 

entitled to all of the resultant benefits. Good will or business popularity is property, and, like 

other property, will be protected against fraudulent invasion. 

ȣ 

[16] It has been said that the universal test question in cases of this class is whether the 

public is likely to be deceived as to the maker or seller of the goods. This, in our opinion, is 

not the fundamental question. The deception of the public naturally tends to injure the 

proprietor of a business by diverting his customers and depriving him of sales which 

otherwise he might have made. This, rather than the protection of the public against 

imposition, is the sound and true basis for the private remedy. That the public is deceived 
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may be evidence of the fact that the original proprietorȭs rights are being invaded. If, 

however, the rights of the original proprietor are in no wise interfered with, the deception of 

the public is no concern of a court of chancery. American Washboard Co. v. Saginaw Mfg. Co., 

103 Fed. 281. 

[17] Doubtless it is morally wrong for a person to proclaim, or even intimate, that his 

goods are manufactured by some other and well-known concern; but this does not give rise 

to a private right of action, unless the property rights of that concern are interfered with. The 

use by the new company of the name ȬBordenȭ may have been with fraudulent intent; and, 

even assuming that it was, the trial court had no right to interfere, unless the property rights 

of the old company were jeopardized. Nothing else being shown, a court of equity cannot 

punish an unorthodox or immoral, or even dishonest, trader; it cannot enforce as such the 

police power of the state. 

[18] In the case now under our consideration the old company (the appellee) never has 

manufactured what is known as commercial ice cream. The new company (the appellant) 

was incorporated for the sole purpose of manufacturing and putting on the market such an 

article. 

ȣ 

[19] TÈÅ ÓÅÃÏÎÄÁÒÙ ÍÅÁÎÉÎÇ ÏÆ Á ÎÁÍÅ ȣ has no legal significance, unless the two 

persons make or deal in the same kind of goods. Clearly the appellants here could make 

gloves, or plows, or cutlery, under the name ȬBordenȭ without inf ringing upon any property 

right of the old company. If that is true, they can make anything under the name ȬBordenȭ 

which the appellee has not already made and offered to the public. George v. Smith (C.C.) 52 

Fed. 830. 

[20] The name ȬBorden,ȭ until appellants came into the field, never had been associated 

with commercial ice cream. By making commercial ice cream the appellants do not come 

into competition with the appellee. In the absence of competition, the old company cannot 

assert the rights accruing from what has been designated as the secondary meaning of the 

word ȬBorden.ȭ The phrase Ȭunfair competitionȭ presupposes competition of some sort. In the 

absence of competition the doctrine cannot be invoked. 

[21] There being no competition between the appellants and appellee, we are 

confronted with the proposition that the appellee, in order to succeed on this appeal, has and 

can enforce a proprietary right to the name ȬBordenȭ in any kind of business, to the exclusion 

of all the world. 

[22] It is urged that appellee has power, under its charter, to make commercial ice 

cream, and that it intends some day to do so. If such intention can be protected at this time, it 

might well be that appellee, having enjoined appellants from making commercial ice cream, 

would rest content with selling its evaporated milk to ice cream dealers, and never itself 

manufacture the finished product. But, as was well stated by Judge Coxe, in George v. Smith, 

supra: 

ȬIt is the party who uses it first as a brand for his goods, and builds up a 

business under it, who is entitled to protection, and not the one who first 

thought of using it on similar goods, but did not use it. The law deals with acts 

and not intentions.ȭ 

[23] Appellee also urges that it makes and sells large quantities of evaporated or 

condensed milk to manufacturers of ice cream, and that if the appellants are permitted to 

use the name ȬBordenȭ in the ice cream business dealers probably will believe that its ice 

cream is made by appellee, and will in consequence buy the finished product rather than the 
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component parts, and that appelleeȭs sales of evaporated or condensed milk will fall off, to its 

manifest damage. Such result would be too speculative and remote to form the basis of an 

order restraining men from using in their business any personal name, especially their own. 

[24] Appellee is in this position: If it bases its right to an injunction upon the doctrine of 

unfair competition, no competition of any kind has been shown by the record. If it relies 

upon some supposed damage which may result from appellantsȭ use of the name ȬBordenȭ in 

connection with inferior goods, the action is premature, because the appellants, as yet, have 

neither sold nor made anything. 

[25] The order of the District Court must be reversed; and it is so ordered. 

b. The Development of the  Modern  Multifactor Test  

The idiosyncrasies of tradition rather than of reason drove the development of the 

multifactor tests across the circuits.  Each of the circuitsȭ current multifactor tests originated 

either directly or indirectly from the 1938 Restatement (First) of the Law of Torts.  The 

Restatement (First) failed to set forth a single, unified multifactor test for trademark 

infrin gement.  Instead, it proposed four factors that courts should consider in all cases and 

nine more factors that courts should additionally consider only when the parties goods were 

noncompeting with each other, i.e., not substitutable for each other.  Section 729 of the 

Restatement (First) set out the four factors courts should always consider: 

In determining whether the actorȭs designation is confusingly similar to the 

otherȭs trade-mark or trade name, the following factors are important: 

(a) the degree of similarity between the designation and the trade-mark or 

trade name in 

(i) appearance; 

(ii) pronunciation of the words used; 

(iii) verbal translation of the pictures or designs involved; 

(iv) suggestion; 

(b) the intent of the actor in adopting the designation; 

(c) the relation in use and manner of marketing between the goods or 

services marketed by the actor and those marketed by the other; 

(d) the degree of care likely to be exercised by purchasers. 

RESTATEMENT FIRST OF TORTS § 729 (1939).  Section 731 set out the additional nine factors that 

courts should additionally  consider only in cases involving noncompetitive goods: 

In determining whether oneȭs interest in a trade-mark or trade name is 

protected, under the rules stated in §§  717 and 730, with reference to the 

goods, services or business in connection with which the actor uses his 

designation, the following factors are important: 

(a) the likelihood that the actorȭs goods, services or business will be 

mistaken for those of the other; 

(b) the likelihood that the other may expand his business so as to compete 

with the actor; 

(c) the extent to which the goods or services of the actor and those of the 

other have common purchasers or users; 

(d) the extent to which the goods or services of the actor and those of the 

other are marketed through the same channels; 
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(e) the relation between the functions of the goods or services of the actor 

and those of the other; 

(f) the degree of distinctiveness of the trademark or trade name; 

(g) the degree of attention usually given to trade symbols in the purchase of 

goods or services of the actor and those of the other; 

(h) the length of time during which the actor has used the designation; 

(i) the intent of the actor in adopting and using the designation. 

Id. at § 731. 

Through the course of the mid-twentieth century, the federal courts lost track of the 

distinction between the two sets of factors, and the circuits each began to use a single, 

unified multifactor test regardless of whether the partiesȭ goods were competing.  Each 

circuit developed its own test, and for the most part, the peculiarities of the particular cases 

in which the circuitȭs multifactor test first coalesced determined which factors are still 

considered in that circuit today.  A good example of this is found in the following opinion, 

Polaroid Corp. v. Polarad Electronics Corp., 287 F.2d 402 (2d Cir. 1961), which is the origin of 

the Second CircuitȭÓ ȰPolaroid &ÁÃÔÏÒÓȢȱ  $ÅÓÐÉÔÅ *ÕÄÇÅ &ÒÉÅÎÄÌÙȭs clear statement that his test 

×ÁÓ ÍÅÁÎÔ ÆÏÒ ÓÉÔÕÁÔÉÏÎÓ Ȱɍ×ɎÈÅÒÅ ÔÈÅ ÐÒÏÄÕÃÔÓ ÁÒÅ ÄÉÆÆÅÒÅÎÔȟȱ id. at 495, Second Circuit 

courts routinely apply the Polaroid factors in competing goods cases.  The opinion is 

presented here primarily for its historical significance as one of the most influential opinions 

in U.S. trademark law, but also to show, in the final paragraph of the opinion excerpt, how 

much trademark infringement doctrine had evolved since Bordenȭs Ice Cream. 

Polaroid Corp. v. Polarad Electronics Corp. 

287 F.2d 492 (2d Cir. 1961)  

FRIENDLY, Circuit Judge. 

[1] Plaintiff, Polaroid Corporation, a Delaware corporation, owner of the trademark 

Polaroid and holder of 22 United States registrations thereof granted between 1936 and 

1956 and of a New York registration granted in 1950, brought this action in the Eastern 

District of New York, alleging that defendantȭs use of the name Polarad as a trademark and as 

part of defendantȭs corporate title infringed plaintiffȭs Federal and state trademarks and 

constituted unfair competition. It sought a broad injunction and an accounting. Defendantȭs 

answer, in addition to denying the allegations of the complaint, sought a declaratory 

judgment establishing defendantȭs right to use Polarad in the business in which defendant 

was engaged, an injunction against plaintiffȭs use of Polaroid in the television and electronics 

fields, and other relief. Judge Rayfiel, in an opinion reported in D.C.1960, 182 F.Supp. 350, 

dismissed both the claim and the counterclaims, concluding that neither plaintiff nor 

defendant had made an adequate showing with respect to confusion and that both had been 

guilty of laches. Both parties appealed but defendant has withdrawn its cross-appeal. We 

find it unnecessary to pass upon Judge Rayfielȭs conclusion that defendantȭs use of Polarad 

does not violate any of plaintiffȭs rights. For we agree that plaintiffȭs delay in proceeding 

against defendant bars plaintiff from relief so long as defendantȭs use of Polarad remains as 

far removed from plaintiffȭs primary fields of activity as it has been and still is. 

[2] The name Polaroid was first adopted by plaintiffȭs predecessor in 1935. It has been 

held to be a valid trademark as a coined or invented symbol and not to have lost its right to 

protection by becoming generic or descriptive, Marks v. Polaroid Corp., D.C.D.Mass.1955, 129 

F.Supp. 243. Polaroid had become a well known name as applied to sheet polarizing material 

and products made therefrom, as well as to optical desk lamps, stereoscopic viewers, etc., 
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long before defendant was organized in 1944. During World War II, plaintiffȭs business 

greatly expanded, from $1,032,000 of gross sales in 1941 to $16,752,000 in 1945, due in 

large part to government contracts. Included in this government business were three sorts 

on which plaintiff particularly relies, the sale of Schmidt corrector plates, an optical lens 

used in television; research and development contracts for guided missiles and a machine 

gun trainer, both involving the application of electronics; and other research and 

development contracts for what plaintiff characterizes as Ȭelectro-optical devices employing 

electronic circuitry in combination with optical apparatus.ȭ In 1947 and 1948 plaintiffȭs sales 

declined to little more than their pre-war level; the tremendous expansion of plaintiffȭs 

business, reaching sales of $65,271,000 in 1958, came after the development of the Land 

camera in 1948. 

[3] Defendant was organized in December, 1944. Originally a partnership called 

Polarad Electronics Co., it was converted in 1948 into a New York corporation bearing the 

name Polarad Television Corp., which was changed a year later to Polarad Electronics Corp. 

Its principal business has been the sale of microwave generating, receiving and measuring 

devices and of television studio equipment. Defendant claimed it had arrived at the name 

Polarad by taking the first letters of the first and last names of its founder, Paul Odessey, and 

the first two letters of the first name of his friend and anticipated partner, Larry Jaffe, and 

adding the suffix Ȭrad,ȭ intended to signify radio; however, Odessey admitted that at the time 

he had Ȭsome knowledgeȭ of plaintiffȭs use of the name Polaroid, although only as applied to 

glasses and polarizing filters and not as to electronics. As early as November, 1945, plaintiff 

learned of defendant; it drew a credit report and had one of its attorneys visit defendantȭs 

quarters, then two small rooms; plaintiff made no protest. By June, 1946, defendant was 

advertising television equipment in ȬElectronicsȭɂa trade journal. These advertisements and 

other notices with respect to defendant came to the attention of plaintiffȭs officers; still 

plaint iff did nothing. In 1950, a New York Attorney who represented plaintiff in foreign 

patent matters came upon a trade show display of defendantȭs television products under the 

name Polarad and informed plaintiffȭs house counsel; the latter advised plaintiffȭs president, 

Dr. Land, that Ȭthe time had come when he thought we ought to think seriously about the 

problem.ȭ However, nothing was done save to draw a further credit report on defendant, 

although defendantȭs sales had grown from a nominal amount to a rate of several hundred 

thousand dollars a year, and the report related, as had the previous one, that defendant was 

engaged Ȭin developing and manufacturing equipment for radio, television and electronic 

manufacturers throughout the United States.ȭ In October, 1951, defendant, under its 

letterhead, forwarded to plaintiff a letter addressed to ȬPolarad Electronics Corp.ȭ at 

defendantȭs Brooklyn address, inquiring in regard to Ȭpolaroid material designed for night 

drivingȭ; there was no protest by plaintiff. In 1953, defendant applied to the United States 

Patent Office for registration of its trademark Polarad for radio and television units and 

other electronic devices; in August, 1955, when this application was published in the Official 

Gazette of the Patent Office, plaintiff for the first time took action by filing a notice of 

opposition, which was overruled by the Examiner in April, 1957. Still plaintiff delayed 

bringing suit until late 1956. Through all this period defendant was expending considerable 

sums for advertising and its business was growingɂemployees increasing from eight in the 

calendar year 1945 to 530 in the year ended June 30, 1956, fixed assets from $2,300 to 

$371,800, inventories from $3,000 to $1,547,400, and sales from $12,000 to $6,048,000. 

[4] Conceding that the bulk of its business is in optics and photography, lines not 

pursued by defendant, plaintiff nevertheless claims to be entitled to protection of its 

distinctive mark in at least certain portions of the large field of electronics. Plaintiff relies on 

its sales of Schmidt corrector plates, used in certain types of television systems, first under 
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government contracts beginning in 1943 and to industry commencing in 1945; on its sale, 

since 1946, of polarizing television filters, which serve the same function as the color filters 

that defendant supplies as a part of the television apparatus sold by it; and, particularly, on 

the research and development contracts with the government referred to above. Plaintiff 

relies also on certain instances of confusion, predominantly communications intended for 

defendant but directed to plaintiff. Against this, defendant asserts that its business is the sale 

of complex electronics equipment to a relatively few customers; that this does not compete 

in any significant way with plaintiffȭs business, the bulk of which is now in articles destined 

for the ultimate consumer; that plaintiffȭs excursions into electronics are insignificant in the 

light of the size of the field; that the instances of confusion are minimal; that there is no 

evidence that plaintiff has suffered either through loss of customers or injury to reputation, 

since defendant has conducted its business with high standards; and that the very nature of 

defendantȭs business, sales to experienced industrial users and the government, precludes 

any substantial possibility of confusion. Defendant also asserts plaintiffȭs laches to be a bar. 

[5] The problem of determining how far a valid trademark shall be protected with 

respect to goods other than those to which its owner has applied it, has long been vexing and 

does not become easier of solution with the years. Neither of our recent decisions so heavily 

relied upon by the parties, Harold F. Ritchie, Inc. v. Chesebrough-Pondȭs, Inc., 2 Cir., 1960, 281 

F.2d 755, by plaintiff, and Avon Shoe Co., Inc. v. David Crystal, Inc., 2 Cir., 1960, 279 F.2d 607 

by defendant, affords much assistance, since in the Ritchie case there was confusion as to the 

identical product and the defendant in the Avon case had adopted its mark Ȭwithout 

knowledge of the plaintiffsȭ prior use,ȭ at page 611. Where the products are different, the 

prior ownerȭs chance of success is a function of many variables: the strength of his mark, the 

degree of similarity between the two marks, the proximity of the products, the likelihood 

that the prior owner will bridge the gap, actual confusion, and the reciprocal of defendantȭs 

good faith in adopting its own mark, the quality of defendantȭs product, and the 

sophistication of the buyers. Even this extensive catalogue does not exhaust the 

possibilitiesɂthe court may have to take still other variables into account. American Law 

Institute, Restatement of Torts, §§ 729, 730, 731. Here plaintiffȭs mark is a strong one and the 

similarity between the two names is great, but the evidence of actual confusion, when 

analyzed, is not impressive. The filter seems to be the only case where defendant has sold, 

but not manufactured, a product serving a function similar to any of plaintiffȭs, and plaintiffȭs 

sales of this item have been highly irregular, varying, e.g., from $2,300 in 1953 to $303,000 

in 1955, and $48,000 in 1956. 

[6] If defendantȭs sole business were the manufacture and sale of microwave 

equipment, we should have little difficulty in approving the District Courtȭs conclusion that 

there was no such likelihood of confusion as to bring into play either the Lanham Act, 15 

U.S.C.A. § 1114(1), or New York General Business Law, § 368-b, or to make out a case of 

unfair competition under New York decisional law, see Avon Shoe Co. v. David Crystal, Inc., 

supra, at page 614, footnote 11. What gives us some pause is defendantȭs heavy involvement 

in a phase of electronics that lies closer to plaintiffȭs business, namely, television. Defendant 

makes much of the testimony of plaintiffȭs executive vice president that plaintiffȭs normal 

business is Ȭthe interaction of light and matter.ȭ Yet, although television lies predominantly in 

the area of electronics, it begins and ends with light waves. The record tells us that certain 

television uses were among the factors that first stimulated Dr. Landȭs interest in 

polarization, see Marks v. Polaroid Corporation, supra, 129 F.Supp. at page 246, plaintiff has 

manufactured and sold at least two products for use in television systems, and defendantȭs 

second counterclaim itself asserts likelihood of confusion in the television field. We are thus 

by no means sure that, under the views with respect to trademark protection announced by 
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this Court in such cases as Yale Electric Corp. v. Robertson, 2 Cir., 1928, 26 F.2d 972 (locks vs. 

flashlights [finding confusion]); L. E. Waterman Co. v. Gordon, 2 Cir., 1934, 72 F.2d 272 

(mechanical pens and pencils vs. razor blades [finding confusion]); Triangle Publications, Inc. 

v. Rohrlich, 2 Cir., 1948, 167 F.2d 969, 972 (magazines vs. girdles [finding confusion]); and 

Admiral Corp. v. Penco, Inc., 2 Cir., 1953, 203 F.2d 517 (radios, electric ranges and 

refrigerators vs. sewing machines and vacuum cleaners [finding confusion]), plaintiff would 

not have been entitled to at least some injunctive relief if it had moved with reasonable 

promptness. However, we are not required to decide this since we uphold the District 

Courtȭs conclusion with respect to laches. 

{The court goes on to reject the plaintiffȭs attempts to overcome the defendantȭs 

defense of laches.} 

Questions and Comments 

1. Ȱ(ÉÓ -ÁÒË ÉÓ (ÉÓ !ÕÔÈÅÎÔÉÃ 3ÅÁÌȢȱ  In Yale Elec. Corp. v. Robertson, 26 F.2d 972 (2d 

Cir. 1928), which Judge Friendly cites in the final paragraph of Polaroid, Judge Hand set forth 

his oft-quoted description of the plaintiffȭs interest in preventing the use of its mark on 

noncompeting goods: 

However, it has of recent years been recognized that a merchant may have a 

sufficient economic interest in the use of his mark outside the field of his own 

exploitation to justify interposition by a court. His mark is his authentic seal; by 

it he vouches for the goods which bear it; it carries his name for good or ill. If 

another uses it, he borrows the ownerȭs reputation, whose quality no longer 

lies within his own control. This is an injury, even though the borrower does 

not tarnish it, or divert any sales by its use; for a reputation, like a face, is the 

symbol of its possessor and creator, and another can use it only as a mask. And 

so it has come to be recognized that, unless the borrowerȭs use is so foreign to 

the ownerȭs as to insure against any identification of the two, it is unlawful. 

Id. at 974.  If the defendantȭÓ ÃÏÎÄÕÃÔ ȰÄÏÅÓ ÎÏÔ ÔÁÒÎÉÓÈ ɍÔÈÅ ÐÌÁÉÎÔÉÆÆȭs reputation], or divert 

ÁÎÙ ÓÁÌÅÓ ÂÙ ÉÔÓ ÕÓÅȟȱ ÔÈÅÎ ×ÈÁÔ ÅØÁÃÔÌÙ ÉÓ ÔÈÅ ÈÁÒÍ ÔÏ ÔÈÅ ÐÌÁÉÎÔÉÆÆȩ 

2. Contemporary App lications of the Multifactor Test for the Likelihood of 

Confusion  

Each circuit has developed its own formulation of the multifactor test for the likelihood 

of consumer confusion.  NeverthelÅÓÓȟ ÁÓ ÔÈÅ ÃÈÁÒÔ ÅÎÔÉÔÌÅÄ Ȱ&ÁÃÔÏÒÓ #ÏÎÓÉÄÅÒÅÄ ÂÙ #ÉÒÃÕÉÔȱ 

suggests, the circuitsȭ various tests are roughly similar.  Notably absent from the Fourth, 

Fifth, and Eleventh Circuitȭs tests, however, is any explicit call to consider the sophistication 

of the relevant consumers. 

In Virgin Enterprises Ltd. v. Nawab, 335 F.3d 141 (2d Cir. 2003), the Second Circuit 

applied its Polaroid test to determine if consumers would likely mistake the goods and 

services of the defendant, operating under the mark VIRGIN WIRELESS, for the those of the 

plaintiff, the owner of the VIRGIN mark for a wide variety of goods and services.  The opinion 

is exceptional for its thorough analysis of the factors.  In reading through Virgin Enterprises, 

consider the following questions: 

¶ Which of the Polaroid factors are likely the most important to courtsȭ adjudication 

of the likelihood of confusion question? 

¶ In practice, is intent likely as unimportant to courtsȭ determinations as the Virgin 

Enterprises opinion suggests? 
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¶ Why should strong marks receive a wider scope of protection than weak marks? 

¶ Why should inherent strength be more important to the multifactor inquiry than 

acquired strength?  Relatedly, why should fanciful marks receive a wider scope of 

protection that arbitrary or suggestive marks? 

¶ Does the court make any basic mistakes of doctrine in its discussion of the 

Abercrombie spectrum? 
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Virgin Enterprises Ltd. v. Nawab  

335 F.3d 141 (2d Cir. 2003)  

LEVAL, Circuit Judge. 

[1] 0ÌÁÉÎÔÉÆÆ 6ÉÒÇÉÎ %ÎÔÅÒÐÒÉÓÅÓ ,ÉÍÉÔÅÄ ɉȰ6%,ȱ ÏÒ ȰÐÌÁÉÎÔÉÆÆȱɊ ÁÐÐÅÁÌÓ ÆÒÏÍ ÔÈÅ ÄÅÎial of 

its motion for a preliminary injunction. This suit, brought under § 32 of the Lanham Act, 15 

U.S.C. § 1114(1), alleges that defendants infringed plaintiffȭs rights in the registered mark 

VIRGIN by operating retail stores selling wireless telephones and related accessories and 

services under the trade name VIRGIN WIRELESS. The United States District Court for the 

Eastern District of New York (Sifton, J.) denied plaintiffȭs motion for a preliminary injunction, 

based upon its finding that plaintiffȭs registration did not cover the retail sale of wireless 

telephones and related products, and that plaintiff failed to show a likelihood of consumer 

confusion. 

 

BACKGROUND 

[2] Plaintiff VEL, a corporation with its principal place of business in London, owns U.S. 

2ÅÇÉÓÔÒÁÔÉÏÎ .ÏȢ ρȟψυρȟψρχ ɉȰÔÈÅ ψρχ 2ÅÇÉÓÔÒÁÔÉÏÎȱɊȟ ÆÉÌÅÄ ÏÎ -ÁÙ υȟ ρωωρȟ ÁÎÄ ÒÅÇÉÓÔÅÒÅÄ ÏÎ 

!ÕÇÕÓÔ σπȟ ρωωτȟ ÆÏÒ ÔÈÅ 6)2'). ÍÁÒË ÁÓ ÁÐÐÌÉÅÄ ÔÏ Ȱretail store services in the fields of ... 

computers and electronic apparatus ȱ ɉÅÍÐÈÁÓÉÓ ÁÄÄÅÄɊȢȢȢ 0ÌÁÉÎÔÉÆÆ ÁÌÓÏ Ï×ÎÓ 5Ȣ3Ȣ 

2ÅÇÉÓÔÒÁÔÉÏÎ .ÏȢ ρȟψυςȟχχφ ɉȰÔÈÅ χχφ 2ÅÇÉÓÔÒÁÔÉÏÎȱɊȟ ÆÉÌÅÄ ÏÎ -ÁÙ ωȟ ρωωρȟ ÁÎÄ ÒÅÇÉÓÔÅÒÅÄ ÏÎ 

September 6, 1994, for a stylized version of the VIRGIN mark for use in connection with 

ȰÒÅÔÁÉÌ ÓÔÏÒÅ ÓÅÒÖÉÃÅÓ ÉÎ ÔÈÅ ÆÉÅÌÄÓ ÏÆ ȢȢȢ ÃÏmÐÕÔÅÒÓ ÁÎÄ ÅÌÅÃÔÒÏÎÉÃ ÁÐÐÁÒÁÔÕÓȟȱ ÁÎÄ 5Ȣ3Ȣ 

2ÅÇÉÓÔÒÁÔÉÏÎ .ÏȢ ρȟψφσȟσυσ ɉȰÔÈÅ συσ 2ÅÇÉsÔÒÁÔÉÏÎȱɊȟ ÆÉÌÅÄ ÏÎ -ÁÙ ρωȟ ρωωςȟ ÁÎÄ ÒÅÇÉÓÔÅÒÅÄ ÏÎ 

November 15, 1994, for the VIRGIN MEGASTORE mark. It is undisputed that these three 

registrations have become incontestable pursuant to 15 U.S.C. § 1065. 

[3] VEL, either directly or through corporate affiliates, operates various businesses 

worldwide under the t rade name VIRGIN, including an airline, large-scale record stores 

called Virgin Megastores, and an internet information service. Plaintiff or its affiliates also 

market a variety of goods branded with the VIRGIN name, including music recordings, 

computer games, books, and luggage. Three of plaintiffȭs megastores are located in the New 

York area. According to an affidavit submitted to the district court in support of plaintiffȭs 

application for preliminary injunction, Virgin Megastores sell a variety of electronic 

apparatus, including video game systems, portable CD players, disposable cameras, and DVD 

players. These stores advertise in a variety of media, including radio. 

[4] Defendants Simon Blitz and Daniel Gazal are the sole shareholders of defendants 

Cel-.ÅÔ #ÏÍÍÕÎÉÃÁÔÉÏÎÓȟ )ÎÃȢ ɉȰ#ÅÌ-.ÅÔȱɊȠ 4ÈÅ #ÅÌÌÕÌÁÒ .ÅÔ×ÏÒË #ÏÍÍÕÎÉÃations, Inc., doing 

ÂÕÓÉÎÅÓÓ ÁÓ #.#' ɉȰ#.#'ȱɊȠ ÁÎÄ 3$ 4ÅÌÅÃÏÍÍÕÎÉÃÁÔÉÏÎÓȟ )ÎÃȢ ɉȰ3$ 4ÅÌÅÃÏÍȱɊȢ "ÌÉÔÚ ÁÎÄ 

Gazal formed Cel-Net in 1993 to sell retail wireless telephones and services in the New York 

area. Later, they formed CNCG to sell wireless phones and services on the wholesale level. 

CNCG now sells wireless phones and services to more than 400 independent wireless 

retailers. In 1998, Cel-Net received permission from New York State regulators to resell 

telephone services within the state. 

[5] Around 1999, Andrew Kastein, a vice-president of CNCG, began to develop a Cel-Net 

brand of wireless telecommunications products. In early 1999, Cel-Net entered into 

negotiations with the Sprint PCS network to provide telecommunications services for resale 

by Cel-Net. In August 1999, Cel-Net retained the law firm Pennie & Edmonds to determine 

the availability of possible service marks for Cel-Net. Pennie & Edmonds associate Elizabeth 
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Langston researched for Kastein a list of possible service marks; among the marks Cel-Net 

asked to have researched was VIRGIN. Defendants claim that Langston told Cel-Net officer 

Simon Corney that VIRGIN was available for use in the telecommunications field. Plaintiff 

disputed this, offering an affidavit from Langston that she informed defendants that she 

would not search the VIRGIN mark because her firm represented plaintiff. 

[6] According to defendants, in December 1999, Cel-Net retained Corporate Solutions, 

LLC and its principals Nathan Erlich and Tahir Nawab as joint venture partners to help raise 

capital to launch Cel-Netȭs wireless telephone service. On December 2, 1999, Erlich and 

Nawab filed four intent-to-use applications with the U.S. Patent and Trademark Office 

ɉȰ04/ȱɊ ÔÏ ÒÅÇÉÓÔÅÒ ÔÈÅ ÍÁÒËÓ 6)2'). 7)2%,%33ȟ 6)2'). -/"),%ȟ 6)2'). 

COMMUNICATIONS, and VIRGIN NET in the field of telecommunications services, class 38. 

On December 24, 1999, Corporate Solutions incorporated defendant Virgin Wireless, Inc. 

ɉȰ67)ȱɊ ÁÎÄ ÌÉÃÅÎÓÅÄ ÔÏ 67) ÔÈÅ ÒÉÇÈÔ ÔÏ ÕÓÅ ÔÈÅ ÍÁÒËÓ 6)2'). 7)2%,%33 ÁÎÄ 6)2'). 

MOBILE. Meanwhile, one of plaintiffȭs affiliates had begun to offer wireless 

telecommunication services bearing the VIRGIN mark in the United Kingdom. A press release 

dated November 19, 1999, found on plaintiffȭs website, stated that its Virgin Mobile wireless 

services were operable in the United States. 

[7] On June 23, 2000, defendant Blitz signed a lease under the name Virgin Wireless for 

a kiosk location in South Shore Mall in Long Island from which to re-sell AT&T wireless 

services, telephones, and accessories under the retail name Virgin Wireless. Defendants Cel-

Net and VWI later expanded their telecommunications re-sale operations to include two 

retail stores and four additional retail kiosks in malls in the New York area and in 

Pennsylvania. All of these stores have been run by VWI under the trade name VIRGIN 

WIRELESS. VWI also has leases and bank accounts in its name, and has shown evidence of 

actual retail transactions and newspaper advertisements. 

[8] In August 2000, plaintiff licensed Virgin Mobile USA, LLC, to use the VIRGIN mark 

for wireless telecommunications services in the United States. On August 10, 2000, plaintiff 

filed an intent-to-use application with the PTO for use of the VIRGIN mark in the United 

States on telecommunications services and mobile telephones. On October 11, 2001, the PTO 

suspended this markȭs registration in international class 9, which covers wireless 

telephones, and class 38, which covers telecommunications services, because the VIRGIN 

mark was already reserved by a prior filing, presumably defendantsȭ. On August 16, 2001, 

plaintiff filed another intent -to-use application for the mark VIRGIN MOBILE to brand 

telecommunications services. The PTO issued a non-final action letter for both of plaintiffȭs 

pending new registrations on October 31, 2001, which stated that defendant Corporation 

Solutionsȭ ÐÅÎÄÉÎÇ ÁÐÐÌÉÃÁÔÉÏÎÓ ÆÏÒ ÓÉÍÉÌÁÒ ÍÁÒËÓ ÉÎ ÔÈÅ ÓÁÍÅ ÃÌÁÓÓ ÃÏÕÌÄ ÇÉÖÅ ÒÉÓÅ ÔÏ ȰÁ 

ÌÉËÅÌÉÈÏÏÄ ÏÆ ÃÏÎÆÕÓÉÏÎȢȱ 4ÈÅ 04/ ÓÕÓÐÅÎÄÅÄ ÁÃÔÉÏÎ ÏÎ ÐÌÁÉÎÔÉÆÆȭs application pending the 

processing of Corporation Solutionsȭ applications. 

[9] In October 2001, plaintiff issued a press release announcing that it was offering 

wireless telecommunications services and mobile telephones in the United States. 

[10] Plaintiff became aware of Corporation Solutionsȭ application for registration of the 

VIRGIN WIRELESS and VIRGIN MOBILE marks by May 2000. In October 2001 and December 

2001, defendant VWI filed suits against plaintiff in the federal district courts in Arizona and 

Delaware, alleging that plaintiff was using VWIȭs mark. Plaintiff maintains (and the district 

court found) that it learned in January 2002 that VWI and Cel-Net were operating kiosks 

under the VIRGIN WIRELESS name and two days later filed the present suit seeking to enjoin 

defendants from selling mobile phones in VIRGIN-branded retail stores. 
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[11] On May 2, 2002, the district court considered plaintiffȭs application for a 

preliminary injunction. It found that no essential facts were in dispute, and therefore no 

evidentiary hearing was required. It was uncontested (and the district court accordingly 

found) that plaintiff soÌÄ ȰÅÌÅÃÔÒÏÎÉÃ ÁÐÐÁÒÁÔÕÓȱ ÉÎ ÉÔÓ ÓÔÏÒÅÓȟ ÉÎÃÌÕÄÉÎÇ ȰÖÁÒÉÏÕÓ ÖÉÄÅÏ ÇÁÍÅ 

systems, portable cassette tape, compact disc, mp3, and mini disc players, portable radios, 

ÁÎÄ ÄÉÓÐÏÓÁÂÌÅ ÃÁÍÅÒÁÓȟȱ ÂÕÔ ÎÏÔ ÉÎÃÌÕÄÉÎÇ ÔÅÌÅÐÈÏÎÅÓ ÏÒ ÔÅÌephone service, and that the 

only products the defendants sold in their stores were wireless telephones, telephone 

ÁÃÃÅÓÓÏÒÉÅÓȟ ÁÎÄ ×ÉÒÅÌÅÓÓ ÔÅÌÅÐÈÏÎÅ ÓÅÒÖÉÃÅÓȣȢ 

[12] Arguing against plaintiffȭs likelihood of success, the court noted that plaintiffȭs 

ÒÅÇÉÓÔÒÁÔÉÏÎÓ ÄÉÄ ÎÏÔ ÃÌÁÉÍ ÕÓÅ ÏÆ ÔÈÅ 6)2'). ÍÁÒË ȰÉÎ ÔÅÌÅÃÏÍÍÕÎÉÃÁÔÉÏÎÓ ÓÅÒÖÉÃÅÓ ÏÒ ÉÎ ÔÈÅ 

ÁÓÓÏÃÉÁÔÅÄ ÒÅÔÁÉÌ ÓÁÌÅ ÏÆ ×ÉÒÅÌÅÓÓ ÔÅÌÅÐÈÏÎÅÓ ÁÎÄ ÁÃÃÅÓÓÏÒÉÅÓȢȱ 7ÈÉÌÅ ÐÌÁÉntiffȭs 817 and 776 

2ÅÇÉÓÔÒÁÔÉÏÎÓ ÃÏÖÅÒÅÄ ÔÈÅ ÒÅÔÁÉÌ ÓÁÌÅ ÏÆ ȰÃÏÍÐÕÔÅÒÓ ÁÎÄ ÅÌÅÃÔÒÏÎÉÃ ÁÐÐÁÒÁÔÕÓȟȱ ÔÈÅÙ ÄÉÄ ÎÏÔ 

extend to telecommunications services and wireless phones. 

[13] The court noted that the defendants were the first to use the VIRGIN mark in 

telecommunications, and the first to attempt to register VIRGIN for telecommunications and 

retail telephone sales.... 

DISCUSSION 

.... 

II. 

[14] A claim of trademark infringement, whether brought under 15 U.S.C. § 1114(1) 

(for infringement of a registered mark) or 15 U.S.C. § 1125(a) (for infringement of rights in a 

mark acquired by use), is analyzed under the familiar two-prong test described in Gruner + 

Jahr USA Publȭg v. Meredith Corp., 991 F.2d 1072 (2d Cir. 1993). See Time, Inc. v. Petersen 

Publȭg Co. L.L.C., 173 F.3d 113, 117 (2d Cir. 1999) (noting that Gruner test is applicable to 

claims brought under § 1114(1) and § 1125(a)). The test looks first to whether the plaintiffȭs 

mark is entitled to protection, and second to whether defendantȭs use of the mark is likely to 

cause consumers confusion as to the origin or sponsorship of the defendantȭs goods. Gruner, 

991 F.2d at 1074. Examining the question as the test dictates, we have no doubt that plaintiff 

was entitled to a preliminary injunction. 

[15] We believe the district court accorded plaintiff too narrow a scope of protection for 

its famous, arbitrary, and distinctive mark. There could be no dispute that plaintiff prevailed 

as to the first prong of the testɂprior use and ownership. For years, plaintiff had used the 

VIRGIN mark on huge, famous stores selling, in addition to music recordings, a variety of 

consumer electronic equipment. At the time the defendants began using VIRGIN, plaintiff 

owned rights in the mark. The focus of inquiry thus turns to the second prong of the testɂ

whether defendantsȭ use of VIRGIN as a mark for stores selling wireless telephone services 

and phones was likely to cause confusion. There can be little doubt that such confusion was 

likely. 

[16] The landmark case of Polaroid Corp. v. Polarad Electronics Corp., 287 F.2d 492 (2d 

Cir. 1961) (Friendly, J.), outlined a series of nonexclusive factors likely to be pertinent in 

addressing the issue of likelihood of confusion, which are routinely followed in such cases...  

[17] Six of the Polaroid factors relate directly to the likelihood of consumer confusion. 

These are the strength of the plaintiffȭs mark; the similarity of defendantsȭ mark to plaintiffȭs; 

the proximity of the products sold under defendantsȭ mark to those sold under plaintiffȭs; 

where the products are different, the likelihood that plaintiff will bridge the gap by selling 

the products being sold by defendants; the existence of actual confusion among consumers; 

and the sophistication of consumers. Of these six, all but the last (which was found by the 
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district court to be neutral) strongly favor the plaintiff. The remaining two Polaroid factors, 

defendantsȭ good or bad faith and the quality of defendantsȭ products, are more pertinent to 

issues other than likelihood of confusion, such as harm to plaintiffȭs reputation and choice of 

remedy. We conclude that the Polaroid factors powerfully support plaintiff ȭs position. 

[18] Strength of the mark. The strength of a trademark encompasses two different 

concepts, both of which relate significantly to likelihood of consumer confusion. The first and 

ÍÏÓÔ ÉÍÐÏÒÔÁÎÔ ÉÓ ÉÎÈÅÒÅÎÔ ÓÔÒÅÎÇÔÈȟ ÁÌÓÏ ÃÁÌÌÅÄ ȰÉÎÈÅÒÅÎÔ ÄÉÓÔÉÎÃÔÉÖÅÎÅÓÓȢȱ 4ÈÉÓ ÉÎÑÕÉÒÙ 

distinguishes between, on the one hand, inherently distinctive marksɂmarks that are 

arbitrary or fanciful in relation to the products (or services) on which they are usedɂand, 

on the other hand, marks that are generic, descriptive or suggestive as to those goods. The 

former are the strong marks. Abercrombie & Fitch Co. v. Hunting World, Inc., 537 F.2d 4, 9 (2d 

Cir. 1976). The second sense of the concept of strength of Á ÍÁÒË ÉÓ ȰÁÃÑÕÉÒÅÄ 

ÄÉÓÔÉÎÃÔÉÖÅÎÅÓÓȟȱ i.e., fame, or the extent to which prominent use of the mark in commerce 

has resulted in a high degree of consumer recognition. See TCPIP Holding Co. v. Haar 

Communications Inc., 244 F.3d 88, 100 (2d Cir. 2001) (describing these two concepts of 

strength). 

[19] Considering first inherent distinctiveness, the law accords broad, muscular 

protection to marks that are arbitrary or fanciful in relation to the products on which they 

are used, and lesser protection, or no protection at all, to marks consisting of words that 

identify or describe the goods or their attributes. The reasons for the distinction arise from 

two aspects of market efficiency. The paramount objective of the trademark law is to avoid 

confusion in the marketplace. The purpose for which the trademark law accords merchants 

the exclusive right to the use of a name or symbol in their area or commerce is identification, 

so that the merchants can establish goodwill for their goods based on past satisfactory 

performance, and the consuming public can rely on a mark as a guarantee that the goods or 

services so marked come from the merchant who has been found to be satisfactory in the 

past. See Estee Lauder Inc. v. The Gap, Inc., 108 F.3d 1503, 1510 (2d Cir. 1997) (quoting 

Restatement (Third) of Unfair Competition § 21 comment i (1995)); Power Test Petroleum 

Distribs., Inc. v. Calcu Gas, Inc., 754 F.2d 91, 97 (2d Cir. 1985); McGregor-Doniger Inc. v. Drizzle 

Inc., 599 F.2d 1126, 1131 (2d Cir. 1979). At the same time, efficiency and the public interest 

require that every merchant trading in a class of goods be permitted to refer to the goods by 

their name, and to make claims about their quality. Thus, a merchant who sells pencils under 

the trademark Pencil or Clear Mark, for example, and seeks to exclude other sellers of pencils 

from using those words in their trade, is seeking an advantage the trademark law does not 

intend to offer. To grant such exclusivity would deprive the consuming public of the useful 

market information it receives where every seller of pencils is free to call them pencils. 

Abercrombie, 537 F.2d at 9; CES Publȭg Corp. v. St. Regis Publȭns, Inc., 531 F.2d 11, 13 (2d Cir. 

1975). The trademark right does not protect the exclusive right to an advertising messageɂ

only the exclusive right to an identifier, to protect against confusion in the marketplace. 

Thus, as a matter of policy, the trademark law accords broader protection to marks that 

serve exclusively as identifiers and lesser protection where a grant of exclusiveness would 

tend to diminish the access of others to the full range of discourse relating to their goods. See 

TCPIP, 244 F.3d at 100; Nabisco, Inc. v. PF Brands, Inc., 191 F.3d 208, 215 (2d Cir. 1999); 

Otokoyama Co. Ltd. v. Wine of Japan Import, Inc., 175 F.3d 266, 270 (2d Cir. 1999). 

[20] The second aspect of efficiency that justifies according broader protection to 

marks that are inherently distinctive relates directly to the likelihood of confusion. If a mark 

is arbitrary or fanciful, and makes no reference to the nature of the goods it designates, 

consumers who see the mark on different objects offered in the marketplace will be likely to 
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assume, because of the arbitrariness of the choice of mark, that they all come from the same 

source. For example, if consumers become familiar with a toothpaste sold under an unusual, 

arbitrary brand name, such as ZzaaqQ, and later see that same inherently distinctive brand 

name appearing on a different product, they are likely to assume, notwithstanding the 

product difference, that the second product comes from the same producer as the first. The 

more unusual, arbitrary, and fanciful a trade name, the more unlikely it is that two 

independent entities would have chosen it. In contrast, every seller of foods has an interest 

ÉÎ ÃÁÌÌÉÎÇ ÉÔÓ ÐÒÏÄÕÃÔ ȰÄÅÌÉÃÉÏÕÓȢȱ #ÏÎÓÕÍÅÒÓ ×ÈÏ ÓÅÅ ÔÈÅ ×ÏÒÄ delicious used on two or more 

different food products are less likely to draw the inference that they must all come from the 

same producer. Cf. Streetwise Maps, 159 F.3d at 744 (noting that several map producers use 

ȰÓÔÒÅÅÔȱ ÉÎ ÐÒÏÄÕÃÔ ÎÁÍÅÓȠ ÔÈÕÓ ÐÌÁÉÎÔÉÆÆȭÓ ÍÁÒË ÕÓÉÎÇ ȰÓÔÒÅÅÔȱ ×ÁÓ ÎÏÔ ÐÁÒÔÉÃÕÌÁÒÌÙ 

distinctive); W. Publȭg, 910 F.2d at 61 (noting numerous registrations of marks using word 

ȰÇÏÌÄÅÎȱɊȢ )Î ÓÈÏÒÔȟ ÔÈÅ ÍÏÒÅ ÄÉÓÔÉÎÃÔÉÖÅ ÔÈÅ ÍÁÒËȟ ÔÈÅ ÇÒÅÁÔÅÒ ÔÈÅ ÌÉËÅÌÉÈÏÏÄ ÔÈÁÔ ÔÈÅ ÐÕÂÌÉÃȟ 

seeing it used a second time, will assume that the second use comes from the same source as 

the first. The goal of avoiding consumer confusion thus dictates that the inherently 

distinctive, arbitrary, or fanciful marks, i.e., strong marks, receive broader protection than 

weak marks, those that are descriptive or suggestive of the products on which they are used. 

See Abercrombie, 537 F.2d at 9-11; TCPIP, 244 F.3d at 100-01. 

[21] 4ÈÅ ÓÅÃÏÎÄ ÓÅÎÓÅ ÏÆ ÔÒÁÄÅÍÁÒË ÓÔÒÅÎÇÔÈȟ ÆÁÍÅȟ ÏÒ ȰÁÃÑÕÉÒÅÄ ÄÉÓÔÉÎÃÔÉÖÅÎÅÓÓȟȱ Álso 

bears on consumer confusion. See TCPIP, 244 F.3d at 100-01; Streetwise Maps, 159 F.3d at 

744. If a mark has been long, prominently and notoriously used in commerce, there is a high 

likelihood that consumers will recognize it from its prior use. Widespread consumer 

recognition of a mark previously used in commerce increases the likelihood that consumers 

will assume it identifies the previously familiar user, and therefore increases the likelihood 

of consumer confusion if the new user is in fact not related to the first. See Nabisco, 191 F.3d 

at 216-17. A markȭs fame also gives unscrupulous traders an incentive to seek to create 

consumer confusion by associating themselves in consumersȭ minds with a famous mark. 

The added likelihood of consumer confusion resulting from a second userȭs use of a famous 

mark gives reason for according such a famous mark a broader scope of protection, at least 

when it is also inherently distinctive. See McGregor, 599 F.2d at 1132 (noting that secondary 

meaning may further enlarge the scope of protection accorded to inherently distinctive 

marks). 

[22] Plaintiffȭs VIRGIN mark undoubtedly scored high on both concepts of strength. In 

relation to the sale of consumer electronic equipment, the VIRGIN mark is inherently 

distinctive, in that it is arbitrary ÁÎÄ ÆÁÎÃÉÆÕÌȠ ÔÈÅ ×ÏÒÄ ȰÖÉÒÇÉÎȱ ÈÁÓ ÎÏ ÉÎÔÒÉÎÓÉÃ ÒÅÌÁÔÉÏÎÓÈÉÐ 

whatsoever to selling such equipment. Because there is no intrinsic reason for a merchant to 

ÕÓÅ ÔÈÅ ×ÏÒÄ ȰÖÉÒÇÉÎȱ ÉÎ ÔÈÅ ÓÁÌÅ ÏÆ ÃÏÎÓÕÍÅÒ ÅÌÅÃÔÒÏÎÉÃ ÅÑÕÉÐÍÅÎÔȟ Á ÃÏÎÓÕÍÅÒ ÓÅÅÉÎÇ 

VIRGIN used in two different stores selling such equipment will likely assume that the stores 

are related. 

[23] Plaintiffȭs VIRGIN mark was also famous. The mark had been employed with 

world -wide recognition as the mark of an airline and as the mark for megastores selling 

music recordings and consumer electronic equipment. The fame of the mark increased the 

likelihood that consumers seeing defendantsȭ shops selling telephones under the mark 

VIRGIN would assume incorrectly that defendantsȭ shops were a part of plaintiffȭs 

organization. See Lois Sportswear, U.S.A., Inc. v. Levi Strauss & Co., 799 F.2d 867, 873 (2d Cir. 

1986). 

[24] There can be no doubt that plaintiffȭs VIRGIN mark, as used on consumer 

electronic equipment, is a strong mark, as the district court found. It is entitled as such to a 
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broad scope of protection, precisely because the use of the mark by others in connection 

with stores selling reasonably closely related merchandise would inevitably have a high 

likelihood of causing consumer confusion. 

[25] Similarity of marks. When the secondary userȭs mark is not identical but merely 

similar to the plaintiffȭs mark, it is important to assess the degree of similarity between them 

in assessing the likelihood that consumers will be confused. See McGregor, 599 F.2d at 1133. 

Plaintiffȭs and defendantsȭ marks were not merely similar; they were identical to the extent 

that both consisted ÏÆ ÔÈÅ ÓÁÍÅ ×ÏÒÄȟ ȰÖÉÒÇÉÎȢȱ 

[26] The district court believed this factor did not favor plaintiff because it found some 

differences in appearance. Defendantsȭ logo used a different typeface and different colors 

from plaintiff ȭs. While those are indeed differences, they are quite minor in relation to the 

fact that the name being used as a trademark was the same in each case. 

[27] Advertisement and consumer experience of a mark do not necessarily transmit all 

of the markȭs features. Plaintiff, for example, advertised its Virgin Megastores on the radio. A 

consumer who heard those advertisements and then saw the defendantsȭ installation using 

the name VIRGIN would have no way of knowing that the two trademarks looked different. 

See Sports Auth., Inc. v. Prime Hospitality Corp., 89 F.3d 955, 962 (2d Cir. 1996). A consumer 

who had visited one of plaintiffȭs Virgin Megastores and remembered the name would not 

necessarily remember the typeface and color of plaintiffȭs mark. The reputation of a mark 

also spreads by word of mouth among consumers. One consumer who hears from others 

about their experience with Virgin stores and then encounters defendantsȭ Virgin store will 

have no way knowing of the differences in typeface. See Hills Bros. Coffee, Inc. v. Hills 

Supermarkets, Inc., 428 F.2d 379, 381 (2d Cir. 1970) (per curiam ). 

[28] In view of the fact that defendants used the same name as plaintiff, we conclude 

the defendantsȭ mark was sufficiently similar to plaintiffȭs to increase the likelihood of 

confusion. This factor favored the plaintiff as a matter of law. We conclude that the district 

court erred in concluding otherwise on the basis of comparatively trivial and often irrelevant 

differences. 

[29] Proximity of the products and likelihood of bridging the gap. The next factor is the 

proximity of the products being sold by plaintiff and defendant under identical (or similar) 

marks. See Arrow Fastener, 59 F.3d at 396. This factor has an obvious bearing on the 

likelihood of confusion. When the two users of a mark are operating in completely different 

areas of commerce, consumers are less likely to assume that their similarly branded 

products come from the same source. In contrast, the closer the secondary userȭs goods are 

to those the consumer has seen marketed under the prior userȭs brand, the more likely that 

the consumer will mistakenly assume a common source. See Cadbury Beverages, Inc. v. Cott 

Corp., 73 F.3d 474, 480-81 (2d Cir. 1996). 

[30] While plaintiff had not sold telephones or telephone service prior to defendantȭs 

registration evincing intent to sell those items, plaintiff had sold quite similar items of 

consumer electronic equipment. These included computer video game systems, portable 

cassette-tape players, compact disc players, MP3 players, mini-disc players, and disposable 

cameras. Like telephones, many of these are small consumer electronic gadgets making use 

of computerized audio communication. They are sold in the same channels of commerce. 

Consumers would have a high expectation of finding telephones, portable CD players, and 

computerized video game systems in the same stores. We think the proximity in commerce 

of telephones to CD players substantially advanced the risk that consumer confusion would 

occur when both were sold by different merchants under the same trade name, VIRGIN. 
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[31] Our classic Polaroid test further protects a trademark owner by examining the 

likelihood that, even if the plaintiffȭs products were not so close to the defendantsȭ when the 

defendant began to market them, there was already a likelihood that plaintiff would in the 

reasonably near future begin selling those products. See Cadbury Beverages, 73 F.3d at 482. 

VELȭs claim of proximity was further strengthened in this regard because, as the district 

court expressly ÆÏÕÎÄȟ ȰÐÌÁÎÓ ÈÁÄ ÂÅÅÎ ÆÏÒÍÕÌÁted [for VEL] to enter [the market for 

ÔÅÌÅÃÏÍÍÕÎÉÃÁÔÉÏÎÓ ÐÒÏÄÕÃÔÓ ÁÎÄ ÓÅÒÖÉÃÅÓɎ ÓÈÏÒÔÌÙ ÉÎ ÔÈÅ ÆÕÔÕÒÅȢȱ 6%, ÈÁÄ ÁÌÒÅÁÄÙ ÂÅÇÕÎ 

marketing telephone service in England which would operate in the United States, and, as 

the district court found, had made plans to sell telephones and wireless telephone service 

under the VIRGIN name from its retail stores. 

[32] The district court, nonetheless, found in favor of the defendants with respect to the 

proximity of products and services. We would ordinarily give considerable deference to a 

factual finding on this issue. Here, however, we cannot do so because it appears the district 

court applied the wrong test. The court did not assess the proximity of defendantsȭ VIRGIN-

branded retail stores selling telephone products to plaintiffȭs VIRGIN-branded retail stores 

selling other consumer electronic products. It simply concluded that, because defendants 

were selling exclusively telephone products and services, and plaintiffȭs electronic products 

did not include telephones or related services, the defendants must prevail as to the 

proximity factor.  

[33] This represents a considerable misunderstanding of the Polaroid test. The famous 

list of factors of likely pertinence in assessing likelihood of confusion in Polaroid was 

specially designed for a case like this one, in which the secondary user is not in direct 

competition with the prior user, but is selling a somewhat different product or service. In 

Polaroid, the plaintiff sold optical and camera equipment, while the defendant sold electronic 

ÁÐÐÁÒÁÔÕÓȢ 4ÈÅ ÔÅÓÔ ÔÈÅ ÃÏÕÒÔ ÄÉÓÃÕÓÓÅÄ ×ÁÓ ÅØÐÒÅÓÓÌÙ ÁÄÄÒÅÓÓÅÄ ÔÏ ÔÈÅ ÐÒÏÂÌÅÍ ȰÈÏ× ÆÁÒ Á 

valid trademark shall be protected with respect to goods other than those to which its owner 

has applied it.ȱ ςψχ &ȢςÄ ÁÔ τωυ ɉÅÍÐÈasis added); see also Arrow Fastener, 59 F.3d at 396 

(noting that products need not actually compete with each other). The very fact that the test 

includÅÓ ÔÈÅ ȰÐÒÏØÉÍiÔÙȱ ÂÅÔ×ÅÅÎ ÔÈÅ ÄÅÆÅÎÄÁÎÔȭs products and the plaintiffȭs and the 

ÌÉËÅÌÉÈÏÏÄ ÔÈÁÔ ÔÈÅ ÐÌÁÉÎÔÉÆÆ ×ÉÌÌ ȰÂÒÉÄÇÅ ÔÈÅ ÇÁÐȱ ÍÁËÅÓ ÃÌÅÁÒ ÔÈÁÔ ÔÈÅ ÔÒÁÄÅÍÁÒË Ï×ÎÅÒ ÄÏÅÓ 

not lose, as the district court concluded, merely because it has not previously sold the 

precise good or service sold by the secondary user. 

[34] In our view, had the district court employed the proper test of proximity, it could 

not have failed to find a high degree of proximity as between plaintiff VELȭs prior sales of 

consumer electronic audio equipment and defendantsȭ subsequent sales of telephones and 

telephone services, which proximity would certainly contribute to likelihood of consumer 

confusion. And plaintiff was all the more entitled to a finding in its favor in respect of these 

matters by virtue of the fact, which the district court did find, that at the time defendants 

began using the VIRGIN mark in the retail sale of telephones and telephone services, plaintiff 

already had plans to bridge the gap by expanding its sales of consumer electronic equipment 

to include sales of those very goods and services in the near future. Consumer confusion was 

more than likely; it was virtually inevitable. 

[35] Actual confusion. It is self-evident that the existence of actual consumer confusion 

indicates a likelihood of consumer confusion. Nabisco, 191 F.3d at 228. We have therefore 

ÄÅÅÍÅÄ ÅÖÉÄÅÎÃÅ ÏÆ ÁÃÔÕÁÌ ÃÏÎÆÕÓÉÏÎ ȰÐÁÒÔÉÃÕÌÁÒÌÙ ÒÅÌÅÖÁÎÔȱ ÔÏ ÔÈÅ ÉÎÑÕÉÒy. Streetwise Maps, 

159 F.3d at 745. 

[36] Plaintiff submitted to the district court an affidavit of a former employee of 

defendant Cel-Net, who worked at a mall kiosk branded as Virgin Wireless, which stated that 
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individuals used to ask him if the kiosk was affiliated with plaintiffȭs VIRGIN stores. The 

district court correctly concluded that this evidence weighed in plaintiffȭs favor. 

[37] Sophistication of consumers. The degree of sophistication of consumers can have an 

important bearing on likelihood of confusion. Where the purchasers of a products are highly 

trained professionals, they know the market and are less likely than untrained consumers to 

be misled or confused by the similarity of different marks. The district court recognized that 

ȰɍÒɎÅÔÁÉÌ ÃÕÓÔÏÍÅÒÓȟ ÓÕÃÈ ÁÓ ÔÈÅ ÏÎÅÓ ÃÁÔÅÒÅÄ ÔÏ ÂÙ ÂÏÔÈ ÔÈÅ ÄÅÆÅÎÄÁÎÔÓ ÁÎÄ ɍÐÌÁÉÎÔÉÆÆɎȟ ÁÒÅ ÎÏÔ 

expected to exercise the same degree of care as professional buyers, who are expected to 

have greater powers of discriminaÔÉÏÎȢȱ /Î ÔÈÅ ÏÔÈÅÒ ÈÁÎÄȟ ÉÔ ÏÂÓÅÒÖÅÄ ÔÈÁÔ ÐÕÒÃÈÁÓÅÒÓ ÏÆ 

cellular telephones and the service plans were likely to give greater care than self-service 

customers in a supermarket. Noting that neither side had submitted evidence on the 

sophistication of consumers, the court made no finding favoring either side. We agree that 

the sophistication factor is neutral in this case. 

[38] Bad faith and the quality of the defendantsȭ services or products. Two factors remain 

of the conventional Polaroid test: the existence of bad faith on the part of the secondary user 

and the quality of the secondary userȭs products or services. Polaroid, 287 F.2d at 495. 

Neither factor is of high relevance to the issue of likelihood of confusion. A finding that a 

party acted in bad faith can affect the courtȭs choice of remedy or can tip the balance where 

questions are close. It does not bear directly on whether consumers are likely to be confused. 

See TCPIP, 244 F.3d at 102. The district court noted some evidence of bad faith on the 

defendantsȭ part, but because the evidence on the issue was scant and equivocal, the court 

concluded that such a findÉÎÇ ȰÁÔ ÔÈÉÓ ÓÔÁÇÅ ɍ×ÏÕÌÄ ÂÅɎ ÓÐÅÃÕÌÁÔÉÖÅȢȱ 4ÈÅ ÃÏÕÒÔ therefore 

found that this factor favored neither party. 

[39] The issue of the quality of the secondary userȭs product goes more to the harm that 

confusion can cause the plaintiffȭs mark and reputation than to the likelihood of confusion. 

See Arrow Fastener, 59 F.3d at 398 (noting that first userȭs reputation may be harmed if 

secondary userȭs goods are of poor quality). In any event, the district court found this factor 

ÔÏ ÂÅ ȰÎÅÕÔÒÁÌȱ ×ÉÔÈ ÒÅÓÐÅÃÔ ÔÏ ÌÉËÅÌÉÈÏÏÄ of confusion. 

 * * * * * * 

[40] In summary we conclude that of the six Polaroid factors that pertain directly to the 

likelihood of consumer confusion, all but one favor the plaintiff, and that oneɂsophistication 

of consumersɂis neutral. The plaintiff is strongly favored by the strength of its mark, both 

inherent and acquired; the similarity of the marks; the proximity of the products and 

services; the likelihood that plaintiff would bridge the gap; and the existence of actual 

confusion. None of the factors favors the defendant. The remaining factors were found to be 

neutral. Although we do not suggest that likelihood of confusion may be properly 

determined simply by the number of factors in one partyȭs favor, the overall assessment in 

this case in our view admits only of a finding in plaintiffȭs favor that defendantsȭ sale of 

telephones and telephone-related services under the VIRGIN mark was likely to cause 

substantial consumer confusion. 

[41] One issue remains. Defendants argue that plaintiff should be barred by laches from 

seeking injunctive relief. They contend that because of plaintiffȭs delay after learning of the 

defendantsȭ applications to register the VIRGIN marks, they expended considerable sums 

and developed goodwill in their use of the VIRGIN marks before plaintiff brought suit. 

Because the district court ruled in the defendantsȭ favor it made no express finding on the 

issue of laches. But the district court explicitly found that plaintiff first learned of defendantsȭ 

use of the name VIRGIN in commerce only two days before plaintiff instituted this suit. Given 

that finding, plaintiff could not be chargeable with laches. 
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[42] We conclude that, as a matter of law, plaintiff demonstrated irreparable harm and 

likelihood of success on the merits and was entitled to a preliminary injunction. 

CONCLUSION 

REVERSED and REMANDED. 

Questions and Comments 

1.  The Abercrombie Spectrum. In its discussion of inherent distinctiveness, the court 

divides the Abercrombie spectrum into inherently and non-inherently distinctive marks: 

ȰThis inquiry distinguishes between, on the one hand, inherently distinctive marksɂmarks 

that are arbitrary or fanciful in relation to the products (or services) on which they are 

usedɂand, on the other hand, marks that are generic, descriptive or suggestive as to those 

ÇÏÏÄÓȢȱ $Ï ÙÏÕ ÄÅÔÅÃÔ ÁÎ ÅÒÒÏÒ ÉÎ ÔÈÉÓ ÄÉÖÉÓÉÏÎȩ 

Later in the opinion, the court refers to the Virgin ÍÁÒË ÁÓ ȰÁÒÂÉÔÒÁÒÙ ÁÎÄ ÆÁÎÃÉÆÕÌȢȱ 

Should we treat these two Abercrombie categories as indistinguishable for purposes of the 

inherent distinctiveness analysis? Why might we seek to accord a greater scope of protection 

to fanciful marks than to arbitrary marks? 

2.  Are All Factors Equally Important?  In order to prevail in the overall likelihood of 

confusion multifactor test, must a plaintiff win all of the factors, a majority of them, some of 

them? Is the outcome of any particular factor necessary or sufficient to trigger a particular 

overall test outcome? 

Empirical work offers some insight into these questions. See Barton Beebe, An Empirical 

Study of the Multifactor Tests for Trademark Infringement, 94 CALIF. L. REV. 1581 (2006). The 

authorȭs evidence suggests that the plaintiff must win the similarity factor in order to win 

the overall test. Of the 192 preliminary injunction and bench trial opinions studied, 65 

opinions found that the marks were not similar, and each of these 65 opinions found in favor 

of the defendant in the overall likelihood of confusion test. Notwithstanding the Virgin 

courtȭÓ ÁÓÓÅÒÔÉÏÎ ÔÈÁÔ ÔÈÅ ÉÎÔÅÎÔ ÆÁÃÔÏÒ ÉÓ ÎÏÔ ȰÏÆ ÈÉÇÈ ÒÅÌÅÖÁÎÃÅȱ ÁÎÄ ÍÁÙ ÏÎÌÙ ȰÔÉÐ ÔÈÅ 

ÂÁÌÁÎÃÅ ×ÈÅÒÅ ÔÈÅ ÑÕÅÓÔÉÏÎÓ ÁÒÅ ÃÌÏÓÅȟȱ ÔÈÅ ÓÔÕÄÙ ÁÌÓÏ ÓÕÇÇÅÓÔÓ ÔÈÁÔ Ôhe outcome of the 

intent factor correlates very strongly with the outcome of the overall test. Sixty-seven of the 

192 preliminary injunction and bench trial opinions found that the intent factor favored the 

plaintiff. Of these 67 opinions, 65 found in favor of the plaintiff in the overall test (and in the 

two outlying opinions, the court found that the similarity factor favored the defendant). 

Overall, across the circuits, five core factors appear to drive the outcome of the likelihood of 

confusion test. In order of importance, these factors are the similarity of the marks, the 

defendantȭs intent, the proximity of the goods, evidence of actual confusion, and the strength 

of the plaintiffȭs mark. The remaining factors appear, in practice, to be largely irrelevant to 

the outcome of the test. 

3.  Why Should Strong Marks Receive More Protection? The conventional rationale for 

according a greater scope of protection to strong marks is that, due to their notoriety, they 

are more easily called to mind by similar marks. See Jacob Jacoby, The Psychological 

Foundations of Trademark Law: Secondary Meaning, Genericism, Fame, Confusion and 

Dilution, 91 TRADEMARK REP. 1013, 1038-42 (2001). But shouldnȭt strong marks actually 

require less protection? Consider the example of COKE. Having been exposed to the  COKE 

mark countless times throughout their lives, are American consumers more or less likely to 

detect slight differences between the COKE mark and other similar marks?  Some foreign 

courts have had the temerity to suggest that exceptionally strong marks are less likely to be 

confused with other marks.  See, e.g., Baywatch Production Co. Inc. v The Home Video Channel, 
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High Court of Justice, Chancery Division, 31 July 1996 (Crystal J.) (citing BASF Plc v CEP (UK) 

Plc (Knox J.), 16 October 1995)); Uprise Product Yugen Kaisha v. Commissioner of Japan 

Patent Office, Heisei 22 (gyo-ke) 10274 Intellectual Property High Court of Japan (2010).  

Australian courts have been particularly receptive to this line of argument. See ROBERT 

BURRELL & MICHAEL HANDLER, AUSTRALIAN TRADEMARK LAW 253-55, 403-06 (2d ed. 2016).  See 

generally Barton Beebe & C. Scott Hemphill, The Scope of Strong Marks: Should Trademark 

Law Protect the Strong More than the Weak?, 92 NYU L. REV. 1339 (2017). 

4. Sophistication of the Relevant Consumers.  Courts assess the likelihood of confusion 

ÂÙ ÔÈÅ ȰÒÅÁÓÏÎÁÂÌÙ ÐÒÕÄÅÎÔȱ ÃÏÎÓÕÍÅÒ ÏÆ ÔÈÅ ÇÏÏÄÓ ÏÒ ÓÅÒÖÉÃÅÓ ÁÔ ÉÓÓÕÅȢ  #ÏÎÓÕÍÅÒÓ ÏÆ ÍÏÒÅ 

expensive or more technically sophisticated goods are understood to exercise greater care in 

their purchasing decisions, and thus to be comparatively less likely to be confused.  See, e.g., 

Florida Intȭl Univ. Bd. of Trustees v. Florida Natȭl Univ., Inc., 830 F.3d 1242, 1256 (11th Cir. 

2016) (in finding no likelihood of confusion between FLORIDA INTERNATIONAL UNIVERSITY and 

FLORIDA NATIONAL UNIVERSITYȟ ÏÂÓÅÒÖÉÎÇ ÔÈÁÔ ȰÓÔÕÄÅÎÔÓ ÌÏÏËÉÎÇ ÆÏÒ Á ÃÏÌÌÅÇÅ ÔÏ ÁÔÔÅÎÄ ÁÒÅ ÌÉËÅÌÙ 

to be relatively sophisticated and knowledgeable because of the nature, importance, and size 

of the investment in a college eÄÕÃÁÔÉÏÎȱɊȠ Heartsprings, Inc. v. Heartspring, Inc., 143 F.3d 

550, 557 (10th Cir. 1998) (finding that consumers would not likely confuse defendantȭs 

mark HEARTSPRING for a residential school for physically disabled children with plaintiffȭs 

mark HEARTSPRINGS for printed materials teaching children to resolve conflicts non-violently 

where tuition for defendantȭs school ranged from $90,000 to $150,000 per year). 

A recent Canadian case captured this aspect of consumer sophistication doctrine quite 

memorably. In Atomic Energy of Canada Limited v. Areva NP Canada Ltd., 2009 FC 980 

ɉςππωɊȟ ÔÈÅ ÐÌÁÉÎÔÉÆÆ ÕÓÅÄ Á ÓÔÙÌÉÚÅÄ Ȱ!ȱ (shown below on the left) as its trademark for 

services relating to the design and construction of nuclear reactors while the defendant also 

usÅÄ Á ÓÔÙÌÉÚÅÄ Ȱ!ȱ (shown below on the right ) in connection with the sale of nuclear reactor 

ÐÁÒÔÓ ÁÎÄ ÃÏÍÐÏÎÅÎÔÓȢ 4ÈÅ ÃÏÕÒÔ ÎÏÔÅÄȡ Ȱ!ÌÌ ÏÆ ɍÔÈÅ ÐÌÁÉÎÔÉÆÆȭs] experts acknowledged in 

cross-examination that the relevant consumers would not be confused into purchasing the 

×ÒÏÎÇ ÎÕÃÌÅÁÒ ÒÅÁÃÔÏÒȢȱ IdȢ ÁÔ əρωȢ #ÉÔÉÎÇ %ÎÇÌÉÓÈ ÃÁÓÅ ÌÁ×ȟ ÔÈÅ ÃÏÕÒÔ ÒÅÃÏÇÎÉÚÅÄ ÔÈÁÔ Ȱɍ)ɎÔ ÉÓ 

not sufficient that the only confusion would be to a very small, unobservant section of 

society; or as Foster J. put it recently, if the only person who would be misled was a Ȭmoron 

in a hurry.ȭȱ IdȢ ÁÔ əςψȢ -ÒȢ *ÕÓÔÉÃÅ :ÉÎÎ ÁÄÄÅÄȡ Ȱ)Î ÔÈÉÓ ÉÎÄÕÓÔÒÙȟ ÔÈÅ ÆÁÃÔ ÔÈÁÔ (ÏÍÅÒ 3ÉÍÐÓÏÎ 

ÍÁÙ ÂÅ ÃÏÎÆÕÓÅÄ ÉÓ ÉÎÓÕÆÆÉÃÉÅÎÔ ÔÏ ÆÉÎÄ ÃÏÎÆÕÓÉÏÎȢȱ Id. 

  

 

Are relatively poor individuals less sophisticated consumers and thus more easily 

confused?  One S.D.N.Y. judge seemed to think so.  See Schieffelin & Co. v. The Jack Co., 1994 

7, ρττψψτ ÁÔ ɕυυ ɉ3Ȣ$Ȣ.Ȣ9Ȣ ρωωτɊ ɉȰ%ÖÅÎ ÉÆ ÓÏÍÅ ÏÆ ÔÈÅ ÐÒÏÓÐÅÃÔÉÖÅ ÐÕÒÃÈÁÓÅÒÓ ÏÆ $ÏÍ 

Perignon are from low income groups, and are therefore less sophisticated shoppers than 

wealthier purchasers, . . ȢȱɊȢ  ! ÌÁÔÅÒ ÃÏÕÒÔ ÔÏÏË ÅØÃÅÐÔÉÏÎ ÔÏ ÔÈÅ Shieffelin Courtȭs assumption. 

See Reebok Intern. Ltd. v. K-Mart CorpȢȟ ψτω &Ȣ3ÕÐÐȢ ςυςȟ  ςφψ ɉ3Ȣ$Ȣ.Ȣ9Ȣ ρωωτɊ ɉȰɍ4ɎÈÅ ÃÏÕÒÔ 

expressly disagrees with this statementȭs implication that there is a direct relationship 

between income and consumer intelligence.  Careless shopping habits are not a necessary 
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by-ÐÒÏÄÕÃÔ ÏÆ Á ÌÏ× ÉÎÃÏÍÅȢȱɊȢ Indeed, couldnȭt an argument be made that low income 

groups would give more care to their purchases? 

5.  What About the Interests of Consumers Who Are Not Confused? In Michael Grynberg, 

Trademark Litigation as Consumer Conflict, 83 N.Y.U. L. REV. 60 (2008), Grynberg argues: 

Trademark litigation typically unfolds as a battle between competing sellers 

who argue over whether the defendantȭs conduct is likely to confuse 

consumers. This is an unfair fight. In the traditional narrative, the plaintiff 

defends her trademark while simultaneously protecting consumers at risk for 

confusion. The dÅÆÅÎÄÁÎÔȟ ÒÅÌÁÔÉÖÅÌÙ ÓÐÅÁËÉÎÇȟ ÓÔÁÎÄÓ ÁÌÏÎÅȢ 4ÈÅ ÒÅÓÕÌÔÉÎÇ ȰÔ×Ï-

against-ÏÎÅȱ ÓÔÏÒÙÌÉÎÅ ÇÉÖÅÓ ÓÈÏÒÔ ÓÈÒÉÆÔ ÔÏ ÔÈÅ ÉÎÔÅÒÅÓÔÓ ÏÆ ÎÏÎÃÏÎÆÕÓÅÄ 

consumers who may have a stake in the defendantȭs conduct. As a result, courts 

are too receptive to nontraditional trademark claims where the case for 

consumer harm is questionable. Better outcomes are available by appreciating 

trademark litigationȭs parallel status as a conflict between consumers. This 

view treats junior and senior trademark users as proxies for different 

consumer classes and recognizes that remedying likely confusion among one 

group of consumers may cause harm to others. Focusing on the interests of 

benefited and harmed consumers also minimizes the excessive weight given to 

moral rhetoric in adjudicating trademark cases. Consideration of trademarkȭs 

consumer-conflict dimension is therefore a useful device for critiquing 

trademarkȭs expansion and assessing future doctrinal developments. 

Id. at 60.  Should courts be more solicitous of the interests of sophisticated consumers who 

are in fact not confused and may benefit from the information provided by the defendantȭs 

conduct? 

6.  Is It Necessary for Courts Explicitly to Consider Each Factor? District courts are 

generally required explicitly to address each of the factors listed in their circuitȭs multifactor 

test. If a factor is irrelevant, the court must explain why. Failure to do so can result in 

remand. See, for example, Sabinsa Corp. v. Creative Compounds, 609 F.3d 175 (3d Cir. 2010), 

which reviewed a district court opinion that addressed only three of the ten Lapp factors 

ÕÓÅÄ ÂÙ ÔÈÅ 4ÈÉÒÄ #ÉÒÃÕÉÔȢ 4ÈÅ 4ÈÉÒÄ #ÉÒÃÕÉÔ ÅØÐÌÁÉÎÅÄȡ Ȱɍ7ɎÈÉÌÅ ÉÔ ÉÓ ÔÒÕÅ ÔÈÁÔ Á ÄÉÓÔÒÉÃÔ ÃÏÕÒÔ 

may find that certain of the Lapp factors are inapplicable or unhelpful in a particular case, 

the court must still explain its choice not to employ those factors. Here, the District Court 

failed to explain whether it viewed these remaining factors as neutral or irrelevant or how it 

×ÅÉÇÈÅÄ ÁÎÄ ÂÁÌÁÎÃÅÄ ÔÈÅ ÃÏÍÂÉÎÅÄ ÆÁÃÔÏÒÓȢȱ Id. at 183. FindiÎÇ ÔÈÁÔ ÔÈÅ ÆÁÃÔÓ ×ÅÒÅ ȰÌÁÒÇÅÌÙ 

ÕÎÄÉÓÐÕÔÅÄȟȱ id., the Third Circuit declined to remand. Instead, it considered each of the ten 

Lapp factors and reversed. 

7.  A Two-Dimensional Model of Trademark Scope.  Trademark lawyers typically speak of 

trademarks in twÏ ÄÉÍÅÎÓÉÏÎÓȟ ÁÓ ÉÎ ÔÈÅ ÔÒÁÄÅÍÁÒË ȰFORD ÆÏÒ ÃÁÒÓȱ ÏÒ ÔÈÅ ÔÒÁÄÅÍÁÒË ȰACE for 

hardware, but not for bandagesȢȱ   From this we can derive a simple two-dimensional model 

of trademark infringement, as in the figure below.  See Barton Beebe, The Semiotic Analysis of 

Trademark Law, 51 UCLA L. REV. 621, 654-655 (2004)   This model conceives of any given 

trademark as forming a point in a two-dimensional features space consisting of a trademark 

dimension and a goods/services dimension.  The trademark dimension consists of a 

collapsed, one-dimensional continuum of all possible marks arranged according to 

ÓÉÍÉÌÁÒÉÔÉÅÓ ÏÆ ȰÓÏÕÎÄȟ ÓÉÇÈÔȟ ÁÎÄ ÍÅÁÎÉÎÇȢȱ  4ÈÅ ÇÏÏÄÓȾÓÅÒÖÉÃÅÓ ÄÉÍÅÎÓÉÏÎ ÓÉÍÉÌÁÒÌÙ ÃÏÎÓÉÓÔÓ 

of a one-dimensional continuum of all possible goods and services arranged according to 

their degree of similarity. 
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Distance in this features space is a measure of two concepts.  First, distance is a 

measure of difference.  The distance between any two points represents the degree of 

difference between them.  Second, and related, distance is a measure of the likelihood of 

consumer confusion.  The closer two points are in features space, the greater the proportion 

of consumers in the relevant consumer population who will likely confuse them. 

As we have seen, in order to prevent consumer confusion as to source, trademark law 

invests a trademark-product combination with some broader scope of protection extending 

out from the point the combination forms in this features space.  Otherwise, a competitor 

could come very near to that point, as in (stout, BASS) or (ale, BOSS) in the above figure and, by 

confusing some proportion of consumers as to source, unfairly appropriate as to those 

consumers the goodwill of the BASS ale brand. The closer a junior userȭs trademark-product 

combination comes to the trademark-product combination of a senior user, the greater the 

proportion of consumers who will confuse the juniorȭs with the seniorȭs use.  At some 

proximity to the seniorȭs use, trademark law declares that too high a proportion of 

consumers are or will be confused, and establishes a border, a property line, inside of which 

no competitor may come.  This border, enveloping any given trademark, describes the scope 

of that trademarkȭs protection and the extent of the producerȭs property right. 

For exceptionally well-known marks, what might be the shape of the markȭs scope in 

this features space?  Would it matter where the mark falls on the Abercrombie spectrum?  

What would be the shape of the scope of protection for COCA-COLA?  Can any other firm 

reasonably use that mark on any other good or service?  What would be the shape of the 

scope of FORD for automobiles or APPLE for high technology goods and services? 

3. Further Examples of the Application of the Multifactor Test for the 

Likelihood of C onfusion Test  

The application of the multifactor test for the likelihood of confusion is often highly 

fact-specific.  String citations of cases finding confusion and other seemingly similar cases 

finding no confusion may give the impression that the test is unpredictable.  See, e.g., Bank of 

Texas v. Commerce Southwest, Inc., 741 F.2d 785, 223 U.S.P.Q. 1174 (Fed. Cir. 1984) (BANK OF 
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TEXAS and BANC TEXAS found not confusing); Laurel Capital Group, Inc. v. BT Fin. Corp., 45 F. 

Supp. 2d 469 (W.D. Pa. 1999) (LAUREL SAVINGS BANK and LAUREL BANK found confusing); 

Popular Bank of Fla. v. Banco Popular de Puerto Rico, 9 F. Supp. 2d 1347 (S.D. Fla. 1998) 

(POPULAR BANK and BANCO POPULAR found confusing); Wachovia Bank and Trust Co. v. Crown 

National Bancorp., 27 U.S.P.Q.2d 1698 (W.D.N.C. 1993) (WACHOVIA CROWN ACCOUNT and CROWN 

ACCOUNT found not confusing).  However, close attention to the facts of each case would show 

ÎÏ ÓÉÇÎÉÆÉÃÁÎÔ ÉÎÃÏÎÓÉÓÔÅÎÃÉÅÓ ÉÎ ÔÈÅ ÃÏÕÒÔÓȭ ÒÕÌÉÎÇÓȢ 

Adding to the difficulty is that there are no clear rules for when marks are too similar or 

not similar enough to trigger liability.  Good trademark lawyers tend to build up over time a 

feel for what courts will likely find infringing  in light of all the facts of the case.  Provided 

below are brief summaries of a few more cases in which courts found or did not find 

confusion to try to impart to those new to trademark law some further sense of the diverse 

ÖÁÒÉÅÔÙ ÏÆ ÃÏÎÓÉÄÅÒÁÔÉÏÎÓ ÔÈÁÔ ÃÁÎ ÅÎÔÅÒ ÉÎÔÏ Á ÃÏÕÒÔȭÓ ÁÐÐÌÉÃÁÔÉÏÎ ÏÆ ÔÈÅ ÍÕÌÔÉÆÁÃÔÏÒ ÔÅÓÔ. 

 1.  In Hero Nutritionals LLC v. Nutraceutical Corp., No. 11 Civ. 1195, 2013 WL 4480674 

(C.D. Cal. Aug. 16, 2013), the plaintiff produced nutritional supplements for children under 

the registered marks YUMMI and YUMMI BEARS.  The defendant began to produce vitamin 

ÓÕÐÐÌÅÍÅÎÔÓ ÌÁÂÅÌÌÅÄ Ȱ6ÉÔÁÍÉÎ #-2ÅØ 9ÕÍÍÉ 'ÕÍÍÙȢȱ  4ÈÅ ÔÒÁÄÅ ÄÒÅÓÓÅÓ ÏÆ ÔÈÅ ÃÏÍÐÅÔÉÎÇ 

products are shown below. 

 

 

In finding no confusion after a bench trial, the court summarized its multifactor 

analysis: 

The balance of the Sleekcraft factors does not demonstrate a likelihood of 

confusion between (ÅÒÏȭÓ ÍÁÒËÓ ÁÎÄ .ÕÔÒÁÃÅÕÔÉÃÁÌͻÓ ÕÓÅ ÏÆ Ȱ9ÕÍÍÙ 'ÕÍÍÙȢȱ 

(ÅÒÏȭÓ marks are weak and entitled only to a narrow scope of protection. 

!ÌÔÈÏÕÇÈ ÔÈÅ ×ÏÒÄÓ Ȱ9ÕÍÍÙȱ ÁÎÄ ȰÙÕÍÍÉȱ ÁÒÅ ÓÉÍÉÌÁÒȟ ÔÈÅ ÏÖÅÒÁÌÌ ÉÍÐÒÅÓÓÉÏÎ 

of the marks, including the packaging, labeling, designs, and house marks, are 

ÄÉÓÓÉÍÉÌÁÒȢ #ÏÎÓÕÍÅÒÓ ÏÆ ÃÈÉÌÄÒÅÎȭÓ ÖÉÔÁÍÉÎÓ ÁÔ ÈÅÁÌÔÈ ÆÏÏÄ ÓÔÏÒÅÓ ÔÅÎÄ ÔÏ ÂÅ 

more careful and discriminating than the average shopper. Despite years of 

coexistence in the market, there was no showing of actual confusion, nor has 

Hero offered a survey to show actual confusion. Other than knowledge of the 

YUMMI BEARS mark, Hero has made no showing that Nutraceutical's use of 

Ȱ9ÕÍÍÙ 'ÕÍÍÙȱ ×ÁÓ ÄÏÎÅ ÉÎ ÂÁÄ ÆÁÉÔÈ ×ÉÔÈ ÁÎ ÉÎÔÅÎÔ ÔÏ ÔÒÁÄÅ ÏÆÆ of (ÅÒÏȭÓ 

good will. Although the products at issue are competitive and are generally 

sold in the same trade channel, these factors do not outweigh the other 
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considerations leading to the ultimate conclusion that there is no likelihood of 

confusion. 

Id. at *8. 

2.  In Eli Lilly & Co. v. Nat. Answers, Inc., 86 F. Supp. 2d 834 (S.D. Ind.), aff'd, 233 F.3d 456 

(7th Cir. 2000), the plaintiff produced an antidepressant under the registered mark PROZAC.  

The defendant produced an herbal drug under the name HERBROZAC that it claimed promoted 

ȰÍÏÏÄ ÅÌÅÖÁÔÉÏÎȢȱ  )Î ÆÉÎÄÉÎÇ Á ÌÉËÅÌÉÈÏÏÄ ÏÆ ÃÏÎÆÕÓÉÏÎ ÁÎÄ ÇÒÁÎÔÉÎÇ ÔÈÅ ÐÌÁÉÎÔÉÆÆȭÓ ÍÏÔÉÏÎ ÆÏÒ 

a preliminary injunction, the district court summarized its multifactor analysis:  

Considering all the factors as set forth above, the court concludes that Lilly has 

shown an unusually strong case on the issue of likelihood of confusion. Most 

important here are the unusual strength of Lilly's PROZAC® mark, the strong 

similarity between PROZAC® and HERBROZAC, and defendant's intentional 

selection of the HERBROZAC name precisely because of its similarity to 

PROZAC® for the purpose of suggesting an association or affiliation between 

ÔÈÅ ÐÒÏÄÕÃÔÓȢ !ÄÄ ÔÏ ÔÈÉÓ ÍÉØÔÕÒÅ ÔÈÅ ÆÁÉÒÌÙ ÃÌÏÓÅ ȰÃÏÍÐÅÔÉÔÉÖÅ ÐÒÏØÉÍÉÔÙȱ ÏÆ ÔÈÅ 

two products, especially as pharmaceutical companies expand into the herbal 

and dietary supplement business, and Lilly has made a powerful showing of 

likelihood of success on its claim for trademark infringement. 

Id. at 846. 

3.  In Kate Spade LLC v. Saturdays Surf LLC, 950 F. Supp. 2d 639 (S.D.N.Y. 2013), the 

ÐÌÁÉÎÔÉÆÆ ÐÒÏÄÕÃÅÄ ÐÒÉÍÁÒÉÌÙ ÍÅÎȭÓ ÁÐÐÁÒÅÌ ÕÎÄÅÒ ÔÈÅ ÍÁÒË SATURDAYS SURF NYC.  The 

ÄÅÆÅÎÄÁÎÔ ÌÁÕÎÃÈÅÄ Á ÌÉÎÅ ÏÆ ×ÏÍÅÎȭÓ ÁÐÐÁÒÅÌ ÕÎÄÅÒ ÔÈÅ ÍÁÒË KATE SPADE SATURDAY.  

%ØÁÍÐÌÅÓ ÏÆ ÔÈÅ ÐÁÒÔÉÅÓȭ ÒÅÓÐÅÃÔÉÖÅ ÕÓÅÓ ÏÆ ÔÈÅÉÒ ÍÁÒËÓ ÁÒÅ Óhown below. 

  

In finding no likelihood of confusion after a bench trial, the court summarized its 

multifactor analysis: 

After considering and weighing each of the Polaroid factors, I conclude that 

Saturdays Surf NYC has not shown a likelihood of confusion by a 

preponderance of the credible evidence. I am particularly persuaded by the 

relative weakness of the word that the two marks share, the significant 

ÄÉÓÔÁÎÃÅ ÂÅÔ×ÅÅÎ ÔÈÅ ÍÅÎȭÓ ÁÎÄ ×ÏÍÅÎȭÓ ÐÒÏÄÕÃÔÓȟ ÁÎÄ ÔÈÅ ÃÏÎÓÉÓÔÅÎÔ 

inclusion of the famous house mark, Kate Spade, in its Kate Spade Saturday 

mark. 

Id. at 648 

4.  In the relatively straightforward case of Nikon, Inc. v. Ikon Corp., 987 F.2d 91 (2d Cir. 

1993), the plaintiff was a world-famous producer of high-quality cameras under the mark 

NIKON.  The defendant was a lesser known seller of low-cost cameras under the mark IKON.  

4ÈÅ ÃÏÕÒÔ ÆÏÕÎÄ ÃÏÎÆÕÓÉÏÎȡ Ȱ!ÐÐÌÙÉÎÇ ÔÈÅ ÆÁÃÔÓ ÆÏÕÎÄ ÂÙ ÔÈÅ ÃÏÕÒÔȟ ÅÁÃÈ ÆÁÃÔÏÒȟ ×ÉÔÈ ÔÈÅ 
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exception of actual confusion, weighs heavily in favor of Nikon. And there was some 

evidence oÆ ÁÃÔÕÁÌ ÃÏÎÆÕÓÉÏÎȢȱ Id. at 96. 

5.  In Spring Mills, Inc. v. Ultracashmere House, Ltd., 689 F.2d 1127 (2d Cir. 1982), the 

plaintiff produced under the mark ULTRASUEDE ȰȬnon-woven suede-ÌÉËÅ ÆÁÂÒÉÃÓȭȟ ÍÁÄÅ ÂÙ 

embedding polyester fibers in a polyurethane sheÅÔȢȱ Id. at 1128.  The plainitff sold the fabric 

at wholesale to apparel manufacturers.  The defendant produced under the mark 

ULTRACASHMERE cashmere-like fabric consisting of spun rayon.  The district court had found 

no confusion.  The Second Circuit noted in particular the similarity (as shown below) of the 

ÄÅÆÅÎÄÁÎÔȭÓ ÈÁÎÇÔÁÇÓ ÔÏ ÔÈÅ ÐÌÁÉÎÔÉÆÆȭÓȟ ÁÎÄ ÆÏÕÎÄ ÔÈÁÔ ÔÈÅ ÄÉÓÔÒÉÃÔ ÃÏÕÒÔ ȰÐÌÁÃÅÄ ÕÎÄÕÅ 

emphasis on the small legends on the hang tags which identified the manufacturers of the 

Ô×Ï ÆÁÂÒÉÃÓȢȱ Id. at 1133.  Furthermore, with respect to the bad faith factor, the court stated 

that ȰÉÔ ÉÓ ÖÉÒÔÕÁÌÌÙ ÃÅÒÔÁÉÎ ÔÈÁÔ ÄÅÆÅÎÄÁÎÔÓ ÁÄÏÐÔÅÄ ÔÈÅÉÒ ÍÁÒË ÁÎÄ ÔÒÁÄÅ ÄÒÅÓÓ ÆÏÒ ÎÏ ÏÔÈÅÒ 

purpose than to obtain a free ride on the good reputation of their successful competitor.ȱ Id. 

at 1134.  In finding infringement, the Second Circuit was careful to limit its holding and 

provided specific instructions to the district court on the nature of the injunction it should 

craft: 

We therefore hold that, in the context and under the circumstances above 

described, defendants are liable under section 32(1) of the Lanham Act, but we 

emphasize that we are not holding that Spring Mills has any exclusive 

ÔÒÁÄÅÍÁÒË ÒÉÇÈÔÓ ÔÏ ÔÈÅ ÕÓÅ ÏÆ ÔÈÅ ÐÒÅÆÉØ Ȱ5ÌÔÒÁȱ ×ÈÅÎ ÕÓÅÄ ÉÎ ÃÏÎÊÕÎÃÔÉÏÎ ×ÉÔÈ 

fabric nameÓ ÏÔÈÅÒ ÔÈÁÎ ȰÓÕÅÄÅȱȢ  

In light of our findings, we reserve for the district court the task of 

devising an appropriate injunction. It is our suggestion that the district court 

fashion a remedy in such a way that the defendants, so long as they use the 

tradÅÍÁÒË Ȱ5ÌÔÒÁÃÁÓÈÍÅÒÅȱ ɉÏÒ ÁÎÙ ÓÕÂÓÔÁÎÔÉÁÌÌÙ ÓÉÍÉÌÁÒ ÍÁÒËɊ ÏÎ ÔÈÅÉÒ 

products, in trade dress, in advertisements or in promotional literature, be 

required to include in these items a statement, in appropriate form, to the 

ÅÆÆÅÃÔ ÔÈÁÔ Ȱ5ÌÔÒÁÃÁÓÈÍÅÒÅȱ ÉÓ ÎÏÔ Ássociated in any way with either Ultrasuede, 

Spring Mills, Inc. or Skinner. 

Id. at 1136.  (Even in cases in which courts have found infringement, there may be more to 

the story than that simple finding). 

 



Beebe  ɀ  Trademark Law: An Open-Source Casebook  ɀ  Part II 

    48 

V5.0/ 2018-07-18 

 

4. Survey Evidence and the Likelihood of Confusi on 

It is often said that survey evidence is routinely submitted in trademark litigation, 

particularly on the issue of consumer confusion.  In a statement before Congress, the 

!ÍÅÒÉÃÁÎ "ÁÒ !ÓÓÏÃÉÁÔÉÏÎ ÏÆÆÅÒÅÄ Á ÔÙÐÉÃÁÌ ÅØÐÒÅÓÓÉÏÎ ÏÆ ÔÈÉÓ ÖÉÅ×ȡ ȰÓÕÒÖÅÙ ÅÖÉÄÅnce is 

traditionally one of the most classic and most persuasive and most informative forms of trial 

evidence that trademark lawyers utilize in both prosecuting and defending against 

ÔÒÁÄÅÍÁÒË ÃÌÁÉÍÓ ÏÆ ÖÁÒÉÏÕÓ ÓÏÒÔÓȢȱ Committee Print to Amend the Federal Trademark 

Dilution Act: Hearing Before the Subcomm. on Courts, the Internet, and Intellectual Property of 

the Comm. on the Judiciary, 108th Cong. 14 (2004) (statement of Robert W. Sacoff, Chair, 

Section of Intellectual Property Law, American Bar Association). In fact, empirical work 

suggests that survey evidence plays a surprisingly small role in deciding most trademark 

cases. See Barton Beebe, An Empirical Study of the Multifactor Tests for Trademark 

Infringement, 94 CALIF. L. REV. 1581, 1641-42 (2006). The author studied all federal court 

opinions applying a likelihood of confusion multifactor test over a five-year period from 

2000 to 2004 and found that only 65 (20%) of the 331 opinions addressed survey evidence, 

34 (10%) credited the survey evidence, and 24 (7%) ultimately ruled in favor of the outcome 

that the credited survey evidence itself favored. Eleven (24%) of the 46 bench trial opinions 

addressed survey evidence (with eight crediting it), while 24 (16%) of the 146 preliminary 
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injunction opinions addressed survey evidence (with 12 crediting it). Id.  See also Robert C. 

Bird & Joel H. Steckel, The Role of Consumer Surveys in Trademark Infringement: Empirical 

Evidence from the Federal Courts, 14 PENN. J. BUS. L. 1013 (2012) (finding that survey 

evidenÃÅ ÉÓ ÉÎÆÒÅÑÕÅÎÔÌÙ ÕÓÅÄ ÉÎ ÔÒÁÄÅÍÁÒË ÌÉÔÉÇÁÔÉÏÎ ÁÎÄ ÓÕÇÇÅÓÔÉÎÇ ÔÈÁÔ ȰÔÈÅ ÍÅÒÅ 

submission of a survey by a defendant appears to help its case, while a plaintiff-submitted 

ÓÕÒÖÅÙ ÃÁÎ ÐÏÔÅÎÔÉÁÌÌÙ ÈÕÒÔ ÉÔÓ ÃÁÓÅ ÉÆ ÔÈÅ ÃÏÕÒÔ ÄÅÅÍÓ ÉÔ ÆÌÁ×ÅÄȱɊȢ  But see Dan Sarel & 

Howard Marmorstein, The Effect of Consumer Surveys and Actual  Confusion Evidence in 

Trademark Litigation: An Empirical Assessment, 99 TRADEMARK  REP. 1416 (2009) (finding 

survey evidence presented in one-third of the opinions studied and that survey evidence had 

a substantial impact in cases involving dissimilar goods). Cf. Shari Seidman Diamond & David 

Franklyn, Trademark Surveys: An Undulating Path, 92 TEXAS L. REV. 2029 (2014) (concluding 

based on a survey of trademark practitioners that surveys can perform a significant role in 

settlement negotiations). 

Nevertheless, in the small subset of trademark cases involving high-stakes litigation or 

one or more well-funded parties, survey evidence is customary, so much so that courts will 

ÓÏÍÅÔÉÍÅÓ ÄÒÁ× ÁÎ ȰÁÄÖÅÒÓÅ ÉÎÆÅÒÅÎÃÅȱ ÁÇÁÉÎÓÔ Á ÐÁÒÔÙ ÆÏÒ ÆÁÉÌÉÎÇ ÔÏ ÐÒÅÓÅÎÔ ÉÔȢ See, e.g., 

Eagle Snacks, Inc. v. Nabisco Brands, IncȢȟ φςυ &Ȣ 3ÕÐÐȢ υχρȟ υψσ ɉ$Ȣ.Ȣ*Ȣ ρωψυɊ ɉȰ&ÁÉÌÕÒÅ ÏÆ Á 

trademark owner to run a survey to support its claims of brand significance and/or 

likel ihood of confusion, where it has the financial means of doing so, may give rise to the 

inference that the contents of the survey would be unfavorable, and may result in the court 

ÄÅÎÙÉÎÇ ÒÅÌÉÅÆȢȱɊȠ but see, e.g., Tools USA and Equipment Co. v. Champ Frame Straightening 

Equipment IncȢȟ ψχ &ȢσÄ φυτȟ φφρ ɉτÔÈ #ÉÒȢ ρωωφɊ ɉȰ!ÃÔÕÁÌ ÃÏÎÆÕÓÉÏÎ ÃÁÎ ÂÅ ÄÅÍÏÎÓÔÒÁÔÅÄ ÂÙ 

survey evidence, but contrary to [defendantȭs] suggestion, survey evidence is not necessarily 

the best evidence of actual confusion and surveys are not required to prove likelihood of 

ÃÏÎÆÕÓÉÏÎȢȱɊȢ  

When litigants do present survey evidence, courtsȭ analysis of this evidence can be 

painstaking, especially when the litigants present dueling survey experts.  In the following 

opinion, Smith v. Wal-Mart Stores, Inc., 537 F.Supp.2d 1302 (N.D.Ga. 2008), the declaratory 

plaintiff Charles Smith sought to criticize Wal-Martȭs effect on American communities and 

workers by likening the retailer to the Nazi regime and, after Wal-Mart sent Smith two cease 

and desist letters, to Al Qaeda. In particular, Smith created and sold online through 

CafePress.com t-ÓÈÉÒÔÓ ÁÎÄ ÏÔÈÅÒ ÍÅÒÃÈÁÎÄÉÓÅ ÉÎÃÏÒÐÏÒÁÔÉÎÇ ÔÈÅ ÔÅÒÍ Ȱ7ÁÌÏÃÁÕÓÔȱ ÁÎÄ 

various Nazi insignia (shown below) ÏÒ ÔÈÅ ÔÅÒÍ Ȱ7ÁÌ-1ÁÅÄÁȱ ÁÎÄ ÖÁÒÉous slogans and 

images (shown below).  Wal-Mart produced survey evidence to support the proposition that 

American consumers would believe that Wal-Mart was selling the t-shirts or had otherwise 

authorized their sale, or that in any case, Smithȭs conduct tarnished Wal-Martȭs trademark. 

Both parties moved for summary judgment. Excerpted below is Judge Timothy Batten, Sr.ȭs 

extraordinarily fine analysis of the surveys before him, which he conducted under the 

ȰÁÃÔÕÁÌ ÃÏÎÆÕÓÉÏÎȱ ÆÁÃÔÏÒ ÏÆ ÔÈÅ ÍÕÌÔÉÆÁÃÔÏÒ ÔÅÓÔ ÆÏÒ ÔÈÅ ÌÉËÅÌÉÈÏÏÄ ÏÆ ÃÏÎÓÕÍÅÒ Ãonfusion.  

The analysis is lengthy and very detailed, but it is one with which a serious student of 

trademark litigation should be familiar. 

A few additional preliminary comments.  First, the surveys at issue are modified forms 

of the ȰEveready ÆÏÒÍÁÔȱ ÆÏÒ likelihood of confusion surveys, based on the case Union Carbide 

Corp. v. Ever-Ready, Inc., 531 F.2d 366 (7th Cir. 1976), in which the Seventh Circuit credited 

two surveys as strong evidence of the likelihood of confusion.  (Notwithstanding the spelling 

oÆ Ȱ%ÖÅÒ-2ÅÁÄÙȱ ÉÎ ÔÈÅ ÃÁÐÔÉÏÎ ÏÆ ÔÈÅ ÃÁÓÅȟ ÍÏÓÔ ÃÏÍÍÅÎÔÁÔÏÒÓȟ ÉÎÃÌÕÄÉÎÇ -Ã#ÁÒÔÈÙȟ ÒÅÆÅÒ ÔÏ 

ÔÈÅ ÓÕÒÖÅÙ ÆÏÒÍÁÔ ÁÓ ÔÈÅ ȰEveready ÆÏÒÍÁÔȢȱɊ  The surveys presented their respondents with 

the defendantȭÓ ÐÒÏÄÕÃÔÓ ÁÎÄ ÁÓËÅÄȟ ÉÎ ÅÓÓÅÎÃÅȟ Ȱ7ÈÏ ÄÏ ÙÏÕ ÔÈÉÎË ÐÕÔÓ ÏÕÔ [the defendantȭs 




























































































































































































































































































































































